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THE LANHAM TRADE-MARK ACT—CONFLICT AND DISSENT 
By Julius R. Lunsford, Jr.* 


I. Introduction 


‘‘People are beginning to realize that business should be con- 
ducted as games are played among gentlemen—not only in 
accordance with the letter of the rules but with a proper 
sense of sportsmanship. The courts are more and more re- 
flecting this healthy public sentiment, and are alive to the fact 
that in business as in ordinary affairs of life there are things 
which while in violation of no express law, decent people do 
not do. Judges are realizing that relief in these cases cannot 
be made to depend upon principles of law evolved in past 
centuries concerning contracts, trade-marks, literary property 
and the like, when conditions were different, affairs less com- 
plex and when parasitic ingenuity was less highly de- 
veloped.’”* 


The above quotation written by the late Edward S. Rogers, 
chief proponent for the Lanham Act,’ furnished an impetus for 
the enactment of the statute. Congress recognizing the extended 
use of trade-marks in recent years due in part to vast national and 
international distribution, decided that ‘‘public policy requires 


* Member of the Georgia Bar. 

1. Rogers, Goop WiLL, TRADE-MARKS AND UNFAIR TRADING (1914) 280. See also 
Pattishall, Trade-Marks and the Monopoly Phobia, 50 Mich. L. Rev. 967 (1952) 
42 TMR 588. However, nearly forty years later Judge Charles E. Clark wrote in a 
dissenting opinion (the majority held that ‘‘Hyde Park’’ used on women’s garments 
did not infringe or compete unfairly with the prior use of ‘‘Hyde Park’’ on men’s 
garments): ‘‘The majority’s view of the statutory test seems to me to encourage an 
element of partiality in this field based on a wholly irrelevant consideration, namely, 
the trier’s response to the apparent fairness or unfairness of the acts of a defendant 
considered from his own standpoint. This I fear is too subjective a reaction to be 
anything but a pitfall for the court. Under such a concept it will be comparatively 
easy for most competitors to shield themselves from any challenge by ostentatious 
ignorance of their own business and its ramifications until they have successfully 
appropriated another’s title. Meanwhile the confusion of customers and the destruction 
of another’s business can go on with impunity so long as the competitor can show a 
purity.’’ Hyde Park Clothes, Inc. v. Hyde Park Fashions, Inc., op. cit. infra note 
32 at 251-252; cf. Halliday, Making Exouses, 35 T. M. Bull. 216 (1940); Rogers, The 
Ingenuity of the Infringer and the Courts, 11 Mich. L. Rev. 358 (1913); Lunsford, 
Trade Morals and Famous Brand Names, 41 TMR 923 (1951). 

2. 60 Stat. 427, 15 U. 8. C. Sec. 1051, et seq. (1946); Trade-Marks, Unfair Com- 
petition, And The Courts: Some Unsettled Aspects Of The Lanham Act, 66 Harv. L. 
Rev. 1094, 1102 (1953). 
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that trade-marks should receive nationally the greatest protection 
that can be given them.’”® 


Section 32(1)(a) prohibits use likely to cause confusion or 
mistake or to deceive purchasers as to the source of origin of 
such goods or services. Obviously, this test (confusion of source) 
is broader than under the prior law* which provided in effect that 
there was no statutory infringement unless the goods were of sub- 
stantially the same descriptive properties, and confusion was 
likely to result from use of the infringing mark.' But the courts 
have not adopted this broader view,® and today the contradic- 
tions between them are even more prevalent than in 1948 when 
text author Rudolf Callmann remarked: “Despite all the efforts 
of the bar, our courts still cling to the familiar anachronisms.’” 
Their hesitancy to accept the full implication of the Act has re- 
sulted in the introduction of a Bill designed to clarify the Act.® 


3. U.8. Code Cong. Serv. 79th Cong., 2d Sess., 1274 at 1277 (1946) quoting from 
S. Rep. No. 1333, 79th Cong. 2d Sess. p. 6 (1946). 

4. 33 Stat. 724 (1905). 

5. 8. C. Johnson & Son v. Johnson, 175 F. 2d 176, 179 (C.C.A. 2, 1949) 
39 TMR 557; Robert, Toe New TrapE-MarK MANUAL 163 (1947); Callmann, Trade- 
Mark Infringement and Unfair Competition, 14 Law & Contemp. Prob. 785, 187 (1949) ; 
Lunsford, Trade-Mark Infringement and Confusion of Source, Need for Supreme Court 
Action, 35 Va. L. Rev. 214, 221-22 (1949); Lunsford, Woe Unto You Trade-Mark 
Owners, 49 Mich. L. Rev. 1103 (1951); 16 U. S. L. Week 1107 (Jan. 13, 1948); ‘‘The 
new Trade-Mark Act, widely heralded as giving added protection to trade-mark owners, 
may actually result in a narrowing of the rights conferred by the registration and 
use of a trade-mark.’’ Callmann, The Sunkist Decision: Trade-Marks At The Cross- 
roads, 38 TMR 304, 308 (1948): Derenberg, The Patent Office As Guardian Of The 
Public Interest In Trade-Mark Registration Proceedings, 14 Law & Contemp. Prob. 
288, 294 (1949); Robert, Commentary on the Lanham Trade-Mark Act, 15 U.S.C.A. 
(volume containing Sec. 81-1113) p. 265 (1946). 

6. California Fruit Growers Exchange v. Sunkist Baking Co., 166 F. 2d 971 
(C.C.A. 7, 1947) 38 TMR 188, see note 47 infra; Sunbeam Lighting Co. v. Sunbeam 
Corp., 183 F. 2d 969 (C.C.A. 9, 1950) 40 TMR 968; cf. Safeway Stores, Inc. v. Dunnell, 
172 F. 2d 649 (C.C.A. 9), 39 TMR 116, cert. denied 337 U. 8S. 907 (1949) and Miles 
Shoes, Inc. v. R. H. Macy & Co., 199 F. 2d 602, 42 TMR 918, cert. denied 345 U. 8. 
909 (1953). 

7. Callmann, One Year Under The Lanham Act, 38 TMR 857 (1948). 

8. 8. 1957, 82nd Cong., Ist Sess. (1951). This bill was drafted and sponsored by 
The American Bar Association. Senator Wiley made the following comment when he 
introduced the bill on Aug. 6, 1951. 97 Cong. Rec. 9678: ‘‘.... Four years of experi- 
ence under the revised law have led trade-mark owners and their lawyers alike to agree 
upon amendatory provisions which will result in clarification, simplified administration, 
and substantive changes consonant with present day commercial practices and the 
tenets of our jurisprudence.’’ The Act of 1946 has been placed on trial as well as 
the judiciary. Thus the judiciary should keep pace with the legislative branch; ‘‘The 
Lanham Act is a recognition of the social responsibility of the owner of a business and 
the recognition of the public interest in the protection of symbols by means of which 
buyers are able to choose the goods or services which past dealings have shown to be 
satisfactory.’’ Rogers, Introduction to THE NEW TRADE-MARK MANUAL XXI 
(1947); Basic Purposes of Trade-Mark Legislation—‘‘The purpose underlying any 
trade-mark statute is twofold; one is to protect the public so it may be confident that 
in purchasing a product bearing a particular trade-mark which it favorably knows, 
it will get the product which it asks for and wants to get. Secondly, where the owner 
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II. The Development of Tests for Relief Under the 1905 Act. 


‘While we own that it does some violence to the language, 
it seems to us that the phrase should be taken as no more 
than a recognition that there may be enough disparity in 
character between the goods of the first and second users as 
to insure against confusion.’” 


Judge Learned Hand in the above statement admitted that 
some violence was done to the statutory language, ‘‘the goods not 
being of the ‘same descriptive properties’ in the colloquial sense’’ 
in granting an injunction to a manufacturer of locks and keys 
against the use of his mark yaLe by a maker of flashlights. The 
first effective federal trade-mark statute, the 1905 Act, seemed to 
codify the common law standard by prohibiting the use of an- 
other’s mark on goods of ‘‘substantially the same descriptive prop- 
erties.’’ Thus technical infringement could be found only when 
there was confusion of goods.!° This strict construction of the 
statute was abandoned in accordance with Judge Hand’s state- 
ment and in its place a more liberal expression of equitable prin- 


of a trade-mark has spent energy, time, and money in presenting to the public the 
product, he is protected in his investment from its misappropriation by pirates and 
cheats. This is the well established rule of law protecting both the public and the 
trade-mark owner. It is succinctly stated by Mr. Justice Frankfurter in Mishawaka 
Rubber and Woolen Company v. 8S. 8S. Kresge Co., 316 U. 8. 203, decided on May 4, 
1942, 32 TMR 254: ‘‘The protection of trade-marks in the law’s recognition of the 
psychological function of symbols. Your committee believes the proposed bill accom- 
plishes these two broad basic principles.’’ U. 8. Code Cong. Serv. 79th Cong., 2d 
Sess. 1274 (1946). 

9. Yale Electric Corporation v. Robertson, 26 F. 2d 972, 974 (C.C.A. 2, 1928), 
18 TMR 321. Sec. 16 of the Trade-Mark Act of 1905 provided that ‘‘Any person who 
shall, without the consent of the owner thereof, reproduce, counterfeit, copy or color- 
ably imitate any such (registered) trade-mark and affix the same to merchandise of 
substantially the same descriptive properties as those set forth in the registration, or 
to labels, signs, prints, packages, wrappers, or receptacles intended to be used on or in 
connection with the sale of merchandise of substantially the same descriptive properties 
as those set forth in such registration, and shall use, or shall have used, such repro- 
duction, counterfeit, copy or colorable imitation in commerce among the several states, 
or with a foreign nation, or with the Indian tribes, shall be liable to an action for 
damages therefor at the suit of the owner thereof.’’ 33 Stat. 724. 

10. Borden Ice Cream Co. v. Borden’s Condensed Milk Co., 201 Fed. 510 (C.C.A. 
7, 1912), 3 TMR 80, (‘‘Borden’’ ice cream did not infringe ‘‘Borden’’ milk); under 
the common law prior to 1905 confusion of goods was the test, Godillot v. American Co., 
71 Fed. 873 (C.C.D. N.J. 1896) (‘‘A. G.’’ cigars and coffee infringe ‘‘A.G.’’ gro- 
ceries) ; Carroll v. Ertheiller, 1 Fed. 688 (C.C.E.D. Pa. 1880) (‘‘Lone Jack’’ cigarettes 
infringe ‘‘Lone Jack’’ pipe tobacco). Thus injunctions have been refused in cases 
of canned salmon and canned fruits, George v. Smith, 52 Fed. 830 (C.C.8S.D.N.Y. 1892) ; 
character in detective story and character in motion picture, Atlas Mfg. Co. v. Street 
& Smith, 204 Fed. 398 (C.C.A. 8, 1913) ; 26 TM Bull. 199; wheat flour and prepared pan- 
cake and buckwheat flour, France Milling Co. v. Washburn-Crosby Co., 3 F. 2d 321 
(D.C.8.D.N.Y. 1925) ; 20 TM Bull. 171; and varied food products and tobacco, Beech-Nut 
Packing Co. v. P. Lorillard Co., 273 U. 8. 629 (1927), 22 TM Bull. 264, however, see 
notes 77 and 84 for explanation of the last two cases. 
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ciples was adopted to better suit our modern commercial and 
social needs. 


In the Bulova case’ it was held that the use of the mark 
BULOVA on shoes did not constitute infringement of the registered 
mark suLova as applied to watches, since watches and shoes do not 
possess substantially the ‘‘same descriptive properties’’ within 
the meaning of the trade-mark act of 1905. Fortunately, however, 
the owner of the celebrated mark for watches had joined an un- 
fair competition count to the infringement allegation. The court 
relied on Judge Hand’s philosophy in the Yale case and con- 
cluded that the ‘‘defendant by using the trade-mark on low price 
shoes, stands to injure plaintiff’s reputation and dilute the quality 
of his trade-mark. Defendant has little cause to complain since 
he has been riding the coattails of the plaintiff’s good will, and 
he had available to him a wide range of choice to name his 
product.’’ The decision therefore was based on the unfairness of 
defendant’s conduct rather than on the existence of competition. 


In 1945 Judge Chase, speaking for the Second Circuit, stated 
that the protection which the law gives the owner of a trade-mark 
is not confined to the goods upon which it is used by the owner, 
but extends to articles which would reasonably be thought to come 
from the same source if bought under the same name.’? As in the 
Bulova case there were allegations of trade-mark infringement 
and unfair competition. The court wrote: ‘‘We do not find it 
necessary to decide whether or not vitamin tablets are properly to 
be classified as a food in the same category with vegetable juice 
within the meaning of the registration statute.’’ This principle 
was quite similar to the one applied earlier in the Del Monte 
Case.'* There the appeal was based on the ground that the trial 
court erred in enjoining unfair competition since the action was 
brought to enjoin the infringement of its trade-mark. Appellee, 

11. Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543 (D. Mass. 1947), 37 TMR 41; 
60 Harv. L. Rev. 821 (1947). The note in the Rev. concludes with the following state- 
ment: ‘‘It should be recognized, however, that this result is achieved only when the 
two counts are linked, and any further uniformity probably requires legislative action.’’ 

12. Standard Brands, Inc. v. Smidler, 151 F. 24 34 (C.C.A. 2, 1945), 35 TMR 277; 
By this decision the court affirmed the action of the trial court. The district court 
granted an injunction which prohibited the defendant from using the trade-mark, 
‘«V-8’’ on vitamin tablets when the use of such name was challenged by the manu- 
facturers of V-8 juice. 


13. Del Monte Special Food Co. v. California Packing Corp., 34 F. 2d 774 
(C. C. A. 9, 1929), 19 TMR 443. 
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however, maintained that appellant was guilty of unfair compe- 
tition and that the purpose of the suit was to enjoin the continu- 
ance of such competition. In restraining the use of DEL MONTE on 
oleomargarine products which were manufactured by one not con- 
nected with the food products commonly associated with the trade- 
mark DEL MONTE, the Ninth Circuit said the law of unfair compe- 
tition has resulted from the application of a simple proposition to 
the extension and modern development of manufacturing and 
merchandising. The court cited the Yale case and stated that the 
injury to the plaintiff does not result from preventing the plain- 
tiff from producing oleomargarine, but from representation to the 
public that it manufactures an article which it does not in fact 
product and over which it has no control. 


Similarly in F. T. C. v. The Pep Boys, the Ninth Circuit 
stated that the petitioner’s mark REMINGTON was the name used by 
corporations widely known to the purchasing public and long 
established in various industries. The court in sustaining the 
Commissioner’s order to cease and desist from the use of this 
mark, held that when the petitioner took an extensively advertised 
name he hoped to capitalize on certain intangible qualities of the 
name which would unfairly promote the sale of his radio and auto 
accessories. 


The Seventh Circuit in the first Sunkist case’® enjoined the 
use of sunKIsT on bottled beverages because it constituted an in- 
fringement of sunKIsT used to identify fruits and vegetables. The 
Court wrote: ‘‘The language of the Act was not intended to be 
more or less comprehensive than the term ‘same class’ used else- 
where in the Act. The real test is whether the use of identical or 
similar trade-marks would be likely to cause confusion or mistake 
in the minds of the public, to deceive purchasers, —where the chal- 
lenged goods are sold in the same stores or distributed in the 
same manner. Here confusion is bound to result. It was the con- 
gressional intent to prevent such confusion and resulting mistake 


14. 122 F. 2d 158 (C.C.A. 3, 1941). The Third Circuit had previously enjoined 
a manufacturer of radio tubes from calling them ‘‘Rolls-Royce’’ tubes upon the com- 
plaint of the makers of the automobile of that name. Wall v. Rolls-Royce, 4 F. 2d 
333 (C.C.A. 3, 1925), 15 TMR 239. See also Akron-Overland Tire Co. v. Willys-Over- 
land Co., 273 F. 674 (C.C.A. 3). 

15. California Fruit Growers Exchange v. Windsor Beverages, 118 F. 2d 149 
(C.C.A. 7, 1941), 36 TMR 121. 
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or deceit. Though the merchandise of others may be dissimilar, if 
the trade-mark is the same or similar, and the merchandise such 
as reasonably may be attributed to plaintiff’s deceit results.’’ 

The situation that existed prior to the enactment of the Lan- 
ham Act was summarized by the District Court for the Eastern 
District of Michigan which granted Ford Motor Company a sum- 
mary judgment enjoining defendants from using the name ForpD 
as a trade-mark for insecticides: 


‘Both the United States Patent Office and practically all 
Federal Courts now recognize that the goods of parties litigant 
do not have to be of the identical descriptive properties before 
a trespasser can be prevented from using a long-established 
and well known trade-mark.’’?® 


A phase of the law of trade-mark protection therefore de- 
veloped under the guise of unfair competition for the reason that 
the courts could not, in many cases, rationalize to the extent neces- 
sary to conclude that the goods were of the same descriptive prop- 
erties. The contrasting viewpoints may be grouped into four 
categories." 


(a) Confusion of goods. This test is the minimum standard. 
Under this test an owner of a trade-mark can secure relief only 
where the infringer uses it on goods so closely resembling the 
owner’s that the public will be likely to confuse the products of 
the respective owners. The Rex-Rexall bottle case’® is an example 
of this test. There the court prevented the use of REXALL on 
prescription bottles because of likelihood of confusion with rex 
on prescription bottles because ‘‘an ordinary prudent purchaser 
would be liable to purchase one product in the belief he was pur- 
chasing the other.’’ 


(b) Confusion of sponsorship. Relief is granted under this 


16. Ford Motor Co. v. Ford Insecticide Corp., 69 F. Supp. 935, 936 (E. D. Mich. 
1947), 37 TMR 141. 

17. Lunsford, The Uncertainty of Trade-Mark Law, 13 Ga. B. J. 32 (1950); 
Callmann, Trade-Mark Infringement And Unfair Competition, 14 Law & Contemp. 
Prob. 185 (1949); 66 Harv. L. Rev. 1094 (1953). 

18. United Drug Co. v. Obear-Nester Glass Co., 111 F. 2d 997 (C.C.A. 8, 1940), 
30 TMR 365. The Court of Appeals for the 7th Circuit considered the first Sunkist 
case, where the court held that the use of ‘‘Sunkist’’ on beverages constituted like- 
lihood of confusion with ‘‘Sunkist’’ on fruits and vegetables. California Fruit Grow- 
ers Exchange v. Sunkist Baking Co., 166 F. 2d 97 (C.C.A. 7, 1947), 38 TMR 188. 
California Fruit Growers Exchange v. Windsor Beverages, 118 F. 2d 149 (C.C.A. 7, 
1941), 36 TMR 121. 





Vol. 43 T. M. R. LANHAM ACT—CONFLICT AND DISSENT 1001 


test when the courts find that purchasers might think that the 
owner of a famous mark had endorsed, licensed or sponsored the 
use of the mark on the goods of the junior user. The Vogue case?® 
was perhaps the first of these cases. The court protected the name 
under the law of unfair competition but invoked the theory of 
sponsorship in the following language: .. . ‘‘there is no fetish in 
the word competition, the invocation of equity results more vitally 
upon unfairness. ... In this case the reasonable probability to the 
plaintiff through defendant’s misrepresentation is greater even if 
it has not actually occurred ...’’ The Seventeen cases”! are 
typical examples, and in the Waterman case Judge Learned Hand 
said: ‘*. .. razor blades are sold very generally by others than 
razor blade makers, and might well be added to the repertory of 
a pen maker.’”? 


(c) Dilution, i.e., the use of the mark by another dilutes or 
whittles away its value to the owner thereof. The facts in the Tif- 
fany case** furnish an outstanding example of this kind of infringe- 
ment. The courts in enjoining the use of the well-known jewelry 
mark in connection with motion pictures rested its opinion on the 


‘*. . . gradual whittling away of the identity and hold upon the 


99 


public mind of plaintiff’s name.’’ The most recent decision on 
this subject cites the Yale case and the Seventeen cases with ap- 
proval but pointed out that dilution is a corollary to confusion of 
source.** In granting the plaintiff an injunction against defend- 
ant’s use of storK cLuB the court concluded that appellant is not 
seeking to have appellees mulcted in damages, nor striving to 
drive them out of business, but merely asks appellee to desist from 


19. Vogue Co. v. Hudson-Thompson Co., 300 Fed. 509 (C.C.A. 6, 1924), 15 TMR 1, 
cert. denied 273 U. 8S. 706 (1926). 

20. Id. at 512. 

21. Hanson v. Triangle Publications, Inc., 163 F. 2d 74 (C.C.A. 8, 1947), 37 
TMR 645, cert. denied 332 U. 8S. 855 (1948); Triangle Publications yv. Rohrlich, 167 
F. 2d 969 (C.C.A. 2, 1948), 38 TMR 516, 657. 

22. Waterman Co. v. Gordon, 72 F. 2d 272, 273 (C.C.A. 2, 1934). Judge Learned 
Hand stated: ‘‘Certainly when the infringement is so wanton, there is no reason to 
look nicely at the plaintiff’s proof in this regard.’’ (With reference to confusion— 
products were razor blades and fountain pens). 

23. Tiffany & Co. v. Tiffany Productions, Inc., 262 N. Y. 482, 188 N. E. 30 (1933), 
23 TMR 117. See also Alfred Dunhill of London, Inc. v. Dunhill Shirt Shop, Inc., 
38 F. Supp. 487 (S. D. N. Y. 1929) and Bulova Watch Co. v. Stolzberg, 69 F. Supp. 
543 (D. Mass. 1947), 60 Harv. L. Rev. 821 (1947), 37 TMR 41. The Massachusetts 
Statute clearly provides protection against dilution. Mass. Ann. Laws ¢. 110 Sec. 
78 (1947). 

Oe ‘stork Restaurant, Inc. v. Sahati, 166 F. 2d 348 (C.C.A. 9, 1948), 38 TMR 431. 
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an unfair trade practice that threatens to dilute the value of its 
prestige. 


(d) Confusion as to source of origin, i.e., the defendant’s goods 
are believed to originate with the plaintiff. The Second Circuit en- 
joined the use of aunT JEMIMA’s upon syrup to protect the owner 
of the mark long used to identify flour. The court considered con- 
fusion of source the governing factor, saying: ‘‘. . . the public see- 
ing the trade-mark on a syrup can would conclude that it was made 
by complainant. . . In this way complainant’s reputation is put 
in the hands of the defendant.’’?> The use of ROLLS-ROYCE as a 
trade-mark for radio tubes was enjoined by the Third Circuit. The 
court concluded that it would be natural for a man to suppose that 
a radio tube for his radio set represented an extension of the 
Rolls-Royce Company’s electric products.”* In the Yale case Judge 
Learned Hand propounded the following doctrine: ‘‘His mark is 
his authentic seal; by it he vouches for the goods which bear it; it 
carries his name for good or ill. If another uses it he borrows the 
owner’s reputation, whose quality no longer lies within his own 
control. This is an injury even though the borrower does not tar- 
nish it, or divert any sales by its use; for a reputation like a face, 
is the symbol of its predecessor and creator, and another man can 
use it only as a mask.’’? 


It readily will be seen that the first three tests are embraced 
in the last and are closely related to likelihood of confusion of 
source. Practically all the courts promulgated doctrines of unfair 
competition to protect trade-marks from use on non-identical goods 
if they were related to the same source—confusion of source thus, 
in effect, providing a common ground. 


III. The Trade-Mark Act of 1946. 


‘‘The purpose of this bill is to place all matters relating to 
trade-marks in one statute and to eliminate judicial obscurity, 


25. Aunt Jemima Mills Co. v. Rigney & Co., 247 Fed. 407 (C.C.A. 2, 1917), 8 TMR 
163, cert. denied 245 U. S. 672 (1918); see also Peninsular Chemical Co. v. Levinson, 
247 Fed. 658 (C. C. A. 6, 1917), 8 TMR 171. 

26. Wall v. Rolls-Royce of America, Inc., 4 F. 2d 333 (C. C. A. 3, 1925), 15 
TMR 239. 

27. Yale Electric Corp. v. Robertson, 26 F. 2d 972, 974 (C. C. A. 2, 1928), 18 
TMR 321; Standard Brands, Inc. v. Smidler, 151 F. 2d 34 (C.C.A. 2, 1945), 35 TMR 277. 
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to simplify registration and to make it stronger and more 
liberal, to dispense with mere technical prohibitions and arbi- 
trary provisions, to make procedure simple, and relief against 
imfrmgement prompt and effective: This bill effects this nec- 
essary codification and coordination.’’*® 


In accordance with the statement of purpose by the Senate 
Committee, Sec. 32(1)(a) provides a cause of action against: use 
in commerce, without the consent of the registrant, ‘‘any repro- 
duction, counterfeit, copy, or colorable imitation of any registered 
mark in connection with the sale, offering for sale, or advertising 
of any goods or services on or in connection with which such use 
is likely to cause confusion or mistake or to deceive purchasers as 
to the source of origin of such goods or services.’’ Thus this Act 
recognizes the test which has been long and consistently applied 
by the courts under the common law. 


In establishing a more liberal test for confusion the phrase 
‘‘merchandise of substantially the same descriptive properties,’’ 
which was in the Acts of 1881 and 1905 was omitted. The likeli- 
hood of confusion of origin is a very embraceable term. If the 
courts could go to such lengths in expanding the term ‘‘same de- 
scriptive properties’’ they can go an unlimited distance in con- 
struing confusion of origin.”® 


More specific is the statement of intent which was incorpo- 
rated in Section 45 of the Act which should serve as a guide in the 
administration and interpretation of this legislation. The last 
paragraph states three objectives in the declaration of intent: 


28. Judge Learned Hand summed up the situation as follows: ‘‘The law of 
unfair trade comes down very nearly to this—as judges have repeated again and 
again—that one merchant shall not divert customers from another by representing 
what he sells as emanating from the second.’’ Yale Electric Corp. v. Robertson, 26 F. 
2d 972 (C. C. A. 2, 1928), 18 TMR 321. See also 38 Harv. L. Rev. 370 (1925); 
Chafee, Unfair Competition, 53 Harv. L. Rev. 1289 (1940); Callmann, Unjust En- 
richment In The Law Of Unfair Competition, 55 Harv. L. Rev. 595 (1942); Oates, 
Relief In Equity Against Unfair Trade Practice of Non Competitors, 25 Ill. L. Rev. 
643 (1931); Gable, Where and What A Trade-Mark Protects, 22 Ill. L. Rev. 379 
(1927) ; Lukens, The Application of the Principles of Unfair Competition To Cases of 
Dissimilar Products, 75 U. of Pa. L. Rev. 197 (1927); Rogers, New Directions In 
The Law of Unfair Competition, 74 N. Y. L. Rev. 317, 339 (1940); Wolff, Nom- 
Competing Goods in Trade-Mark Law, 37 Col. L. Rev. 582 (1937); Schechter, The 
Rational Basis of Trade-Mark Protection, 40 Harv. L. Rev. 813 (1927); Callmann, 
Unfair Competition Without Competition, 95 U. of Pa. L. Rev. 443, (1947). 

Sen. Rep. No. 1333, 79th Cong. 2nd Sess. 4 (1946) ; ROBERT, THE NEW TRADE- 
MARK MANUAL 265, 266 (1947). 

29. Hoge, Trade-Mark Infringement, 38 T M R 400, 403, 405 (1948); see notes 
4 and 8. 
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First, it seeks to strengthen the protection of trade-marks in the 
international sphere; secondly, it seeks to protect registered marks 
from interference by state or territorial legislation; thirdly, 1¢ aims 
at protection of trade-marks against infringement and unfair com- 
petition, 


Most specifically the Committee stated that the Bill attempted 
‘*to modernize the trade-mark statutes so that they will conform 
to present-day business practice’’ and ‘‘ generally to simplify trade- 
mark practice, to secure trade-mark owners in the good will which 
they have built up, and to protect the public from imposition by the 
use of counterfeit and imitated marks and false trade descrip- 
tions.’”° In 1941 H. H. MecLarin, member of N. A. M. Subcom- 
mittee on Trade-Marks, U. S. T. M. A. Lanham Trade-Mark Bill 
Committee, Coordination and Drafting Committees wrote: ‘‘ Reme- 
dies are provided for infringement on the same basis as the right 
of registration is granted, i.e., whether the mark charged to in- 
fringe is likely to cause confusion or mistake or to deceive pur- 
chasers. This is the common law test of infringement—broader 
than under the 1905 registration act—hence better protection is 
provided by the new statute.’’*4 


Former Commissioner of Patents, Lawrence C. Kingsland, 
stated in 1948: ‘‘. . . it will be incumbent upon our judiciary to 
make the Lanham Trade-Mark Act the tool for progressive and 
liberal protection which our domestic trade and industry demand 
and which the Congress intended it to be.”’ 


IV. Results of Statutory Change: Conflicts. 


‘*Plaintiff-appellant has had the misfortune . . . to come be- 
fore a panel of this court allergic to the doctrine historically 
associated with us because of its nurture by our most illus- 
trious judges of protecting trade names against competition 
which will create confusion as to the source of goods sold under 
such names. The chance of the assignment calendar which has 
so operated against plaintiff might as easily have brought it 
success, to judge by the three most recent cases on this issue 
before us, the unanimous decision in each instance—of another 


30. Op. cit. supra, note 28. 
31. The Revised Lanham Trade-Mark Bill, 31 TMR 87, 91 (1941). The Future 
of The Trade-Mark System in the American Economy, 38 TMR 607, 612 (1948). 
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panel. ... This natural development could be somewhat ameli- 
orated if we adopted the practice I have urged of sitting en 
banc on special occasions, though obviously it cannot really be 
controlled until the Supreme Court decides to exercise its con- 
stitutional power in the premises.’’®? 


The author of the foregoing passage, Judge Clark, made 
reference to the Act in the Lorraine case,** a year before the new 
act became effective, to facilitate the court’s keeping pace with 
the legislative branch. He said: ‘‘This judicial construction has 
received legislative approbation. The Trade-Mark Act of July 5, 
1946, .... effective one year hence, provides specifically that the 
use of geographical terms prevents registration if ‘when applied 
to the goods of the applicant’ it ‘is primarily geographically de- 
scriptive or deceptively misdeceptive.’ And application of the 
established principles compels a conclusion of validity here.’’*4 
Judge Clark again mentioned the Act in the California Apparel 
ease.*®> The eminent jurist pointed out that the Act was not ap- 
plicable, but added that it was expected to produce a more effective 
remedy.®® Mention was also made in the Liliputian Bazaar case®” 


both in the majority and dissenting opinions. The majority opinion 
merely said it was inapplicable. Judge Clark, however, went much 
further by stating: 


32. Dissenting opinion by Judge Charles E. Clark in Hyde Park Clothes, Ine. 
v. Hyde Park Fashions, Inc., 204 F. 2d 223, 97 U.S.P.Q. 246, 249 (C.C.A. 2, 1953), 
43 TMR 934; In Best & Co. v. Miller, 167 F. 2d 374, relief was denied by Judges 
Swan and Frank with a dissenting opinion by Judge Clark; in the Seventeen case 
(167 F. 2d 969) Judges Augustus Hand and Clark granted relief and Judge Frank 
dissented; in the California Wearing Apparel case (162 F. 2d 893) Judges Clark 
and Swan denied relief summarily with a dissent by Judge Learned Hand; Judges 
Clark and Chase granted protection to ‘‘La Touraine’’ (167 F. 2d 115) and Judge 
Frank dissented. In the famous Johnson case (173 F. 2d 176) Judges Learned Hand 
and Swan wrote the majority opinion while Judge Clark dissented. In addition, we have 
the conflict between the Second Circuit in the Johnson case and the Seventh Circuit 
in the Sunkist case. The Ninth Circuit is inconsistent in its decision in the Safeway 
case (172 F. 2d 649) and the Sunbeam cases (183 F. 2d 969; 191 F. 2d 141). 
A petition for rehearing en banc was denied in Sunbeam Lighting Co. v. Sunbeam 
Corporation on Sept. 6, 1950, 40 TMR 968. 

33. La Touraine Coffee Co. v. Lorraine Coffee Co., Inc., 157 F. 2d 115 (C. C. A. 
2, 1946), 36 TMR 271, cert. denied 329 U. 8. 771 (1946). 

34. Id. at 117 (emphasis Judge Clark’s); cf. dissenting opinion by Judge 
Frank at 121. See also Lunsford, Are Our Courts Protecting Secondary Meaning 
Trade-Marks, 39 TMR 767 at 784 (1949). 

35. Califarnia Apparel Creators v. Wieder California, Inc., 162 F. 2d 893 
(C.C.A. 1947), 37 TMR, 558, cert. denied 332 U. 8S. 816 (1947). 

36. Id. at 900. See Callmann, False Advertising As A Competitive Tort, 48 Col. 
L. Rev. 876 at 887 (1948). 

37. Best & Co., Inc. v. Miller, 167 F. 2d 374 (C.C.A. 2, 1948), 38 TMR 543, 
cert. denied 335 U. S. 819 (1948). Plaintiff’s right to protection had previously 
been upheld by the courts. Ball v. Broadway Bazaar, 194 N. Y. 429, 87 N. E. 674 
(1909), 5 TM Bull. 99; Ball v. Best, 135 F. 434 (C. C. Ill. 1905). 
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‘‘Though only recently effective, we are certainly authorized 
to apply it at least prospectively, by its explicit terms .... 
(It) is clearly plaintiff’s legislation, beyond what is, I believe, 
yet judicially realized, even if not quite so much so as the 
already voluminous literature assumes. Thus it broadens the 
area of registrable trade-marks, the protection accorded such 
marks, and the general remedies for false description or 
representation of goods. ... The resources of the English 
language are such that a defendant may be required without 
undue hardship to choose his own formula or slogan to exploit 
without riding upon the successful advertising of another. 
Hence, however allergic we may be personally to the flam- 
boyance of American advertising, I can see no escape from 
our duty to carry out the legislative intent.** 


The first case to apply the Act refused to find confusion when 
the mark sunKist was used on fruits and vegetables by plaintiff 
and on bread by defendant,®® even though the same circuit had 
prior to the Act prevented the use of the same mark on bottled 
drinks.* The cases appear similar on their facts, but the court 
in the bread case indicating that the Lanham Act had narrowed 
the scope of protection, stated that the plaintiff should be halted 
in its unconscionable effort . . . to monopolize the food market. 
This reasoning is contrary to the intent of Congress which has 
insisted that ‘‘trade-marks defeat monopoly by stimulating com- 
petition.’’*! The first decision was written by Judge Lindley and 
concurred in by Judges Kerner and Major. The same two judges 
concurred with Judge Minton’s decision in the second case. 


In the Johnson case Judge Learned Hand, while refusing to 
grant more drastic relief to the plaintiff than had been awarded 
under the 1905 Act because of the peculiar circumstances of the 
case, held that the theory established in the Yale case has become 
statutory law under the new Act. Here again Judge Hand did 
violence to the Act (of 1946) by refusing to read the language 
literally. He wrote: ‘‘.... there is the strongest possible reason 
for not reading the language literally, because to do so would 

38. Id. at 378. 
39. California Fruit Growers Exchange v. Sunkist Baking Company, 166 F. 2d 


971 (C.C.A. 1947), 38 TMR 188. 
40. California Fruit Growers Exchange v. Windsor Beverages, 118 F. 2d 149 


(C.C.A. 7, 1941), 36 TMR 121. 
41. Sen. Rep. No. 1333, 79th Cong. 2d Sess. 3-4 (1946). 
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frequently result in great hardship to others, and give the first 
user of a mark a wholly unjustified power to preempt new 
markets.”’ 


A panel composed of Judges Denman, Healy and Bone of the 
Ninth Circuit granted Safeway Stores a permanent injunction 
against the use of the name sareway for toilet seat covers.*? Chief 
Judge Denman speaking for the majority, after citing the Yale 
ease and others under the 1905 Act, stated: ‘‘The principle of 
these cases, decided under the Trade-Mark Act of February 20, 
1905, is now incorporated in the Lanham Act... . which is here 
applicable .... Even assuming the absence of any confusion of 
toilet tissues and Dunnell’s covers for protection of toilet users, 
Safeway Stores is entitled to its injunction.’*** The court had 
found that much effort and money have been expended to establish 
the good will of Safeway Stores. 


A year later a different panel (Judges Stevens, Biggs and 
Driver) of the same Court of Appeals reversed the trial court 
which had enjoined the use of Sunbeam on fluorescent lamps and 
as a part of the trade name on the ground that such use con- 
stituted an infringement of Sunbeam on electrical appliances.“ 
Judge Stephens wrote: ‘‘If plaintiff’s goods were so good that 
the mere mention of their trade name or mark would be sufficient 
for a reasonable person to select an article bearing it, no matter 
how unrelated plaintiff’s goods are to the article, then, it seems to 
us, plaintiff must suffer the price of virtue.’’*° The Appellate 


42. Safeway Stores, Inc. v. Dunnell, 172 F. 2d 694 (C.C.A. 9, 1949), 39 TMR 
116; cert. den. 337 U. 8S. 907 (1949). Judge Healy dissented. 

43. Id. at 955, 956. The court cited the Stork case, op. cit. supra, as its con- 
trolling decision. The Stork case was a majority decision by Judges Garrett, Matthews 
and Healy. 

44. Sunbeam Lighting Co. v. Sunbeam Corporation, 183 F. 2d 969 (C. C. A. 9, 
1950), 40 TMR 968. 

45. Id. at 972. Judge Yankwich, the trial judge, had written: ‘‘For, if there 
is any principle established firmly in the law of the Ninth Circuit, and in the law of 
California, which must govern the unfair competition phase of this case, ... . it 
is that infringement and unfair competition may be found to exist as between non- 
competitive fields and products. . . . They do not limit the application of the rule 
to fanciful names. They apply it to ordinary names when they have acquired 
a secondary meaning, i. e., that they have become so associated with a product as to 
create what the Restatement (Restatement of Torts, Sec. 730) calls confusion of 
source in the minds of the public. Any other rule would be unrealistic and encourage 
deception and fraud.’’ 83 F. Supp. 429 at 430-431. Judge Yankwich cited for his 
authority the Safeway case, the Stork case and Lane Bryant, Inc. v. Maternity Lane, 
Litd., 173 Fed. 2d 559 (C.C.A. 9, 1949) cert. den. 338 U. 8. 537 (1950). It is interest- 
ing to note that the panel in the Lane Bryant case was composed of Judges Stevens, 
Healy and Orr. 
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Court concluded by saying that nothing it had said in the Lane 
Bryant and Stork cases is inconsistent with its present views. In 
these cases the author of the Sunbeam opinion sat only once. The 
other two jurists did not participate, nor could they have partici- 
pated since one was a visiting judge and the other a district judge. 


In the second Sunbeam case“ the trial court, which granted an 
injunction restraining the use of Sunbeam on portable fluorescent 
lamps as well as the use of the mark in defendant’s corporate 
name, was again reversed. The court, now composed of Judges 
Stephens, Pope and Fee, sought to distinguish the previous case 
on the facts and concluded that it was not error for the district 
court to issue its injunction against the California Corporation’s 
use of the term suNBEAM on its lamps. It is interesting to note 
that the Court agreed with its prior ruling that the lower court 
erred in enjoining the use of Sunbeam in the firm name. 


It is indeed unfortunate that Judge Homer T. Bone did 
not sit in either Sunbeam case. In 1941 Judge Bone, then a 
member of the United States Senate, introduced S. Bill 895 which 
subsequently, with amendments, became the Lanham Act. 


Derenberg suggested a logical solution to the problem in the 
following language: 


‘Notwithstanding the much discussed and criticized recent 
decision . . . in the Sunkist case, the test now to be applied 
by the Office (U. S. Patent Office) would seem to be the liberal 
rule frequently followed by the Court of Customs and Patent 
Appeals and most of our courts even under the old laws... . 
It will require no legal gymnastics under the new Act to find 
likelihood of confusion between the use of the same well-known 
mark on women’s dresses on the one hand, and cosmetics 
on the other, or a mark used on cigarettes by one firm and 
on cigarette holders or cases by the other.’’*’ 


46. Sunbeam Furniture Corp. v. Sunbeam Corp., 191 F. 2d 141 (C.C.A. 9, 1951), 
41 TMR 818. Lower court’s decision at 88 F. Supp. 852 (1950). 

47. Derenberg, The Lanham Trade-Mark Act of 1946—Practical Effects and 
Experiences After One Year’s Administration, 38 TMR 831 at 832 (1948); the 
Sunkist case was the first case in which the Lanham Act was applied (‘‘Sunkist’’ on 
bread did not infringe ‘‘Sunkist’’ on fruits and vegetables). The case has been the 
subject of extensive criticism, Callmann op. cit. supra, note 5; note ‘‘Infringement 
Under the Trade-Mark Act of 1946,’’ 48 Col. L. Rev. 648 (1949); 17 Geo. Wash. 
L. Rev. 112 (1948); 26 N. C. L. Rev. 424 (1948). ‘‘It has been said that the moral 
to be drawn from the decision is that the courts, as well as lawyers, can disagree over 
the interpretation of the Lanham Act.’’ Middleton, Trends im the Judicial Interpreta- 
tion of the Lanham Act, 38 TMR 503 (1948). 
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Derenberg’s suggestion thus far has not been accepted by the 
Court of Customs and Patent Appeals. There have been at least 
three disappointing decisions in which the identical mark was 
registered over opposer’s protest for similar but not identical 
goods.** In the first case, ALLIGATOR was registered for a cigarette 
package over the opposition of the owner of aLLicaTor for rainwear, 
sportswear and similar articles. Judge O’Connell’s dissenting 
opinion is noteworthy. He reasoned that the majority opinion 
enunciates the novel doctrine that compared with the Act of 1905, 
the Act of 1946 provides a positive sanction for the complete 
appropriation of a long established mark and well known trade 
name provided the appropriated mark or trade name is applied 
by the applicant for registration to unrelated goods. He con- 
cludes by writing: ‘‘Perhaps, as some crusader and certain gov- 
ernment officials suggested in the halls of Congress . . . a company 
which had owned a trade-mark of world-wide reputation for forty 
or fifty years has had the mark long enough and should be re- 
quired now to share it with others who don’t have the money to 
advertise or market the same kind of goods under the same trade- 
mark. That concept was wholly rejected by Congreess—and the 
new Act must now be enforced by the courts as the provisions 
thereof were written and incorporated into the law.—However, 
appellant apparently must have recourse to the United States 
District Court in order to obtain relief.’’*® 


In the Cadet case, Judge O’Connell sought to protect the 
public as well as the owner of a mark long used prior to the use 


48. The Alligator Company v. Larus & Brothers, Inc., 196 F. 2d 532 (C.C.P.A. 
1952), 42 TMR 562; The Pep Boys, Manny, Moe & Jack vy. The Edwin P. Guth Com- 
pany, 197 F. 2d 527 (C.C.P.A. 1952), 42 TMR 758; Irma Hosiery Co. v. Schulman, 201 
F. 2d 891, 96 U. S. P. Q. 368 (C.C.P.A. 1953), 43 TMR 510; Eureka Williams Cor- 
poration v. Kres-Kno Oil Burner Manufacturing Co., Inc., 202 F. 2d 763; 97 U.8S.P.Q. 
138 (C.C.P.A. 1953), 483TMR 622. However, see United Drug Co. v. Mercirer Co., 182 
F. 2d 222 (C.C.P.A. 1950), 40 TMR 534; Aluwminators Corp. v. Vita-Var Corp., 183 F. 
2d 612; Eureka Williams Corp. v. Willoughby Mach. & Tool Co., 194 F. 2d 543 
(C.C.P.A. 1952), 42 TMR 423. Judge O’Connell had sounded a warning in his dissent 
in Nestles Milk Products, Inc. vy. Baker Importing Company, Inc., 182 F. 2d 193 at 
196 (C.C.P.A. 1950, 40 TMR 526, when he wrote: ‘‘The decision of the majority—has 
applied the rule of caveat emptor—let the buyer beware—to the sales of an every 
day household article.’’ Cf. F. T. C. v. Standard Education Society, 302 U. 8S. 112, 
116 (1937): ‘*‘The best element of business has long decided that honesty should 
govern competitive enterprises and that the rule of caveat emptor should not be relied 
upon to reward fraud and deception.’’ 

49. Id. at 537-539. For additional conflicting decisions see author’s discussion in 
The Right To Use And the Right To Register—The Trade-Mark Anomaly, 43 TMR 1, 
18 et seq. (1953). 
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by the applicant. But the majority decreed that caper should be 
registered for electric light fixtures over the opposition of the 
owner of ‘‘Cadet’’ for storage batteries. He took issue with the 
majority in the following forceful language: ‘‘The majority 
opinion discusses the point that the term ‘same descriptive prop- 
erties’ of section 5 of the Act of 1905 has been omitted from section 
2 of the Act of 1946. No authority has been cited, and there is 
none so far as I am aware, which holds that the omission was 
intended to relax and not to tighten or broaden the protection at 
home and abroad to be afforded a trade-mark previously owned 
and unabandoned.’’°° 


One of the most surprising decisions of the Court of Customs 
and Patent Appeals, in view of the added protection of the Lanham 
Act, is the recent opinion involving the mark o1-o-matic.*! The 
Court reversed its previous position in which it had protected 
the same mark.®? Judge O’Connell again dissented stating that 
‘‘the conclusion of the majority is clearly erroneous either under 
the standards of conduct prescribed by the Act of 1905 or the 
Lanham Act of 1946.’’°* Thus we have the registration cooL-o- 
MATIC and THERMOMATIC being denied because of the registration of 
oIL-o-MATIC under the Act of 1905 and Ppow-r-mMatTic and HOTOMATIC 
being registered over the opposition of the owner of o1-o-MaTIc 
under the Act of 1946. 


Judge O’Connell found support for his dissent in two cases.** 
In another he reiterated that ‘‘appellant should exercise its right 


50. Id. at 530. He cites the Johnson case and the report of the Senate Com- 
mittee, U. 8S. Code Congressional Service, 79th Congress, Second Session 1946, P. 1277. 

51. Eureka Williams Corp. v. Kres-Kno Ow Burner Co., 202 F. 2d 763, 97 
U.S.P.Q. 138 (C.C.P.A. 1953), 43 TMR 622. The marks involved were Pow-R-Matic 
(applicant) and Oil-O-Matic (opposer). 

52. Eureka Williams Corp. v. Willoughby Machine Tool Co., 194 F. 2d 543 
(C.C.P.A. 1952), 42 TMR 423. See note 31 supra. ‘‘Thermomatic’’ was denied regis- 
tration because of the prior registration of ‘‘Oil-O-Matic’’. The majority opinion was 
written by Judge O’Connell (Jackson and Garrett) with Johnson and Worley dissenting 
without an opinion. See also Cross v. Williams Oil-O-Matic Heating Corp., 48 F. 2d 
659 (C.C.P.A. 1931); and Williams v. McCorquodale — F. 2d — ; 98 U.S.P.Q. 138 
(C.C.P.A. 1953). 

53. Op. cit. supra, note 34 at page 139. The dissenting opinion cites Judge Hat- 
field’s opinion in The Bon Ami Co. v. McKesson & Robbins, 93 F. 2d 915 (C.C.P.A. 
1938), 28 TMR 87, which admonished against the piracy of registered trade-marks 
made valuable and outstanding by extensive advertising and long continued use. The 
eminent jurist also wrote: ‘‘The Supreme Court ‘for want of jurisdiction’ denies 
petitions for the writ of certiorari to review judgments of this court in matters 
relating to patents and trade-marks.’’ 

54. Judge Cole also dissented in Irma Hosiery Co. v. Schulman, 201 F. 2d 891, 
96 U.S8.P.Q. 368 (1953), 43 TMR 510, and Judge Worley dissented in Lever Bros. Co. 
v. Babson Bros. & Co., 197 F. 2d 531 (C.C.P.A. 1952), 42 TMR 847. 
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under the statute and present the issue de novo before such a 
tribunal (equity court)’’.°° What assurance would appellant have 
of receiving adequate protection in the equity courts? The quoted 
caption indicates that it may depend largely upon what tribunal 
or upon which members of said tribunal sit in judgment. In the 
Seventh Circuit relief and protection from infringement in a case 
involving different products would be denied under the doctrine 
of the Sunkist case;°* in the Ninth Circuit the outcome would be 
dependent upon which panel sat or which precedent was followed 
—the liberal view in the Safeway case*’ or the narrow view in 
the Sunbeam litigation.** A similar situation exists in the Second 
Circuit—would the particular panel before whom the question was 
presented adhere to the Johnson case*® or the Admiral case?® 


In view of the foregoing conflicting decisions it would appear 
that the Johnson opinion is a paradox. The principal ground upon 
which the plaintiff relied was the passage of the Lanham Act and 
the demonstrated inadequacy of the relief granted. The majority 
opinion admitted that confusion was likely,®! and that the new Act 
did ‘‘indeed put federal trade-mark law upon a new footing’’ and 


‘‘created rights uniform throughout the union.’’®? Yet relief was 
denied because policy forbade a literal reading of the statute, for 
to do so would give the first user of a mark a ‘‘wholly unjustified 
power to preempt new markets’’ and work ‘‘great hardship’’ on 
others. 


55. Brown-Brockmeyer Co. v. Westinghouse Electric Corp., 197 F. 2d 871 (C.C.P.A. 
1952), 42 TMR 748. 

56. California Fruit Growers Exchange v. Sunkist Baking Co., 166 F. 2d 971 
(C.C.A. 7, 1947), 38 TMR 188; cf. Jewel Tea Company v. Kraus, 187 F. 2d 278 
(C.C.A. 7, 1950), 41 TMR 134. 

57. Safeway Stores, Inc. v. Dunnell, 172 F. 2d 649 (C.C.A. 9, 1949), 39 TMR 116. 

58. Sunbeam Lighting Co. v. Sunbeam Corp., 183 F. 2d 969 (C.C.A. 9, 1950), 
40 TMR 968; Sunbeam Furniture Corp. v. Sunbeam Corp., 191 F. 2d 141 (C.C.A. 9, 
1951), 41 TMR 818. 

59. 8. C. Johnson & Son, Inc. v. Johnson, 175 F. 2d 176 (C.C.A. 2, 1949), 39 
TMR 557. This case was an attempt by plaintiff to broaden an earlier injunction, 116 
F. 2d 427 (C.C.A. 2, 1940) on the ground that the Lanham Act conferred broader 
rights to trade-mark owners. Cf. Brooks Bros. v. Brooks Clothing of California, 60 F. 
Supp. 442 (D.C.8.D. Calif. 1945), 35 TMR 99; aff’d in a Per Curiam decision, 158 
F. 2d 798 (C.C.A. 9, 1947). 

60. Admiral Corporation v. Penco, Inc., 203 F. 2d 517, 97 U.8.P.Q. 24 (C.C.A. 2, 
1953), 43 TMR 616. 

61. - cit supra note 59 at 176. 

62. Id. at 177 and 180. For comments %n the Johnson case see Derenberg, The 
Second Year of Administration of the Lanham Trade-Mark Act of 1946, 39 TMR 651 
at 660-661 (1949) ; 35 Corn. L. Q. 618 (1950) ; 34 Minn. L. Rev. 77 (1949); 23 So. Cal. 
L. Rev. 422 (1950); 98 Univ. Pa. L. Rev. 127 (1949); 35 Va. L. Rev. 797 (1949); 66 
Harv. L. Rev. 1094 at 1097. 
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Judge Clark, in a strong dissent, asserted that the court was 
imposing its policy views to deny effect to an obvious expression 
of congressional desire to expand protection. His cogent rea- 
soning is summarized as follows: 


‘‘The question seems to me therefore a vastly important one 
as to the relations of court and legislative; and I am indeed 
sorry that it is left with only a statement of the court’s policy 
views as full justification for the narrowing interpretation. 
.... As it stands, it must be assumed that the new legislation 
affords no relief, though all the allegations of the plaintiff 
be accepted in full.’’® 


The effect of the majority opinion was apparent in the deci- 
sion involving the trade-mark repErAL.** The same circuit speak- 
ing again through Judge Learned Hand denied the owner of 
FEDERAL for radio receivers an injunction against the use of 
the identical mark for television receivers on a finding that no 
actual confusion had taken place. The court took the position that 
the use of this identical mark by the television owner could affect 
the plaintiff only in two ways: (1) it might make it more difficult 
for the plaintiff to sell television sets; (2) plaintiff’s general repu- 
tation might be damaged, if defendant’s reputation was bad. The 
conclusion was reached that there was no evidence that use of 
the word FEDERAL would endanger the two interests. But isn’t 
likelthood of confusion the statutory and common law test? 


In an unanimous opinion® granting the owner of ADMIRAL 
for stoves and refrigerators an injunction against the use of 
ADMIRAL on sewing machines and vacuum cleaners Judge Clark 
stated : 


‘‘The controlling principle is now succinctly stated in statu- 
tory form as imitating use ‘likely to cause confusion or mis- 
take or to deceive purchasers as to the source of origin of such 
goods or services.’... It is not necessary to show actual cases 


63 Id. at 180. 

64. Federal Telephone & Radio Corp. v. Federal Television Corp., 180 F. 2d 250 
(C.C.A. 2, 1950), 40 TMR 219. The case did not arise under the Lanham Act. Cf. 
Colonial Radio Corp. v. Colonial Television Corp. (D.C.N.Y. 1948) 78 F. Supp. 546, 
38 TMR 770, where protection was granted ‘‘Colonial’’ on virtually identical parts. 
(The panel which decided the Federal case consisted of Judges L. Hand, Swan and 
Chase). 

65. Admiral Corp. v. Penco, Inc., 203 F. 2d 517, 97 U.S.P.Q. 24 (C.C.A. 2, 1953), 
43 TMR 616 
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of confusion, since the test is the likelihood of such con- 
fusion.’’® 


This was in accord with the rationale stated by the same panel of 
jurists in two previous cases.®’ The Miles case®* involved compe- 
tition between retailers of shoes and hosiery where the trade-mark 
included a distinguishing feature of a growing tree in addition 
to some combination of the word Gro (GROPALS and GRO-SHOE). 
In contrast to Judge Learned Hand’s emphasis on monopoly in 
the Federal case, Judge Augustus Hand based the decision on the 
absence of good faith: 


‘“Why it should have chosen a mark that had long been em- 
ployed by Macy and had become known to the trade instead 
of adopting some other means to identify its goods is hard 
to see unless there was a deliberate purpose to obtain some 
advantage from the trade which Macy had built up.’’® 


In the Pastificio Spiga case, involving a food product, the 
plaintiff had not entered into the manufacture of the particular 
product at all in this country. In reversing the trial court which 
held that there could be no unfair competition because plaintiff 
did not sell its product in this country, the Miles case was cited 
as authority for the fact that proof of actual instances of decep- 
tion is not necessary to establish a claim for unfair competition. 
The opinion went so far as to embrace the theory of right of 
expansion: 


‘‘Further competition based on selling in the same market 
is not necessary to establish a claim for unfair competition 
when . . . the plaintiff was prevented from competing in 
the same market by defendant, and the goods might well be 
thought to have originated with the plaintiff.’’”° 


It would appear that the stage was set for appropriate pro- 
tection to the established mark HypE PARK used on men’s cloth- 
ing when the identical mark was adopted for women’s clothing. 


66. Id. at 26. (Panel composed of Judges A. Hand, Chase and Clark). 

67. Miles Shoes v. R. H. Macy & Co., Inc., 199 F. 2d 602 (C.C.A. 2, 1952), 
42 TMR 911; Pastificio Spiga Societa, etc. v. De Martini Macarom, 200 F. 2d 325 
(C.C.A. 2, 1952), 43 TMR 104. 

68. Ibid. 

69. Id. at 603. The Seventeen case was cited as authority. See note 15. 

70. Op. Cit. supra at page 327. 
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The use of HYDE PARK on women’s clothing would certainly fore- 
stall and prevent the prior user of the name for male apparel 
from invading the field for feminine apparel. If likelihood of con- 
fusion of source is the test, is it less likely that Hype park for 
women’s dresses emanated from the same source as HYDE PARK 
men’s suits than that seEVENTEEN dresses were made by the pub- 
lishers of Seventeen magazine?! Or are items of apparel for the 
opposite sex more diverse than vacuum cleaners and refrigerators? 
When the script was reviewed by the critics both questions were 
answered in the affirmative.” 


The majority in the opinion had to distinguish the Miles case, 
the Admiral case, and the Spiga case. How can a valid distine- 
tion be made? The only possible answer is to ignore the express 
provisions and purpose of the Lanham Act and rely on the John- 
son and Federal cases. This the majority did with the following 
comment: ‘‘Our recent decisions in Miles Shoes, Inc. v. R. H. 
Macy & Co., Inc., and Pastificio Spiga Societa, etc. v. De Martin 
Macaroni Company are not concerned with goods in related fields; 
they cannot be regarded as in any respect inconsistent with the 


doctrine expounded in the Johnson and Federal cases.’’”*> It was 
contended that the Admiral case involved a different situation for 
there the court found intentional palming off and actual confusion. 


In his logical and lucid dissenting opinion Judge Clark main- 
tains the same position he took in his dissent in the Johnson case, 
and in writing the unanimous Admiral decision. He asserts that 
the court should accept the congressional mandate and particularly 
heed the ‘‘Basic Purposes’’ of the Act to ‘‘protect the public 
so it may be confident that, in purchasing a product bearing a 
particular trade-mark which it favorably knows, it will get the 
product which it asks for and wants to get.’’"* His opinion is so 
significant that the following quotation merits particular consid- 
eration: 


‘‘For after all, this problem concerns nationwide business 
and industry; . . . the test is the likelihood of confusion not 


71. See note 68 supra. 

72. Hyde Park Clothes, Inc. v. Hyde Park Fashions, Inc., 204 F. 2d 223; 97 
U. 8. P. Q. 246 (C.C.A. 2, 1953), 43 TMR 934 

73 Id. at 248. 

74. U. 8. Cong. Serv. 79th Cong. 2nd Sess. 1274 (1946). 
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the number of specific instances of customer mistake which 
can be piled up. When we approach the case from this stand- 
point I submit the answer cannot really be in doubt. For 
here we have the two competitors—the one with long estab- 
lished reputation, the other breaking in—manufacturing and 
selling in the same way in what seems to me the one industry, 
referred to in the opinion as ‘the garment trade’. . . I should 
take this decision for authority to sell any of the new and 
increasingly popular synthetic materials for summer and 
sport wear under the name of any of the older manufacturers 
of woolen suits.’’”® 


With the expansion of business and the widespread and preva- 
lent use of advertising in our economic life, the problem of trade- 
mark protection becomes increasingly important. Professor 
Chafee in a Book Review of ‘‘The Law of Unfair Competition 
and Trade-Marks’’ wrote: ‘‘ Almost every twentieth-century deci- 
sion by the United States Supreme Court in the field is likely to 
be significant because of its effect on the lower federal courts and 
because the court confines itself to particularly troublesome ques- 
tions.’’7® The federal appellate courts have failed to accomplish 


uniformity despite the express provisions of the 1946 law. The 
Supreme Court has not considered the question.”7 In view of the 
decisions, highlighted by the Hyde Park opinion, the trade-mark 
owner who must determine what protection he can expect”® is 


75. Op. cit. supra at 250-251. But see Rosenberg Bros. & Co. v. Elliott, 7 F. 2d 
962 (C.C.A. 3, 1925), 15 TMR 479; Blek Co. v. Mishawaka Rubber Co., 18 F. 2d 191 
(D. C. Cir. 1927), 17 TMR 137, 492; Long’s Hat Stores Corp. v. Long’s Clothes, 224 
App. Div. 497, 231 N. Y. 8. 107 (1928), 18 TMR 562; John Forsythe Co. v. Forsythe 
Shoe Corp., 259 N. Y. 248, 181 N. E. 467 (1952); Rice-Stiz Dry Goods Co. v. Indus- 
trial Undergarment Corp., 152 F. 2d 1011 (C.C.P.A. 1946). 

76. The author of the book is Rudolf Callmann. The review was published in 
61 Harv. L. Rev. 562, 567 (1948); See also Derenberg, Trade-Marks Ante Portas, 51 
Yale L. Rev. 829 (1943). 

77. The last Supreme Court case in point was Beech-Nut Packing Co. v. P. Loril- 
lard Co., 273 U. 8. 629 (1927), 17 TMR 159, where the issue was avoided because of 
laches. Judge Learned Hand wrote in 1928: ‘‘ Although it is quite true that the point 
is still open in the Supreme Court,’’ Yale Electric Corporation v. Robertson, 26 F. 2d 
972, 974 (C.C.A. 1928), 18 TMR 321; Judge Frank has expressed hope that the 
Supreme Court will settle the question of conflicting opinions of the Second Circuit 
and also conflicting opinions between the Second Circuit and other circuits. Triangle 
Publications v. Rohrlich, 167 F. 2d 969, 980 (C.C.A. 2, 1948), 38 TMR 516, 657; Judge 
Clark in Hyde Park case, op. cit. supra at 250: ‘‘. . . though obviously it cannot really 
be controlled until the Supreme Court decides to exercise its constitutional power in 
these premises (The court has already adverted to the general problem. Steele v. Bulova 
Watch Co., 344 U. 8. 280, 283).’’ (43 TMR 57). 

78. Mr. Justice Holmes stated in 1923: ‘‘It (trade-mark) deals with a delicate 
matter that may be of great value but that is easily destroyed, and therefore should 
be protected with corresponding care.’’ A. Bourjois & Co. v. Katzel, 260 U. 8. 689, 
692 (1923), 13 TMR 69; Sec. 8 of the Act (60 Stat. 431) specifies the duration of 
the registration and section 45(b) (60 Stat. 443) threatens the owner with cancella- 
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frustrated, and the public is beguiled. There is a great need for 
clarification, consistency and understandable reasoning on the part 
of the courts in administering the Lanham Act. 


IV. Conclusion. 


‘¢. . . the art of publicity is a black art; but it has come to 
stay; every year adds to its potency and to the finality of its 
judgments. The hand that rules the press, the radio, the 
screen, and the far spread magazine, rules the country; 
whether we like it or not, we must learn to accept it.’’7® 


The persons mostly responsible for the Lanham Act are bar 
association committees, trade-mark experts and business leaders. 
Trade-marks should be protected from parasites so that an incen- 
tive will be given to manufacturers to produce the best goods. 
Trade-marks originated for the purpose of distinguishing goods, 
and that is their only purpose today. Denial of protection to 


tion ‘‘. .. when any course of conduct of the registrant, including acts of omission as 
well as acts of commission, causes the mark to lose significance as an indication of 
origin.’’ The promise of protection in the Act, conditioned by vigilant self-protection, 
extended on one hand by the legislation should not be rendered illusory by judicial 
decisions on the other hand which make the fulfilment of the condition impossible.’’ 
Editorial note, Baker, The Monopoly Concept of Trade-Marks and Trade Names and 
‘“Free Ride’’ Theory of Unfair Competition, 17 Geo. Wash. L. Rev. 112, 122 (1948). 

The Hyde Park case, op. cit. supra, presents several questions that require answers: 

(1) The degree of protection to be afforded a valid mark—admittedly registered 
under the 1946 Act; 

(2) What law governs—state or federal? See Dad’s Root Beer Co. v. Doc’s 
Beverages, 193 F. 2d 77, 83 (C.C.A. 2, 1952), 42 TMR 37. Judge Swan speaking for 
the majority, wrote: ‘‘Judge Clark is of opinion that because of the Lanham Act 
federal law controls, but a majority of the court thinks that a decision as to which 
law should be applied, is unnecessary, since in our opinion the application of either 
federal or state law requires affirmance.’’ 

(3) Did the Lanham Act create a Federal law of Unfair Competition? Stauffer v. 
Exley, 184 Fed. 962, 965 (C.C.A. 9, 1950), 40 TMR 960; Chamberlain v. Colwmbia 
Pictures, 186 F. 2d 723 (C.C.A. 9, 1951); In Re Lyndale Farm, 186 F. 2d 723 (C.C.P.A. 
1951), 41 TMR 244; contra: Ross Products, Inc. v. Newman, 94 F. Supp. 566 
(S.D.N.Y. 1950), 41 TMR 161; Ronson Art Metal Works, Inc. v. Gibson Lighter Mfg. 
Co., 108 F. Supp. 755 (S.D.N.Y 1952), 43 TMR 190. See note, 64 Harv. L. Rev. 1209 
(1951). See also American Automobile Assn. (Inc.) v. Spiegel—F2d—; 98 U.S.P.Q. 1 
(C.C.A. 2, 1953). 

(4) Recognition of 3 Restatement, Torts, 715-740 (1938). Distinctiveness of the 
trade-mark is merely one factor to be considered in determining confusion. Other 
factors are (1) general likelihood that the goods of one will be mistaken for those of 
the other; (2) extent to which the goods are marketed through the same channels, (3) 
the relation in function between them, (4) length of time of use, (5) likelihood that 
the prior owner may expand his business, (6) the extent to which the goods have com- 
mon purchasers, (7) the degree of attention usually given to trade symbols in the 
purchase of goods and (8) the extent of the actor in adopting and using the mark. 
It is interesting to note that the Chapter (35) is entitled ‘‘Confusion of Source.’’ 

79. Judge Learned Hand in Proceedings in Memory of Mr. Justice Brandeis, 317 
U. S. XI, XV (1942); See also Judge Clark’s comments in Best v. Miller, op. cit. 
supra, at page 378: ‘‘. .. . however allergic we may be personally to the flamboyance 
of American advertising, I can see no escape from our duty to carry out the legis- 
lative intent.’’ 
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this function is sanction for a low grade form of fraud and 
encouragement for universal mediocrity. 


In protecting trade-marks the courts have relied on the follow- 
ing elements: recognition of a property right in the good will of 
the identification symbol; prevention of deception of the public; 
prevention of customer diversion; and the promotion of honesty 
and fair dealing.*® The restrictionists,*! on the other hand, advocate 
that the courts should exercise a restrictive attitude towards the 
claims of exclusive rights; that the public interest is better served 
when no one has an exclusive right in a trade-mark.** They over- 
look the theory that the protection of private claims serves the 
public interest by protecting the trade-mark owner, the dealer 
and the public from frauds of which all may be victims.** If every- 
one were given the right to use the same mark there could be no 
identification.*4 Without commercial identity there could be no 


80. Schechter was of the opinion that the mark should be protected for its 
value as a silent salesman, The Rational Basic of Trade-Mark Protection, 40 Harv. L. 
Rev. 813, 819 (1927); Fog & Fiction in Trade-Mark Protection, 33 Col. L. Rev. 60 
(1936). ef. Callmann, op. cit. supra note 31, 95 U. of Pa. L. Rev. 443 and Pattishall, op. 
cit. supra note 1, 50 Mich. L. Rev. 967, 42 TMR 588. 

81. This designation was created by Oppenheim, The Public Interest in Legal 
Protection of Industrial and Intellectual Property, 40 TMR 613, 614 (1950). 

82. Brown, Advertising and the Public Interest: Legal Protection of Trade 
Symbols, 57 Yale L. J. 1165 (1948); Borchardt, Are Trade-Marks an Anit-Trust 
Problem, 31 Geo. L. J. 245 (1943); Diggins, Trade-Marks and Restraints of Trade, 
32 Geo. L. J. 113 (1944); Timberg, Trade-Marks, Monopoly and the Restraint of Trade, 
14 Law & Contemp. Prob. 323 (1949); contra: Taggart, Trade-Marks: Monopoly or 
Competition? 43 Mich. L. Rev. 659 (1945); Mason, A Credo About Trade-Marks and 
Brands, 40 TMR 492 (1950); Greenberg, The Meaning of Trade-Marks, 39 TMR 7 
(1949). 

83. General Baking Co. v. Gorman, 3 F. 2d 891, 893 (C.C.A. 1, 1925), 15 TMR 
288; Florence Mfg. Co. v. J. C. Dowd Company, 178 Fed. 73, 75 (C.C.A. 2, 1910), 
6 TM Bull. 276; ‘‘The law has a three-fold object: First, to protect the honest trader 
in the business which fairly belongs to him; second, to punish the dishonest trader who 
is taking his competitor’s business away by unfair means; and third, to protect the 
publie from deception.’’ 

84. ‘*‘The suggestion has at times also been made that the doctrine does not 
apply to a mark which is not coined, and it is on this that the defendant relies. We 
do not agree. It it quite true that, just as a coined word is easier to protect than a 
word of common speech upon goods on which the owner has used it, so it is easier to 
prevent its use upon other kinds of goods. The proprietary connotation— secondary 
meaning ’—of a word of common speech is harder to create and easier to lose, and its 
fringe of penumbra does not usually extend so far as that of a coined word. But that 
is a matter of proof and of that alone; if the owner can in fact show that the fringe 
does extend to other goods there is no reason why his interest should not be recognized. 
His interest is exactly the same as though the mark were a coined word (his reputation 
and his chance to extend his sales); . ... It would therefore be wrong to make any 
absolute distinction between coined, and colloquial, names .. .’’ Landers, Frary & 
Clark v. Universal Cooler Corp., 85 F. 2d 46, 48 (C.C.A. 2, 1936), 26 TMR 591. 
Pattishall, op. cit. supra, at page 969, furnisnes the logical solution by referring to 
matters and the law as the law of trade identification and to trade-marks and trade 
names as commercial identification; at 983 he sums up: ‘‘ When it is understood that 
the protection which should be afforded in the law of commercial identification runs 
not to particular words, marks or designs but actually to an intangible right to main- 
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advertising; without advertising there could be no free press. 
Industries such as the press, radio and television could not exist 
without advertising, except under government subsidy. How would 
you like to live in a country where there would be no way of telling 
who made the articles you purchase? No store could be identified 
and no article traced to its manufacturer. This is what the para- 
site desires—a world where there is no pride of workmanship and 
no responsibility for production. The incentive would be to make 
cheap, poor goods and to get the most for the least. Unless brands 
are protected there will be no way to distinguish goods. 


The rights of the consumer would be prejudiced because he 
would be unable to select as he now can, even though his choice 
may be dictated by caprice, or by fashion or perhaps ignorance.*® 
The statement by the Supreme Court: ‘‘If consumers or dealers 
prefer to purchase a given article because it was made by a par- 
ticular manufacturer or class of manufacturers, they have a right 
to do so, and this right cannot be satisfied by imposing upon them 
an exactly similar article, or one equally as good, but having a 
different origin,’’** would become a nullity. 


It is generally accepted in this country that free competition 
is worth more to society than it costs.*7 We have always encour- 
aged the idea that one should be entitled to the fruits of his 
labors—to reap the harvest, be it good or bad, from the seeds he 
has sown. To maintain this concept of the American way of life 
the courts must protect the hard-earned and well established good 
will represented by trade symbols and penalize the unjust enrich- 
ment of those wso seek a free ride through their appropriation.*® 


tain one’s identity inviolate, it seems clear that consideration of monopolies akin to 
patents or copyrights has no place.’’ In referring to the ‘‘confusion of source’’ test 
and its application to non-competing goods one court applied the correct principle as 
follows: ‘‘They do not limit the application of the rule to fanciful names. They apply 
it to ordinary names when they have acquired secondary meaning.’’ Sunbeam Cor- 
poration v. Sunbeam Lighting Co., 83 F. Supp. 429, 430 (S. D. Calif. 1949); note 17 
Geo. Wash. L. Rev. 112, 122 (1948); 3 Stan. L. Rev. 177 (1950). 

85. F. T. C. v. Algoma Lumber Company, 291 U. 8S. 67, 78 (1933). 

86. F. T. C. v. Royal Milling Company, 288 U. S. 212, 216 (1932); Schechter, 
Trade-Marks and Regulation: The American Scene, 6 Ford. L. Rev. 190 (1937). 

87. Vegehahn v. Guntner, 167 Mass. 92, 44 N. E. 1077 (1896). 

88. ‘‘There is no particular reason why the purchasers of goods that are pro- 
tected by the inherent powers of a court of equity should not be given the same 
consideration as the purchasers of goods covered by these various legislation acts. Our 
system of economy is built upon a basis of free enterprise, free competition. You 
cannot have free enterprise and you cannot have free competition unless everybody 
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The problem confronting trade-mark owners, however, is how to 
accomplish this result. 


is playing the game by the same rules.’’ Coca-Cola Co. v. Belinsky, 57 F. Supp. 120, 
122 (D. C.E.D. Mich. 1944), 35 TMR 9. 











THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


A CRITICISM OF THE PRESTONETTES v. COTY DECISION 
By Raymond Underwood* 


The decision by the United States Supreme Court in Pres- 
tonettes v. Coty’ has stood as the law of the land for so many years 
that it may now seem to be foolhardy to criticize it. However, 
the legal principles there established are based on such poor 
reasoning that the decision should either be overruled or counter- 
acting legislation should be passed. 


The facts in that case involved Coty’s trade-marks L’orican 
and coty for perfume and face powder. It was established that 
the purchasing public identified those trade-marks with products 
of high quality and therefore considerable good will had been 
created toward the trade-marked products. Coty naturally wished 
to make sure that this good will would not be impaired. 


Coty became fearful of a loss in the trade-mark values when 
Prestonettes rebottled the perfume in small size bottles and used 
the powder in making a cake for compacts. Prestonettes applied 
the L’oricaANn and coty trade-marks to his products and Coty asked 
the courts to require Prestonettes to stop this on the ground of 
trade-mark infringement. 


When the case reached the Supreme Court, Justice Holmes 
delivered the opinion of the Court, and this was in 1924. He held 
that the District Court had been right in holding that Prestonettes 
could use the L’ortGAn and cory trade-marks on its labels if it was 
also stated that the repackaging was done by Prestonettes. He 
reversed the Court of Appeals which had held that Prestonettes 
should be enjoined from using the trade-marks in any manner on 
his repackaged or on his converted goods. 


Justice Holmes made an excellent start in his decision when 
he stated: 
(A) **The defendant of course by virtue of its ownership 


had a right to compound or change what it bought, to divide 
either the original or the modified product, and to sell it so 


* Patent Counsel, Sharp & Dohme Division, Merck & Co., Inc., member of the 
Philadelphia Bar, member of the District of Columbia Bar. 
1. 264 US 359, 44 S.Ct. 350. 
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divided. The plaintiff could not prevent or complain of its 
stating the nature of the component parts and the source 
from which they were derived if it did not use the trade-mark 
in doing so. For instance, the defendant could state that a 
certain percentage of its compound was made at a certain 
place in Paris, however well known as the plaintiff’s factory 
that place might be.”’ 


However, his sound reasoning had stopped when he sub- 
sequently said: 


(B) ‘*The existence of a trade-mark would have no bearing 
on the question. Then what new rights does the trade-mark 
confer? It does not confer a right to prohibit the use of the 
word or words. It is not a copyright.’’ 


Justice Holmes could see no reason why the trade-marks 
should not be used collaterally, not to indicate the goods, he said, 
but to say that the trade-marked product was a constituent in 
the article now offered as new and changed. Consequently, he 
thought it was not a trade-mark violation if Prestonettes put on 
its rebottled perfume: 


‘*Prestonettes, Inc., not connected with Coty, states that 
the contents are Coty’s L’oricaAn perfume independently 
rebottled in New York.’’ 


The compacts made from Coty powder were to be labelled: 


‘*Prestonettes, Inc., not connected with Coty, states that the 
compact of face powder was independently compounded by 
it from Coty’s L’orIGAN loose powder and its own binder. Loose 
powder .... percent. Binder .... percent.’’ 


The District Court and Justice Holmes thought that the 
trade-mark rights were sufficiently safeguarded in additionally 
requiring ‘‘every word to be in letters of the same size, color, 
type and general distinctiveness.’’ Since that decision, many 
trade-mark proprietors have felt that they have exhausted their 
rights of exclusive ownership of their own trade-marks when they 
have required a repackager of their goods to label the converted 
products in accordance with the above quotations. 


It is high time that the errors of Justice Holmes’ decisions 
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are realized and their unfortunate effects are corrected. The 
decision by the Circuit Court of Appeals of the Second Circuit? 
is much more sound in its reasoning. The Court of Appeals made 
it quite clear that it condemned any use of a trade-mark by a 
repackager of new goods. It was thought that anyone reselling 
trade-marked goods as new goods could use the trade-mark only 
if the goods were in the original packages and had not been 
tampered with. 


This present problem is not concerned with second hand or 
used goods. In those instances the purchaser is presumably always 
aware of the fact that the goods are not new and that he is re- 
ceiving them either directly from or in a chain from the original 
purchaser and user. For example, a person buying a used Singer 
sewing machine, a used Philco radio, or a used Chevrolet auto- 
mobile, is or should be well aware of the fact that he is not 
receiving these goods as the first hand purchaser. He knows 
that they are not new and consequently he does not judge their new 
qualities from the properties of the used product. 


Many cases have been decided with respect to trade-marks as 
involved in the purchase of such used goods. In those cases it is 
generally pointed out that the trade-mark may still remain affixed 
to the article because it truly indicates the make of the article. 
Justification for refusing to require the eradication of the trade- 
mark is founded upon the fact that the purchaser must necessarily 
be well aware of the fact that he was buying second hand equip- 
ment and that the trade-mark merely tells the truth as to the 
origin of the product. 


In the Champion Spark Plug case,’ the United States Supreme 
Court held that the name cHAampPpion might remain affixed on the 
spark plugs even though they had been reconditioned by a second 
hand dealer. Here again it was emphasized that the purchaser 
must of necessity be well aware of the fact that he was buying 
used equipment, as the decree required that the plugs be marked 
as used or repaired. The purchaser could not be deceived into 

2. 285 F. 501. 
3. 73 USPQ 133, 37 TMR 323. The Court stated: ‘‘We are dealing here with 


second hand goods. The spark plugs, though used, are nevertheless Champion plugs and 
not those of another make.’’ 
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the belief that he was obtaining an original product and he would 
not conclude that the properties of this used plug were repre- 
sentative of the properties of the plug when it was new. 


The present situation is not concerned with used goods, but 
on the contrary, is concerned with the resale of goods which have 
not been used by any other consumer. The Coty perfume and 
powder are excellent examples of goods resold as being of new 
quality. Other examples are a salve or an ointment or a lotion 
which, by their very nature, can be used only once. It is here 
possible for the purchaser of the material from the trade-mark 
proprietor to convert it to some other form either by merely re- 
packaging it in a smaller size, or by adding an additional in- 
gredient to it to alter the material. The purchaser quite easily 
concludes that since the ointment, for example, could not possibly 
have been previously used by another, no alteration in the quality 
or character of the product could have occurred. 


In such situations there should be a legal requirement that 
the converter be prevented from employing the trade name of the 
proprietor unless the express permission of the proprietor has 
been obtained. Or, the converter could be permitted to name the 
company from which the goods were purchased without being per- 
mitted to identify his repackaged goods by its original trade-mark. 


The quoted excerpt from Justice Holmes’ decision, identified 
above as (A), is entirely sound. It recognizes the fundamental fact 
that a trade-mark does more than merely identify the source of 
the material. It recognizes that one of the functions of the trade- 
mark is to identify the material as coming up to a constant and 
reliable standard. Thus, when one purchases a trade-marked per- 
fume, powder, ointment, lotion, etc., it is largely because as a 
purchaser he knows that this particular brand meets with a stand- 
ard which brings about his preference for it. 


In the older classical sense, a trade-mark carried with it a 
good will for the company which originally produced the package.* 
But the trade-mark carries with it as well a good will for the 


4. Hanover Star Milling Co. v. Metcalf, 240 U.S. 403. ‘‘The primary and proper 
function of a trade-mark is to identify the origin or ownership of the article to which 
it is affixed.’’ 
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product itself, This has been well recognized in a number of cases, 
such as that of Ralston Purina Co. v. Saniwax Paper Co., 26 F2d, 
941. In that case the court stated: 









‘*But it is not essential to property in a trade-mark that it 
should indicate any particular person as the maker of the 
article to which it is attached; it may represent to the pur- 
chaser the quality of the things offered for sale, and in that 
case is of value to any person interested in putting the com- 
modity, to which it is applied, upon the market, and he is 
entitled to protection in its use.”’ 












However, there is no reason for limiting the good will asso- 
ciated with a trade-mark to the consumer who makes repeated pur- 
chases of the same product by asking for it under its trade-mark. 
It is in this narrow sense that Justice Holmes no doubt made his 
decision in the case of Prestonettes v. Coty. He overlooked the 
fundamentally important fact that a new consumer of a trade- 
marked item cannot make his purchase on the basis of his past 
use of the material, but must frequently make his purchase on 
the basis of a recommendation from a friend or from an advertise- 
ment which he has observed, or may buy it by chance. In the 
purchase of all trade-marked materials, it must be borne in mind 
that every day some consumer may be using the material for the 
first time. 














It is easy to picture the situation, therefore, in which a 
trade-marked perfume is recommended to a prospective purchaser 

“who has never used it. Or, the prospective purchaser may have 
for the first time learned about the existence of this perfume 
from some advertisement. Being either unwilling or unable to 
make the large expenditure for an original package put out by 
the proprietor, the purchaser could well decide to obtain a small 
sample of it by purchasing the small size repackaged product. 











It is entirely conceivable that, as a part of the subdivision 
carried on by the repackager, the high quality of the perfume has 
been lost. The very act of subdividing could have resulted in 
the loss of one of the essential volatile perfume oils, or some 
contaminant could have gotten into the perfume which radically 
altered its appearance or odor. Under these conditions the con- 
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sumer would no doubt decide that he had been either oversold by 
the advertising or by his friend, and conclude that the particular 
brand is unsatisfactory for further purchase. 


This could occur in inany situations. For example, a manu- 
facturer could buy a well known brand of tooth paste or an oint- 
ment, or a lotion and subdivide it with the idea of reselling it 
in smaller packages under a label mentioning the original trade- 
mark, and stating that it had been repackaged. Here again, the 
consumer who buys this converted material could well conclude 
that the unsatisfatcory character of the material he bought is 
directly due to the inferior product of the original proprietor. He 
could be expected to overlook or pay little attention to the re- 
packaging notice. 


From these situations it is apparent that a trade-mark does 
more than merely function as a means of maintaining the interest 
of a regular customer. It is true that a person who has repeatedly 
used the same trade-marked brand of an item in its original 
package, will again ask for it by name in the expectation that he 
will receive the same uniform product to which he has become 
accustomed. However, we must not overlook the important and 


frequently occurring situations in which a consumer initially 
buys a trade-marked item for the purpose of sampling it to make 
a decision whether he will continue to buy it. 


The Supreme Court could well have affirmed the decision of 
the Court of Appeals on the basis of the reasoning in the quotation 
identified as excerpt (A) above. Prestonettes could even have 
been permitted to state that he purchased his perfume and his 
powder from Coty. Unfortunately, Justice Holmes in effect con- 
tradicted himself in stating in the excerpt (B) above, that the 
existence of the trade-mark would make no difference. He reasoned 
that since a trade-mark is not a copyright, it does not confer a 
right to prohibit the use of the trade-mark in a subsequent sale. 


This kind of reasoning begs the question. A correct view of 
the function of a trade-mark makes it clear that a trade-mark 
right should not always be lost with the sale of the product. 
Whether it is or is not like a copyright has nothing to do with 
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the proprietor’s right to the exclusive use of his own trade-mark 
on his own products when sold as new material and not as second 
hand goods. The proprietor’s exclusive right to the use of his 
trade-marks on new products which can be used only once by a 
consumer, should not terminate with his sale of the goods. 


The unfortunate effects of the Prestonettes v. Coty decision 
are apparent from the examination of some of the cases which 
have followed the decision. The case of Forstmann Woolen Co. 
v. J. W. Mays, Inc., 85 USPQ 200, 40 TMR 433, involves the resale 
of Forstmann woolens which had been acquired as government 
surplus. The advertisement alleged that the coats of this material 
were the same as those made from genuine Forstmann woolens. 
The court held that this was a proper use of the Forstmann trade- 
mark for the reason that the advertisement merely stated a true 
fact. 


It is submitted that it would have been much better for the 
court to have held that this was a misuse of the Forstmann trade- 
mark unless the proprietor of the trade-mark had granted his 
permission to the use of his mark. In this situation it is evident 
that the woolens could have deteriorated while under government 
ownership to the extent that they did not truly represent the 
original product put out by Forstmann. A purchaser of the coats 
did not believe that he was obtaining second hand material, as 
the coats were undoubtedly not sold as used goods but were sold 
as being made of first hand material. A new consumer, unfamiliar 
with the quality of the Forstmann woolen goods but being familiar 
with the brand name, could well have bought a coat thinking that 
he could then judge the quality of the material. As the material 
could have lost much of its original value during the government 
ownership, the consumer could easily decide that Forstmann 
woolens are of inferior quality and decide that no purchases in 
the future would be made of goods of this material. 


Even from the view point that good will on the part of the 
purchaser may already have existed toward the Forstmann trade- 
mark, the Forstmann v. Mays decision cannot be supported. It 
is entirely conceivable that the consumer had a favorable attitude 
toward the Forstmann quality on the basis of occasional past 
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purchases of the material. The buyer of government goods with 
the Forstmann trade-mark affixed would believe that the quality 
of Forstmann goods had slipped if these unused goods were in 
fact of deteriorated quality. The purchaser may not consider that 
the goods had deteriorated since they left the manufacturer inas- 
much as there would be nothing to indicate to him that they were 
second hand in the usual sense of having previously been worn. 
The good will which the consumer formerly had toward the manu- 
facturer and for the goods would be lost because of the unfortunate 
application of the trade-mark to goods over which the manu- 
facturer had lost control. 


There have been some decisions which have courageously de- 
parted from the holding of the Prestonettes v. Coty case. They have 
correctly viewed the trade-mark as the property of the original 
manufacturer to the extent that mere purchase of the goods 
bearing the trade-mark does not also carry with it the purchase 
of the right to reuse the trade-mark in the resale of the product. 
In the case of Vick Chemical Company v. Strohmeier, 39 F 2d, 89, 
Strohmeier bought vick’s vapo rus and put it into cough drops 
which were sold under the trade-mark wonvER prop. The packages 
contained the words ‘‘Medicated with Vick’s Vapo Rub’’. The 
court enjoined the defendant from the use of the words vick’s 
VAPO RUB. 


The court there recognized that a person might be unfamiliar 
with vick’s vapo ruB other than his recollection that he had heard 
of it before. The purchaser may have not built up any good will 
in his mind toward vick’s vapo RuB on the basis of any prior use 
of the material. Consequently, in purchasing the wonpER DROPS 
containing this material, he could well decide that he would never 
be a purchaser of vick’s vapo ruB because of the unsatisfactory 
nature of the wonpER props to him. 


Here then is an example of conversion of a trade-marked 
product to the extent that the true quality or identity of the 
original trade-marked material had been lost. The consumer 
could not be expected to necessarily conclude that any unsatis- 
factory properties of the wonDER pRops was due to the act of the 
converter and not due to the original quality of the vapo rus. 
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‘‘ Another case similar to the Vick Chemical Company v. 
Strohmeier case is that of R. B. Semler, Inc. v. Kirk, 37 USPQ 
188, 28 TMR 81. The defendant in that case was buying the 
plaintiff’s hair tonic KREML which was sold by the plaintiff 
in 16 ounce bottles only. The defendant transferred this 16 
ounces to his own 16 ounce bottles having the Kremt trade- 
mark thereon. In addition, the defendant attempted to divide 
the contents of one of the plaintiff’s 16 ounce bottles into 
two 8 ounce bottles. However, in doing the latter, it appears 
that in many instances the defendant was not able to maintain 
in each 8 ounce bottle the original proportions of the two 
liquids of which the product is composed. 


The court held that it was proper for the defendant to use 
the trade-mark kKREML upon his rebottling of the full 16 ounces 
if the label stated that it was rebottled by the defendant and if 
the letters were of the same size, color, etc. as the lettering of 
the other words of the inscription. In this respect this court 
followed the Prestonettes v. Coty decision. 


The case of Bourjois, Inc. v. Hermida Laboratories, Inc., 42 
USPQ 402, 29 TMR 464 is of particular interest because the facts 
so closely follow those of Prestonettes v. Coty. In this Bourjois 
case the defendant purchased the plaintiff’s packages and divided 
its contents into smaller and cheaper boxes. The defendant stated 
on his labels: ‘‘Bourjois Evening in Paris Face Powder, Re- 
packed by Hermida Laboratories Wholly Independent of Bour- 
jois’’. The plaintiff thought that this wording should be reversed 
so that the label would read: ‘‘Hermida Laboratories, Inc., not 
connected with Bourjois, Inc., states that the contents are Bour- 
jois’ Evening in Paris Face Powder, independently repacked 
by Hermida Laboratories, Inc., at Linden, New Jersey, without 
the authority or consent of Bourjois which assumes no responsi- 
bility for the contents’’. 


The court thought that this was a proper request by the 
plaintiff. The court arrived at this view point because this re- 
wording of the label followed the approved label in the Pres- 
tonettes v. Coty case. 


It is interesting to note that although the court in the Bour- 
jois case felt that it was bound by the Prestonettes v. Coty decision, 
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that decision could apparently be criticized. In this respect the 
decision stated of the Prestonettes decision: 


**In that case Mr. Justice Holmes lent the prestige of his 
great name to a doctrine that does not appeal very greatly 
to the sense of fairness of the ordinary man and that has 
been critically analyzed by experts in the field, .. .’’ 


However, the court went further in holding that, ‘‘ The defend- 
ant was not entitled to use the word krEML even to describe the 
origin of the rebottled product contained in such of his bottles as 
are of smaller capacity than those in which the product was con- 
tained when it was purchased by the defendant.’’ In support of 
this latter holding the court observed that the defendant’s 8 ounce 
bottles resulted in such a change in the composition as to no longer 
be in fact plaintiff’s kremu. The court here agreed with plaintiff’s 
contention that the value of its product kremu lay not only in its 
ingredients, but also in the proportions in which they are intro- 
duced into the product. 


It may be surmised that if the court in the Semler v. Kirk case 
had not found itself bound by the decision of Prestonettes v. Coty, 
it would have held that even the transfer of the entire 16 ounces 
to a new bottle by the defendant involved such a likelihood of 
changing the essential composition of KreML as to make it illegal 
for the defendant to use the trade-mark Kremt on his labels. 


In the case of Bayer Co. v. Sumner Printing Co., 7 F. Supp. 
740, the court may have had the Prestonettes v. Coty case in mind. 
In that case the defendant purchased the plaintiff’s larger pack- 
ages of aspirin tablets and placed two tablets in an envelope. The 
defendant then attached to the envelope a card which in its major 
appearances looked like a Bayer label. A band across the package 
stated in small printing the facts of defendant’s repackaging. In 
holding that this constituted an infringement of plaintiff’s trade- 
mark and constituted unfair competition, the court stated: 


‘¢Plaintiff is not required to submit to a new and wider 
use of its product by a merchandising practice which tends to 
confuse or deceive the public and which will impair or preju- 
dice its regular sales under its trade-mark and standard dis- 
play, and in its original packages. The defendants do market 
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the product of the plaintiff so as to give the impression to the 
public that the plaintiff sponsers the defendant’s sale in pack- 
ages of two, whereas no such method has been in use by the 
plaintiff.’’ 


If the defendant had in fact not used small printing in the 
statement of his repackaging but had used letters of the same size 
and style as was present in the other printing, the court might have 
decided that the defendant’s repackaging practice was legal. This 
case, therefore, does not deny the need for a law definitely holding 
that no repackaging may be done employing the proprietor’s trade- 
mark unless the trade-mark proprietor’s consent has been obtained. 


Nor can it be expected that every consumer of a package of 
a reconverted product will observe that it has been repackaged. 
In the case of Prestonettes v. Coty it could well be that a consumer 
would fail to read the words on the label which call attention to the 
fact that repackaging has taken place. The courts recognize that 
many purchasers are casual in their buying and buy the material 
from a scant observation of the trade name alone without reading 
all of the words which would make it clear that some intervening 
manufacture has taken place. 


Had Justice Holmes affirmed the excellent decision of the 
Court of Appeals, the law would not be in its present confused and 
unsatisfactory state. The Court of Appeals correctly regarded a 
trade-mark as having a continuing and an undying association 
with the product and with its proprietor. Long after the original 
sale, the trade-mark remains identified with the particular goods 
as distinguished from goods of the same class made by others. 
This is inherently found in the following statements from the 
decision by the Court of Appeals.® 


‘When a manufacturer sells an article identified by his 
name, he gives no implied permission to anybody to do any- 
thing to that article which may change or injure its quality 
and still identify it by his name, and any such act is a trespass 
which alone is a sufficient foundation for an injunction. If the 
plaintiff must allow anybody who buys his perfumes in the 
original bottles or containers in which he has put them with 


5. 285 F 501, 512, 513. 
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his label upon them to rebottle them or place them in different 
containers and sell them as the plaintiff’s product, it is evi- 
dent that he is at everybody’s mercy, and, to protect himself, 
would be under the necessity of employing a staff of detectives 
and chemists to prevent persons, over whom he is without 
authority and without right of supervision, from injuring and 
adulterating the products with which his name is coupled. 
That irreparable injury might result from permitting the 
defendant, and, if the defendant, then others, to do what he 
has done and is doing, is, we think, plainly evident.’’ 


‘The plaintiff’s name upon the original bottles of his per- 
fume and upon the original packages of his toilet powders is 
a guaranty of quality and a means of distinguishing them 
from any other. Neither the plaintiff nor would-be purchasers 
of his can be adequately protected if any dealer can take them 
out of the container and rebottle or repack them in a different 
container and sell them as the plaintiff’s product. To hold 
otherwise is to open the door to imposition and fraud, and to 
practices difficult to detect, and it would impair seriously the 
value of the trade-mark.”’ 


This case, therefore, recognizes the fundamental thesis that 
a trade-mark is a means of identification of a particular kind of 
goods which have met the standard of the proprietor of the trade- 
mark. If the goods are to be sold as new goods and which are not 
second hand in their nature, the proprietor should be privileged to 
police the trade-mark to the consumer. He should be permitted 
by law to follow the prepared product through its subsequent sales 
to make certain that if any conversion has occurred, he can refuse 
to give his permission to the use of his trade-mark with the con- 
verted goods.® 


During the hearings which led to the Trade Mark Act of 1946, 
the question of incorporating a provision which would prevent the 
use of a trade-mark upon repackaged or converted goods came up 


6. See Ingersoll v. Doyle, 247 F 620. Doyle bought new Ingersoll watches and 
after putting on luminescent dials, sold them as new Ingersoll watches. The Court 
enjoined Doyle’s use of the Ingersoll trade-mark, stating: 


‘*T consider it clear that no attempt to justify the defendants’ doings above 
referred to could succeed. In effect, they are sales of watches under representations 
that the watches sold are made and guaranteed by the plaintiffs. But such repre- 
sentations are untrue. An Ingersoll watch of either grade referred to, or of any 
grade, after the defendants additions thereto or alterations therein have been made, 
is no longer what its makers offer to the public as a guaranteed Ingersoll watch; 
it has become a new construction.’’ 
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for discussion. Unfortunately this provision was eliminated dur- 
ing its initial considerations and it would appear that the situations 
behind it were never made fully clear to the Congressional Com- 
mittee. The provision read as follows, and reference to it may be 
found in the Record of Hearings before the Subcommittee of the 
Committee on Patents, U. S. Senate, 78th Congress—2nd Session, 
Nov. 15 and 16, 1944. 


‘*Tf goods bearing a registered mark have been put on the 
market by or with the authority of the registrant of a regis- 
tered mark, or in any package or other container bearing said 
mark, and a notice that the goods may be resold only unaltered 
or unrenovated or in the original package or container and 
said goods or any part thereof have, without the authority of 
the registrant, been transferred to another package or con- 
tainer or been in any way altered or renovated, any person 
who shall, in commerce, make any use of or refer to said reg- 
istered mark upon or in connection with the sale or advertising 
of such transferred or altered or renovated goods, shall be 
liable to a civil action by the registrant for any or all of the 
remedies hereinafter provided.’’ 


Serious consideration should again be given to the inclusion 
of this or a like provision in the Trade-Mark Law. It would have 
the important benefit of safeguarding the exclusiveness of trade- 
mark rights to the proprietor in those situations in which the ma- 
terial presumably reaches the consumer in first hand condition, 
but in which an actual conversion has taken place. 
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NOTES FROM THE PATENT OFFICE 
Further Comments on Sec. 8 and Sec. 15 Affidavits 
By Katharine |. Hancock* 


Substitute affidavits under Sec. 15 of the Trade-Mark Act of 
1946 are sometimes submitted by applicants after the Patent 
Office has called attention to an inaccuracy or inconsistency. Since 
the Patent Office makes no requirement for correction, there is 
no time limit on the filing of such affidavits. It is suggested, how- 
ever, that when applicants do wish to file substitute See. 15 affi- 
davits, they do so as promptly as possible after notification from 
the Office. Prompt filing will greatly assist the efficient processing 
of affidavits by the Office. Promptness is especially desirable in 
connection with combined Sec. 8 and See. 15 affidavits in which 
the Sec. 8 portion of the affidavit is acceptable. 


See. 8 of the Trade-Mark Act of 1946 makes no specific pro- 
vision for naming the goods in the affidavit. The provisions of 
the Section are concerned with the mark in the registration, rather 
than with any particular goods on which the mark may be in use. 
Insofar as the statute has been construed, there is an inference 
that the allegation of continued use of the mark applies to the 
registration as a whole, and therefore to all the goods stated in 
the registration. When goods are named in the affidavit (either 
correctly or incorrectly with relation to the goods in the registra- 
tion), it is regarded as surplusage by the Office, and is not a basis 
for invalidating the affidavit or for cancelling the registration. As 
a result, the Office probably would not accept more than one 
affidavit under Sec. 8 as to a single registration—that is, one 
affidavit for only part of the goods, and a later affidavit for other 
goods in the same registration. 


Sec. 15, on the other hand, specifically requires that the af- 
fidavit thereunder state the names of the items of goods in the 
registration as issued on the Principal Register of the Trade- 
Mark Act of 1946, or in the registration as republished under Sec. 
12(c) of the Trade-Mark Act of 1946, in connection with which 
the mark has been continuously used in commerce for the required 


* Trade-Mark Examiner, U. S. Patent Office; Member of District of Columbia Bar. 
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time. There would appear to be no objection to filing more than 
one affidavit under See. 15, each on different goods in the same 
registration. The affidavits would merely be placed in the file 
as a matter of record, since nothing in Sec. 15 prevents it, and 
the Patent Office is not authorized to examine the merits of Sec. 
15 affidavits. 


Sec. 8 requires a statement in the affidavit that the mark is 
still in use, but does not specify that the use must be of any par- 
ticular type. It does not require a showing of use in commerce. 
However, although the question has not yet been adjudicated, it 
would appear that the type of use contemplated in Sec. 8 is use 
which would give rise to a common law trade-mark right. Such 
use would be use within the territorial limits of the United States 
or between the United States and foreign countries. As a result, 
it would seem that a registrant’s use which is limited to foreign 
countries is not sufficient to qualify a mark under Sec. 8, unless 
nonuse is justified by special circumstances. Therefore, when a 
mark is used only in foreign countries, that fact should be set 
forth in the affidavit, as well as a statement of circumstances ade- 
quate to excuse nonuse. 


See. 15 specifically requires a statement in the affidavit that 
the mark is still in use in commerce. This applies to foreign as 
well as domestic registrants. Although a registration which is 
based on a foreign registration does not originally have to specify 
use of the mark in commerce, the mark does have to be used in 
commerce in order to obtain the benefits of incontestability under 
See. 15. 


No amendments may be made in either Sec. 8 or Sec. 15 af- 
fidavits. Corrections may only be made by way of substitute or 
supplemental affidavits. A supplemental affidavit which refers to 
only one portion of the original affidavit, may be read in connec- 
tion with, and thereby function to correct, the original affidavit. 


Whether an amendment or correction of a Sec. 8 affidavit can 
be accepted after the expiration of the sixth year depends upon 
the nature of the correction. An affidavit which is acceptable in 
all essential features must be filed before the expiration of the 
sixth year, but corrections which do not affect the merit of the 
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required allegations, such as failure to file a power of attorney, 
or a typographical error which is obviously corrected by refer- 
ence to the record itself, may be made after the expiration of 
the time limit. 


Appeal may be taken to the court from any final action of the 
Commissioner in connection with Sec. 8 affidavits, under Sec. 20 
of the 1946 Trade-Mark Act and Trade-Mark Rule 26. The taking 
of an appeal does not affect the time for filing an acceptable affi- 
davit. The affidavit whose sufficiency is being determined by ap- 
peal, is effective, if at all, as of the date it is originally filed. 
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time. There would appear to be no objection to filing more than 
one affidavit under See. 15, each on different goods in the same 
registration. The affidavits would merely be placed in the file 
as a matter of record, since nothing in See. 15 prevents it, and 
the Patent Office is not authorized to examine the merits of Sec. 
15 affidavits. 


See. 8 requires a statement in the affidavit that the mark is 
still in use, but does not specify that the use must be of any par- 
ticular type. It does not require a showing of use in commerce. 
However, although the question has not yet been adjudicated, it 
would appear that the type of use contemplated in Sec. 8 is use 
which would give rise to a common law trade-mark right. Such 
use would be use within the territorial limits of the United States 
or between the United States and foreign countries. As a result, 
it would seem that a registrant’s use which is limited to foreign 
countries is not sufficient to qualify a mark under Sec. 8, unless 
nonuse is justified by special circumstances. Therefore, when a 
mark is used only in foreign countries, that fact should be set 
forth in the affidavit, as well as a statement of circumstances ade- 
quate to excuse nonuse. 


See. 15 specifically requires a statement in the affidavit that 
the mark is still in use in commerce. This applies to foreign as 
well as domestic registrants. Although a registration which is 
based on a foreign registration does not originally have to specify 
use of the mark in commerce, the mark does have to be used in 
commerce in order to obtain the benefits of incontestability under 
See. 15. 


No amendments may be made in either Sec. 8 or Sec. 15 af- 
fidavits. Corrections may only be made by way of substitute or 
supplemental affidavits. A supplemental affidavit which refers to 
only one portion of the original affidavit, may be read in connec- 
tion with, and thereby function to correct, the original affidavit. 


Whether an amendment or correction of a See. 8 affidavit can 
be accepted after the expiration of the sixth year depends upon 
the nature of the correction. An affidavit which is acceptable in 
all essential features must be filed before the expiration of the 
sixth year, but corrections which do not affect the merit of the 
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required allegations, such as failure to file a power of attorney, 
or a typographical error which is obviously corrected by refer- 
ence to the record itself, may be made after the expiration of 
the time limit. 


Appeal may be taken to the court from any final action of the 
Commissioner in connection with Sec. 8 affidavits, under Sec. 20 
of the 1946 Trade-Mark Act and Trade-Mark Rule 26. The taking 
of an appeal does not affect the time for filing an acceptable affi- 
davit. The affidavit whose sufficiency is being determined by ap- 
peal, is effective, if at all, as of the date it is originally filed. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 
Denmark 


Registration of Trade-Marks 
By Royal Decree dated September 17, 1953, it is no longer 
required for a national of the United States to base a trade-mark 
application in Denmark upon a correspondence home registrations. 


Dutch New Guinea 


Registration of Trade-Marks 


Supplementing our previous note (43 TMR 53) it should be 
noted that although trade-marks registered in the Dutch East 
Indies prior to December 27, 1949 are considered valid, until their 
expiration, in both Indonesia and Dutch New Guinea the old Trade 
Mark Registers are available only in Djakarta, Indonesia. Conse- 
quently, in order to obtain full trade-mark protection in Dutch 
New Guinea in respect of a mark formerly registered in Dutch 
East Indies it is advisable to obtain a certified copy of the Dutch 
East Indies registration from Djakarta and file it at the Bureau 
for Industrial Property at Hollandia, Dutch New Guinea. It will 
be appreciated that without such deposit the Bureau in Dutch New 
Guinea is unable to cite against new applications prior registra- 
tions of possibly similar marks. 


France 
Surname Registrations 

Compagnie Francaise des Parfums d’Orsay v. Societe d’ Ange 
d’Orsay (Cour de Paris, January 5,1953). Plaintiff d’Orsay Com- 
pany had long used the trade-mark p’orsay to distinguish its prod- 
ucts. Plaintiff had obtained several trade-mark registrations on 
p’orsAy and variations thereof, the first of these dating back to 
1926 and covering the word p’orsay per se. Defendant Mme. d’Ange 
d’Orsay registered in 1936 the trade-mark p’aNGE p’orsay for 
beauty and perfumery products. Defendant Mme. d’Ange d’Orsay 
did not, however, make use of the trade-mark p’aNnGE pD’orsay until 
the latter part of 1942. In October, 1942, defendant company 
Societe d’Ange d’Orsay was organized, the organizers being de- 





i 


MA Di gett ARR ROP MEME i SRT 


Vol. 43 T. M. R. NOTES FROM OTHER NATIONS 1037 


fendant Mme. d’Ange d’Orsay and four others. In the Charter 
of Incorporation, defendant Mme. d’Ange d’Orsay was iden- 
tified as being ‘‘without profession.’’ Defendant Mme. d’Ange 
d’Orsay’s contribution to the Societe d’Ange d’Orsay consisted of 
the trade-mark registration of p’ANGE D’orsAy obtained six years 
earlier. The evidence disclosed that the sole purpose of the organ- 
ization was the exploitation in the perfumery business of the 
trade-mark p’ANGE b’orsAy. Marketing of perfumery products 
bearing the trade-mark pD’ANGE p’orsay thereupon began, and evi- 
dence was introduced to show that the general getup and appear- 
ance of the d’Ange d’Orsay products simulated those of the 
d’Orsay products. Further, evidence of actual confusion was intro- 
duced, comprising misdelivery of mail and the publication in the 
French ‘‘ Journal Officiel’’ of the name of a branch of the plaintiff 
company as a collaborator with the enemy during the occupation, 
whereas, in fact, it had been the defendant company which had 
trafficked with the Germans—this instance of confusion being par- 
ticularly detrimental to the plaintiff’s reputation and goodwill. 


Held: if a surname constitutes for the person who bears the 
same a property which he is allowed to enjoy in an absolute 
fashion, this is under reservation of the right of the Courts to 
suppress such abuse as might be made. Every citizen has the right 
to engage in commerce under his name, but under the condition 
of exercising that right personally and in reality, and not to use 
his name as a principal shareholder’s contribution to a commercial 
company, and to avoid in addition all acts of a nature which creates 
a fraudulent confusion usurps the credit and the reputation of 
third parties previously known under this name. The Societe 
d’Ange d’Orsay have abused an identical name for the purpose of 
creating confusion in the public mind and have used a genuine 
name for the purpose of unfair competition. Judgement, for plain- 
tiff; defendants enjoined from further use of the name d’Orsay, 
and liable to plaintiff for damages. 


Great Britain 
Rectification 


In, A.A. Bird & Company Ld’s Application for Rectification, 
70 R.P.C. 212, an application to expunge the registrations of rri- 





1038 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


cosoL and TRICOSALIcIC on the ground of non-user was granted. The 
Court held that although the marks had been registered in Class 1, 
the use thereof had been in respect of goods falling in Class 17 and 
such use could not support the registrations. It was also held that 
in view of the difference in the goods covered by the registrations 
and the goods on which the marks had actually been used the pro- 
prietors could not have had any bona fide intention to use the 
marks in respect of the goods covered by the registrations. 


Rectification 

In a recent case, Harker Stagg Ld.’s Trade Mark, 70 R.P.C. 
205, an application to expunge the registration of aLGELox by the 
proprietors of the prior registration of the trade-mark aLupRox 
(both marks being in respect of similar goods) was denied. The 
Court held that the applicants for rectification had not discharged 
the burden of proving that the two marks so closely resembled each 
other that the use of the defendant’s mark would be likely to de- 
ceive or confuse a substantial number of persons. However, Lloyd- 
Jacob, J. indicated that if this had been a case of an opposition 
against a pending application rather than an application to ex- 
punge an issued registration, his decision might have gone the 
other way. The judge stated, ‘‘The case, to my mind, only illus- 
trates the desirability of persons possessing trade marks taking 
advantage of the opportunities of publicity that are given to ap- 
plications to see that cases are tested at the appropriate time, or 
when the purity of the Register can be adequately safe-guarded 
upon opposition proceedings’’. 


India 
Criminal Action for Counterfeiting 

In, State of West Bengal vs. Roy, 9 Patent, Design and Trade 
Mark Review 95, it was held on appeal (reversing the decision 
below) that in a criminal action for counterfeiting a trade-mark, 
under Section 485 of the Indian Penal Code, it is sufficient to prove 
possession by the accused of the counterfeited labels and printing 
blocks therefor and to rest upon the presumption that such pos- 
session was for the purpose of practicing deception or passing- 
off. The defence in this case was that the accused was merely a 
broker for another party. The Court indicated that this conten- 
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tion was not proved, but even if it were it would not relieve the 
accused of the responsibility for the possession of the material 
which presumably was for the purpose of counterfeiting a trade- 
mark. 


Singapore 
German-Owned Trade-Marks 
According to the ‘‘Board of Trade Journal’’ dated August 8, 
1953, the Custodians of Enemy Property in Singapore, Federation 
of Malaya, British North Borneo, Sarawak, and Brunei will be 
relinquishing ownership of former German and other enemy trade- 
marks and trade names in the course of the next few months. 
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GOEBEL BREWING COMPANY v. ESSLINGERS, INC. 
Pa. Sup. Ct.—March 23, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Where defendant adopted GoBLer for beer in ‘‘steinie’’ bottles with knowledge 
of plaintiff’s prior adoption and use of GoEBEL for identical goods, and customers 
actually were confused, held plaintiff is entitled to injunctive relief. 


A person coming into a field already occupied by a rival of established reputa- 
tion must do nothing which will unnecessarily create or increase confusion 
between his goods or business and the goods or business of the rival. 


CourRTS—FINDINGS 


Whether a name is likely to cause confusion is a question of ultimate fact 
and is not binding on the appellate court which may draw its own independent 
conelusion from the basic facts found by the trial court. 


Action for unfair competition by Goebel Brewing Company v. Ess- 
lingers, Inc. 


From a decree dismissing the complaint, plaintiff appeals. Reversed. 


C. Russell Phillips and Montgomery, McCracken, Walker & Rhoads, of 
Philadelphia, Pa. and Harry E. Allen for plaintiff-appellant. 


Lemuel B. Schofield and W. Bradley Ward, of Philadelphia, Pa. for de- 
fendant-appellee. 


Before Stern, Chief Justice, and Jonres, BELL, Cuimpsey, and ARNOLD, 
Justices. 


JONES, Justice. 


The plaintiff sued to enjoin the defendant from ‘‘imitating or using 
the trade mark, trade name, advertisements, bottle style or dress of the 
Plaintiff or any near similarity thereto, upon or in connection with beer 
or with the manufacture or sale thereof’? in Pennsylvania or elsewhere 
within the plaintiff’s sales area and, more specifically, to enjoin the defend- 
ant from ‘‘using the name GOBLET upon or in connection with the sale of 
beer within the area aforesaid.’’ The bill also prayed for an accounting 
for profits to the defendant and damages to the plaintiff flowing from the 
defendant’s allegedly unfair competition. The defendant answered to the 
merits. After a hearing, the learned chancellor dismissed the bill of 
complaint at the plaintiffs’ costs on the basis of an adjudication and 
decree nisi to which the plaintiff filed exceptions. The court en bane dis- 
missed the exceptions and entered the decree nisi as the final decree. This 
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appeal by the plaintiff followed. The material facts are not in dispute. 
The differences lie in the inferences to be drawn from them. 


The plaintiff, Goebel Brewing Company, is a Michigan corporation en- 
gaged in the manufacture and sale of beer and having its place of business 
and principal plants in that State. It began selling its product in Phila- 
delphia in 1934. By 1939, its sales of beer were nation-wide. At that time, 
it commenced selling its beer in small ‘‘steinie’’ type bottles of seven- 
ounce capacity in Philadelphia and elsewhere. For the twelve-year period 
preceding the institution of the suit, the plaintiff’s sales of its seven-ounce 
bottles of beer in Pennsylvania aggregated, in round figures, about 6,000,- 
000 cases of twenty-four bottles each, of which sales ninety-five per cent 
were in Philadelphia. Throughout the years, Goebel Company has changed 
its labels, but it has always used the name GOEBEL thereon no matter what 
the form of the label happened to be. 


The defendant, Esslinger, Inc., is a Pennsylvania corporation having 
its place of business and plant in Philadelphia. It, too, is engaged in the 
manufacture and sale of beer which it has brewed and sold since 1868. In 
1939, Esslinger, Inc., also began selling beer in seven-ounce bottles in 
Philadelphia and vicinity. It sold beer so bottled under its trade name 
ESSLINGER as the rest of its beer was, and had been, sold in Philadelphia 
regardless of packaging. The Esslinger seven-ounce bottles were not 
‘‘steinies’’; they were merely a smaller type of the conventionally shaped 
export bottles. The sales of the seven-ounce bottles labeled ESSLINGER were 
not good, possibly due to the fact that eight ounces of Esslinger beer from 
draught cost the customer five cents less than the seven-ounce bottle of 
the same beer, i.e., five cents more cost for an ounce less of beer. The costs 
of production were high because the export shaped seven-ounce bottle did 
not fit in the defendant’s bottling machines thus requiring a change-over 
for the filling of such bottles. Breakage also was high and much time was 
consumed daily in effecting the necessary bottling changeover. As a result, 
the defendant, in August 1950, adopted the seven-ounce ‘‘steinie’’ shaped 
bottle, professedly, in order to reduce the breakage and to eliminate the 
necessity for a change-over in the bottling machines. At the same time, 
the defendant decided upon a different name for its new seven-ounce bottle 
and content so as to avoid the possibility of self-competition. The beer 
remained the same however. The name the defendant chose for the new 
package was GosBLeT. An officer of the company, who had participated 
in the selection of the new name, testified that he knew that seven-ounce 
‘‘steinie’’ bottles bearing the trade name GOEBEL were widely sold in 
Philadelphia but that, in selecting coBLeT, he had given no thought to 
GOEBEL’s market. He further stated that the inspiration for GOBLET as a 
name for a beer had come from souvenir goblets bearing the trade name 
Esslinger which the defendant had previously distributed to dealers in 
the Carolinas as a part of a sales campaign there. 
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The plaintiff, by letter of its attorneys dated December 15, 1950, pro- 
tested the defendant’s use of the name GoBLET to identify its beer in 
‘“steinie’’ bottles. The exact time the defendant started marketing GOBLET 
is not disclosed by the record, but it was some time between its decision 
in August 1950 to change to ‘‘steinie’’ bottles and adopt the name GOBLET 
and the first advertisements of the product, so bottled and labelled, in 
April of 1951. Part of the defendant’s advertising campaign was aimed 
at retailers and stressed the greater profits to be made by their sale of 
GOBLET beer. Due to a differential in transportation costs in favor of Es- 
slinger, the retailer in Philadelphia could make a cent more on the sale 
of a GOBLET than a GOEBEL. During the summer and early autumn of 1951 
the plaintiff, by extensive ‘‘shopping around’’, discovered considerable 
‘‘nassing off’’ by bartenders and tavern keepers of GoBLETS for GOEBELS. 
Calls for GoEBEL were frequently filled with GoBLET without excuse or 
explanation by the server. The experience of six persons whom the plain- 
tiff employed to go to taverns and ask for GOEBEL was that, in about half 
the instances, they were given GOBLET without comment; and, not once, 
was a beer other than GoBLET substituted when a GOEBEL was ordered. 


The plaintiff, concluding on the basis of these facts that it was being 
subjected to unfair competition by the defendant, brought this suit in 
equity on the theory that GoBLET is so similar to GOEBEL, especially in sound 
and appearance, as to produce confusion and to make available to un- 


scrupulous persons the means of exploiting the deception to the plaintiff’s 
injury. The chancellor rejected the contention. In his nineteenth finding 
of fact he states that ‘‘The name GoBLET is not deceptively similar to the 
name GOEBEL either in appearance, sound or meaning.’’ His third conclu- 
sion of law (really an ultimate conclusion of fact) found that ‘‘It is not 
reasonably likely that the average purchaser will be confused, misled or 
deceived by any similarity between the two names.”’ 


The development of the law of unfair competition in America was, in 
large measure, the work of our federal courts during the period when they 
exercised the power, on the authority of Swift v. Tyson, 16 Peters 1 (1842), 
to declare the law applicable to commercial transactions independently of 
local decision. See Nims, Unfair Competition and Trade Marks, 4th Ed., 
Vol. 1, pp. 25-26. It is local law, however, that governs questions of com- 
mon law liability for unfair competition as well as for infringement of 
trade names: see Pecheur Lozenge Co., Inc. v. National Candy Co., Inc., 
315 U.S. 666 [32 TMR 194] ; Anheuser-Busch, Inc. v. DuBois Brewing Co., 
175 F.2d 370 [39 TMR 573]; Campbell Soup Co. v. Armour & Co., 175 
F.2d 795 [39 TMR 566]. Since the overruling of Swift v. Tyson by Erie 
Railroad Co. v. Tompkins, 304 U.S. 64, in 1938, the applicable law in fed- 
eral courts in controversies such as the present is no longer independently 
declared but is the lex loci delicti. As a result of the situation that had 
grown up over almost a century under Swift v. Tyson, the law of unfair 
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competition, as it existed in the various states at the time of the advent of 
the Tompkins case, was more or less outmoded or incomplete: see National 
Fruit Products Co., Inc. v. Dwinell-Wright Co., 47 F.Supp. 499, 503-504 
[32 TMR 516]. Pennsylvania, as well as New York and Massachusetts, 
happened to have a relatively sizable and up-to-date body of substantive 
law on the subject, but it is small by comparison with the extensive juris- 
prudence in such connection to be found in the federal reports; and, as 
many of the decisions are peculiar to their separate factual bases, they 
furnish illustrations of the law as applied rather than principles. Con- 
sequently, their effect as pertinent authority is limited. A further source 
of authority lies in the federal cases which have originated subsequent to 
the Tompkins decision and which presumptively follow the law of the state 
wherein the federal forum is located. And, of course, the federal cases 
prior to Tompkins naturally continue to be a persuasive influence since, 
as we have seen, such cases reveal the past growth and development of the 
general principles of the law governing unfair competition. The need for 
resort, in a case such as this, to the federal decisions is evident. 


The common law of trade marks and trade names (apart from any 
statutory law pertaining to such matters) is a portion of the broader law 
of unfair competition. In Hanover Star Milling Company v. Metcalf, 240 
U.S. 403, 413, the Supreme Court said,—‘‘This essential element [i.e., 
‘passing off’ or deception] is the same in trade mark cases as in cases of 
unfair competition unaccompanied with trade mark infringement. In 
fact, the common law of trade marks is but a part of the broader law of 
unfair competition [citing cases].’’ The action for unfair competition 
“exists today separate and apart from any statutory rights which the 
owner of a trade mark possesses’: House of Westmore, Inc. v. Denney, 
151 F.2d 261, 265 [35 TMR 318]. In Manz v. Philadelphia Brewing Co., 
37 F.Supp. 79, 80 [31 TMR 102], it was recognized that ‘‘* * * trade 
names can only be protected against use or imitation on the ground of 
unfair competition.’’ The gist of the action lies in the deception practiced 
in ‘‘passing off’’ the goods of one for that of another: see B.V.D. v. Kauf- 
man & Baer Co., 272 Pa. 240, 242; Pennsylvania Central Brewing Com- 
pany v. Anthracite Beer Company, 258 Pa. 45, 50; Coca-Cola Co. v. Busch, 
44 F.Supp. 405, 407 [32 TMR 174]. As was said in Vick Chemical Co. v. 
Vick Medicine Co., 8 F.2d 49, 50, and quoted (a paraphrase) with ap- 
proval in Winthrop Chemical Co., Inc. v. Weinberg, 60 F.2d 461, 463 [22 
TMR 419],—“‘‘the ‘underlying principle of law of unfair competition is to 
prevent substitution by deception,’ a principle recognized by this court in 
Rosenberg Bros. & Co. v. Elliott, 7 F.2d 962.’’ 


The question, then, is whether the name GosLet which the defendant 
adopted for its ‘‘steinie’’ bottles of beer is so similar to the plaintiff’s 
trade name GOEBEL as likely to create confusion and thus facilitate decep- 
tion by ‘‘passing off.’? The court below answered that question in the 
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negative. The answer was a conclusion of ultimate fact, however, and 
therefore is not binding upon us even though the basie facts from which the 
conclusion was deduced were correctly found. We are free to draw our 
own independent conclusion from the directly proven facts as found by the 
chaneellor. See, e.g., Consolidated Home Specialties Company v. Plotkin, 
358 Pa. 14, 19. In acting in such wise, the factors to be taken into con- 
sideration as listed in § 729 of the Restatement, Torts, are as follows: 
‘*(a) the degree of similarity between the designation and the * * * trade 
name in (i) appearance; (ii) pronunciation of the words used; (iii) ver- 
bal translation of the pictures or designs involved; [and] (iv) suggestion ; 
(b) the intent of the actor in adopting the designation; (c) the relation 
in the use and manner of marketing between the goods * * * marketed by 
the actor and those marketed by the other; [and] (d) the degree of care 
likely to be exercised by purchasers.’’ While all of the foregoing tests are 
not material in Pennsylvania, we have approved and adopted § 729 of the 
Restatement, Torts, generally; see Thomson-Porcelite Co. v. Harad, 356 
Pa. 121, 124-125 [37 TMR 362]; and Kool Vent Metal Awning Corpora- 
tion of America v. Price, 368 Pa. 528, 533 [42 TMR 129]. 


In the present case, both the plaintiff’s and the defendant’s products 
are sold to retail customers and consumed by them under substantially 
similar circumstances. It is not possible for the customer to exercise a 
very high degree of care as to the precise kind of beer served him. He asks 
for it by its name only. The beer for sale is not visible to the customer 
in advance, being kept in either a cooling tank or refrigerator underneath 
or behind the bar. The bartender reaches for a bottle, uncaps it and 
places it before the customer along with a glass. The bottles in which 
GOBLET and GOEBEL are sold are identical in color, size and shape. The 
labels on both are printed in not readily distinguishable colors with the 
respective six-letter name (five of the letters being common to both and 
each name beginning with ‘‘ao’’) inscribed on the label. The plaintiff is, 
of course, not entitled, nor does it claim any right, to pre-emption of the 
color, size or shape of the ‘‘steinie’’ bottle. But the whole ensemble makes 
the deception from the similarity of the names all the easier to ‘‘pass off.’’ 
In Grocers Baking Co. v. Sigler, 132 F.2d 498, 501 [33 TMR 130], it was 
noted that ‘‘The identity of the oval [trade mark] lends additional empha- 
sis to the identity of the sound.’’ And so, to the customer who protests 
being served a GoBLET when he asked for a GOEBEL, the bartender has a 
quick and plausible answer, viz., the similarity of the names. Thus, the 
saloon keeper or his bartender for him, eager for the larger profit, can 
safely substitute a GoBLeET for a GOEBEL and have a ready excuse for the 
‘‘mistake’’ if called to account. The pecuniary interest to substitute the 
one for the other is material to the unfairness of the competition: see 
N. K. Fairbanks Co. v. Ogden Packing & Provision Co., 220 F.1002, 1003. 
Other local beers in ‘‘steinies,’’ although equally suitable to the saloon 
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keeper with GOBLET in price, are not available for substitution for a 
GOEBEL because of their obviously dissimilar names; and, as already stated, 
the experience of the plaintiff’s ‘‘shoppers’’ was that never once was a 
beer other than GoBLET substituted upon a request for a GOEBEL. 


The defendant argues that, where a GOBLET was served when a 
GOEBEL was asked for it must be assumed that the bartender did not have 
GOEBELS on hand because in none of the instances described was there 
testimony that the bartender actually had corsets. But that is imma- 
terial to the question here involved. If a bartender serves a GOBLET to a 
man who asks for a GOEBEL without the customer’s knowing or realizing it, 
it is ‘‘ passing off’’ whether or not the bartender could have originally served 
what was asked for. The question of the actor’s intent is of no exculpa- 
tory significance in Pennsylvania. It does not matter whether the substi- 
tution was innocent or deceitful. If the defendant’s action produces con- 
fusion in the public mind, it constitutes unfair competition for which equity 
affords relief: Thomson-Porcelite Co. v. Harad, supra, p. 125 [87 TMR 362] 
Pennsylvania Central Brewing Company v. Anthracite Beer Company, 
supra, p. 50; American Clay Manufacturing Company v. American Clay 
Manufacturing Company, 198 Pa. 189, 193-194, 47 A. 936; Shaw & Co. v. 
Pilling & Son, 175 Pa. 78, 87, 34 A. 446. The same answer is equally 
applicable to the defendant’s further contention that if there was any 
‘*passing off’’ of GoBLET for GOEBEL, it was the independent work of over- 


zealous bartenders and not of the defendant. In Pennsylvania Central 


“é 


Brewing Company v. Anthracite Beer Company, supra, where the ‘‘simi- 
larity of the containers [was] such as to naturally cause some customers to 
buy the Anthracite beer under the belief that they were getting the Rob- 
inson beer,’’ this court recognized that the similarity also enabled retailers, 
who handled both beers, to substitute the one for the other, a situation for 
which the manufacturer is accountable. 


The actionable wrong in a case of unfair competition based upon an 
alleged infringement of a trade name lies in the similarity of the names in- 
volved and not in their identity. For obvious reasons, a name is rarely 
copied exactly. In Enoch Morgan’s Sons Co. v. Ward, 152 F. 690, 693, 
where the plaintiff’s trade mark for a scouring soap product carried the 
name SAPOLIO and the defendant adopted the name sopono for a like 
product, the Court of Appeals for the Seventh Circuit said,—‘‘The infringer 
rarely has the hardihood to make a Chinese copy. In respect to both of 
these marks, if greater similarity were required to establish infringement, 
nothing short of identity would suffice.’’ The court noted that the two 
names ‘‘as pronounced by persons of a no great particularity in speech, 
would sound quite alike.’’ The same is no less true here. If GOBLET is pro- 
nounced with a long ‘‘o,’’ either from ignorance or design, the two names 
sound very much alike. The fact that the Ward case, supra, was a suit for 
trade mark infringement does not render its reasoning less pertinent pres- 
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ently: see House of Westmore v. Denney, supra. Many trade mark cases 
also contain a count for unfair competition upon the one set of facts. In 
fact, trade mark cases furnish interesting illustrations of trade names that 
have been enjoined because of their similarity in sound or appearance or 
both to names already established and known in the particular trade or 
business. 


A further principle of the law of unfair competition, of peculiar 
significance to the facts of this ease, is that ‘‘* * * a person coming into 
a field already occupied by a rival of established reputation must do nothing 
which will unnecessarily create or increase confusion between his goods or 
business and the goods or business of the rival’’: Gamlen Chemical Co. v. 
Gamlen, 79 F.Supp. 622, 635-636 [388 TMR 876], citing Pennsylvania 
Central Brewing Company v. Anthracite Beer Company, supra. Here, 
the vice president and general sales manager of the Esslinger company, who 
participated in the selection of the name Gos.EeT for that company’s seven- 
ounce ‘‘steinie’’ bottle, admits that he knew at the time of the choice of 
the name GOBLET that GOEBEL beer in seven-ounce ‘‘steinie’’ bottles was 
being widely sold in the Philadelphia area and had been sold for eight to 
ten years preceding. Yet, with a world of names and designations to 
choose from, the defendant invited confusion with the plaintiff’s trade 
and customers by arbitrarily adopting as the new name for its beer a name 
similar in sound and appearance to GOEBEL. In Lambert Pharmacal Co. v. 
Bolton Chemical Corporation, 219 F. 325, 326, where the ‘‘second comer’”’ 
to the particular field was enjoined from using the word LISTOGEN to 
describe its product because a rival had previously adopted and established 
the name LISTERINE in the trade, Judge Learned Hand said,—‘‘Of course, 
the burden of proof always rests upon the moving party, but having shown 
the adoption of a similar trade name, arbitrary in character, I cannot 
see why speculation as to the chance that it will cause confusion should be 
at the expense of the man first in the field. He has the right to insist that 
others in making up their arbitrary names should so certainly keep away 
from his customers as to raise no question.’’ What that means is that, in 


1. See, e.g., Celanese Corporation of America v. Du Pont de Nemours & Co., 154 
F.2d 143, 144-145 [36 TMR 130], where the name CLARIFOIL was denied registration 
by the Commissioner of Patents as a trade mark for a certain character of goods 
because of its similarity to the trade mark CLAR-APEL already in use as a registered 
trade mark for goods of similar type; also idem v. idem, 154 F.2d 146, 148 [36 TMR 
133], the name CELDURA was likewise denied registration because of its similarity to 
the name corpuRA. In Grocers Baking Co. vy. Sigler, supra, HON-E-KRUST, as a name 
for bread, was held to infringe the name HONEY-KRUST. Use of the name LISTOGEN as 
a trade mark was enjoined in Lambert Pharmacal Co. v. Bolton Chemical Corporation, 
219 F. 325, 326 because it infringed the already established trade name LISTERINE. 
In N. K. Fairbanks Co. v. Ogden Packing & Provision Co., supra, CHEFOLENE as a 
trade mark for a lard substitute was enjoined because of its similarity to the trade 
name COTTOLENE. The word TELICON as a name for clocks and other electrical devices 
was held to be an infringement of the name TELECHRON: Telechron, Inc. v. Telicon 
Corp., 97 F.Supp. 131, 142 [41 TMR 418], In our own case of Thomson-Porcelite Co. v. 
Harad, supra, the defendant wes enjoined from using the trade name PORCELENE for a 
type of enamel because it infringed the plaintiff’s trade name PorcELITE for the same 


kind of goods. 
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circumstances such as are here present, confusion from the use of the 
similar trade name is the naturally appropriate inference and the burden 
is upon the ‘‘new comer’’ to overcome it. 


In Stork Restaurant, Inc. v. Sahati, 166 F.2d 348, 361 [38 TMR 431], 
the Court of Appeals for the Ninth Circuit said that the ‘‘* * * thought 
that a new comer has an ‘infinity’ of other names to choose from without 
infringing upon a senior appropriation runs through the decisions like 
a leitmotiv.’’ To infer from the undisputed facts of the instant case, as 
the defendant would have us do, that it chose the name GosLeT for its 
‘‘steinie’’ bottle of beer because it had distributed some souvenir goblets 
(labelled ESSLINGERS incidentally) in the Carolinas during a sales campaign 
there would require an undue stretch of one’s credulity: ef. Proctor & 
Gamble Co. v. J. L. Prescott Co., 102 F.2d 773, 775 [29 TMR 105]; Stork 
Restaurant, Inc. v. Marcus, 36 F.Supp. 90, 93 [86 TMR 132]. It is un- 
necessary, however, to conclude that the defendant, purposely adopted 
the name GoBLEt for its ‘‘steinie’’ bottle in order to confuse the plaintiff’s 
trade. It is sufficient that the name does so confuse and is capable of 
being used deceptively. 


The defendant, in addition to denying that its GoBLeT is confusingly 
similar to GOEBEL, raised two further defenses peculiar to equity, viz., 
(1) that the plaintiff came into equity with unclean hands and (2) that it 
would be inequitable for the court to enjoin the defendant’s use of its 
GOBLET bottles because it has an investment in them in a large amount of 
money. The defendant bases its ‘‘unclean hands’’ contention on the fact 
that, whereas the GOEBEL bottles all bear the legend that the beer is ‘‘from 
the cypress casks of Goebel’’, only about one-third of the GorBeL beer sold 
in Philadelphia actually comes from that type of cask. However, the 
representation is not such as touches the issue in controversy; nor does 
it change the equitable relationship of the parties. It does not, therefore, 
constitute a bar to the plaintiff’s seeking equitable relief. See Hartman v. 
Cohn, 350 Pa. 41, 46 [85 TMR 18]; where we quoted approvingly from 
Comstock v. Thompson, 286 Pa. 457, 461 [35 TMR 20] as follows: ‘‘ ‘The 
maxim [as to ‘‘unclean hands’’] is to be applied where the wrongdoing 
is in reference to the matter in dispute (Dempster v. Baxmyer, 231 Pa. 28), 
and must be connected with the controversy in litigation, so that it has 
in some way affected the equitable relations subsisting between the two 
parties, arising out of the particular transaction: Hays’ Est., 159 Pa. 
381.’’’ As to the second of such defenses, the plaintiff made timely 
objection to the defendant’s proposed use of the name GosieT for its 
““steinie’’ beer and is therefore not estopped. Furthermore, such ex- 
penditures, even though innocently made in the conduct of a business 
under a name that infringes the plaintiff’s trade name, do not create an 
equity in the offender that permits his continued use of the infringing 
name to the plaintiff’s further harm. 
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The cases cited by the defendant are not in point. In Philadelphia 
Dairy Products v. Quaker City Ice Cream Co., 306 Pa. 164, 176, the one 
presently significant holding was that a ‘‘lawless simulation of plaintiff’s 
product * * * was properly enjoined.’’ Peters Packing Company v. Oswald 
and Hess Company, 334 Pa. 272, justifiably held that Lona LINK and 
NO LINK as names for sausages were not confusingly similar, while in 
Bickmore Gall Cure Co. v. Karns Mfg. Co., 126 F. 573, the ‘‘passing off’’ 
was not to be imputed to the defendant inasmuch as there was no similarity 
whatsoever between the trade names. Consequently, the issue in the in- 
stant case was not present in those cases. 


Under the undisputed facts of record, appraised according to the 
tests laid down in §729 of the Restatement, Torts, which this court has 
heretofore approved and followed, the defendant’s name coset for its 
‘*steinie’’ bottles is confusingly similar to the plaintiff’s trade name 
GOEBEL on its like bottles. As the defendant entered the particular field 
of commerce with knowledge of the plaintiff’s trade name and its prior 
use thereof on its ‘‘steinie’’ bottles, the defendant’s use of the name 
GOBLET on its ‘‘steinie’’ bottles constitutes an infringement of the plaintiff’s 
trade name for which the plaintiff is entitled to injunctive relief: Re- 
statement, Torts, §717(1)(a) and (b). The learned chancellor correctly 
concluded as a matter of law that ‘‘The name GOEBEL is a trade name in 
the manufacture and sale of beer, and plaintiff is entitled to protection 
against its infringement.’’ 

We are unable to see how, in the circumstances of the case, the 
plaintiff could prove damages in monetary terms with required legal 
certainty. The question is really not involved on this appeal and we 
mention it only because the bill contains a prayer for damages. 

Decree reverved at the appellee’s costs and the record remanded 
with directions that an injunctive issue in conformity with this opinion. 


Mr. Justice BELL dissents. 


ROMAN SILVERSMITHS, INC. v. HAMPSHIRE 
SILVER CO., INC., et al. 


N. Y. Sup. Ct., App. Div. Ist Dept.—May 12, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Where silverplated hollow ware is customarily sold by use of photographs 
of goods, held defendant enjoined from using photograph of plaintiff’s goods but 
may use photographs of goods manufactured by defendant even though such goods 
are substantially similar to goods made by plaintiff. 


Action for unfair competition by Roman Silversmiths, Inc. v. Hamp- 
shire Silver Co., Inc., Julius Krantz, Lew Goldwyn, and Irwin Fenton. 
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Defendants appeal from judgment for plaintiff. Modified. 


Frederick E. Weinberg and Stanley M. Estrow, of New York, for plaintiff- 
respondent. 


Charles Sonnenreich, of New York, for defendant-appellant. 


Dore, Justice. 


In this action by plaintiff, manufacturer and vendor of silver plated 
hollow ware, against defendants, engaged in the same business, for an 
injunction, damages and an accounting on the ground of claimed unfair 
competition and fraudulent representations, defendants Hampshire Silver 
Co. Inc., Julius Krantz, Lew Goldwyn and Irwin Fenton (the latter an 
intervener) appeal from a judgment against them entered after trial at 
Special Term granting plaintiff an interlocutory decree (1) restraining 
defendants from soliciting any customers of plaintiff who were such prior 
to June 19, 1950, and from using any photograph portraying an article 
sold by plaintiff; and (2) directing an accounting before a private referee 
for profits and damages. 


Plaintiff and the corporate defendant are wholesalers selling their 
products, popular price silverplated hollow ware, such as platters, pitchers, 
tea and coffe sets and similar items, throughout the United States to de- 
partment stores, jewelry stores, retailers and jobbers. 


In 1946 plaintiff was organized by defendants Julius Krantz and 
Goldwyn; both had been engaged in the same business as plaintiff for 
many years, and each became owner of 50% of plaintiff’s stock. In 1947 
plaintiff’s present president, Lieberman, became associated with plaintiff 
as a sales representative. On November 16, 1948, with money advanced by 
Lieberman, Goldwyn bought from Krantz for $40,000 Krantz’s 50% stock 
ownership in plaintiff. In January, 1949, Krantz organized defendant 
corporation and engaged in the manufacture and sale of the same line of 
merchandise as plaintiff. On June 19, 1950, Lieberman also bought out 
Goldwyn’s stock for an additional $30,000. In July, 1950, Goldwyn be- 
came associated with defendant Hampshire Silver Co., Ine. 


While defendant Goldwyn was still a stockholder of plaintiff, plaintiff 
started this suit against Hampshire and Krantz. In the course of the 
litigation, in May, 1949, a stipulation was made by the parties whereby 
defendants agreed not to make reproductions of plaintiff’s photographs 
without plaintiff’s consent and not to offer their products as plaintiff’s 
products; it was also stipulated that whereas the then defendants alleged 
they were not using style numbers used by plaintiff but numbers consisting 
of four digits only, the last two of which were similar to plaintiff’s num- 
bers, defendants stipulated to use only such style numbers indicated by 
four digits; it was further agreed that if defendants violated any of the 
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covenants therein made, plaintiff could apply to the court for an order; 
and prosecution of the action was suspended but could be renewed on five 
days’ notice. 


When Goldwyn sold out to Lieberman, those two made an agreement 
dated June 19, 1950, which provided inter alia that Goldwyn, seller, might 
make an announcement to the trade of terminating his connection with 
plaintiff and of his new connection by advertisement in the trade press and 
notice by direct mail provided he inserted a separate notice as to his for- 
mer connection and allowed ten days to intervene between the notice of his 
former connection and his new connection. It was also agreed that Gold- 
wyn, as seller, should not be prohibited from manufacturing molds similar 
to those owned by Roman or from continuing to use any molds now in 
existence in any partnership or corporation that Goldwyn acquired an 
interest in ‘‘even if the same are exact duplicates of’’ Roman’s molds. A 
clause with regard to the use of photographs or stock numbers of Roman 
expressly provided that the seller, Goldwyn, should not be precluded from 
continuing to use stock numbers or photographs now in use by any part- 
nership or corporation in which he acquired an interest ‘‘regardless of 
their similarity to Roman * * * stock numbers or photographs.”’ 


In a comprehensive decision the learned trial court held that there 
was nothing secret, exclusive or unique in plaintiff’s methods or processes; 
that defendants had not copied any list of plaintiff’s customers nor had 
they taken with them any of plaintiff’s molds, dies or tools; that they had 
made no covenant not to engage in the same business in competition with 
plaintiff or not to use in such competition the knowledge they gained while 
with plaintiff ; and that it was defendants’ clear legal right, and not in any 
way an invasion of any legal right of plaintiff, to engage in such business; 
and that they had necessarily taken with them the knowledge they had 
gained when associated with plaintiff. The court also held that there was 
no evidence that an article sold by plaintiff had become identified in the 
public mind as products exclusively of plaintiff; that plaintiff had failed 
to show any proprietary right with respect to the form of any article it 
sells; and that plaintiff was not entitled to any relief merely because de- 
fendant Hampshire sold at lower prices products similar to plaintiff’s 
articles in size, shape, design and decorative detail. He further held that 
plaintiff had no proprietary right in particular numbers and that there 
is nothing unique or distinctive in the numbers used. With regard to eight 
of ten of plaintiff’s employees who ceased their employment with plaintiff 
and became associated with Hampshire as soon as Hampshire started 
business, the court held that there was no evidence that the defendants had 
enticed such employees from plaintiff by any force, fraud, duress or mis- 
representations; that defendant Hampshire had merely represented that it 
was willing to employ them; and, as they left without breaching any con- 
tract with plaintiff, he held there was no actionable wrong, and that estab- 








ARR enc ga gs 


aga < 
ees 


ee a POORER ERR RETURNS aa » 


Vol. 43 T. M.R. ROMAN SILVERSMITHS v. HAMPSHIRE SILVER 1051 


lishment in such respect of plaintiff’s claim would stifle free enterprise 
and cancel out advantages gained by organized labor. He also said that 
the rule in Beardsley v. Kilmer, 236 N. Y. 80, 90, rejects plaintiff’s doctrine. 
That case held ‘‘that the genesis which will make a lawful act unlawful 
must be a malicious one unmixed with any other and exclusively directed 
to injury and damage of another’’ (italics ours); see (also, Amer. Bank & 
Trust Co. v. Federal Bank, 256 U.S. 350,358. Relying, however, on Von 
Bremen v. MacMonnies, 200 N. Y. 41, the trial court enjoined defendants 
from soliciting business from customers of plaintiff. 


With regard to the photographs, he ruled that as they were marked 
plainly with the name “Hampshire Silver Co., Inc.’’ their use was not an 
attempt to palm off defendants’ goods as plaintiff’s; however, on the 
ground that the photographs initially used by defendants selling their 
products were duplicates of or made from photographs of plaintiff’s prod- 
ucts and actually portrayed articles sold by plaintiff, the court held that 
this was a case of ‘‘falsely’’ representing that defendant Hampshire had 
and was prepared to sell the identical articles which plaintiff sold; and, 
accordingly, he enjoined the use of any photograph portraying an article 
sold by plaintiff. 


Plaintiff does not appeal from the judgment entered nor did it take 
any exception to any of the court’s findings or conclusions or ask that any 
be reversed or in any way modified. 


The record sufficiently establishes that the business in question in- 
volved no trade secrets or secret processes or secret lists of customers; those 
engaged in the same business obtained their materials from the same 
‘‘stampers’’ or other sources and assembled them in accordance with gen- 
eral trade practices; the designs in question were standardized throughout 
the industry ; the customers dealing in the product were generally known 
and their names were obtained from common printed trade lists published 
widely in the trade. Indeed in its amended complaint, plaintiff does not 
specifically ask any injunctive relief with regard to solicitation of plain- 
tiff’s customers. 


In view of this state of facts and the trial court’s almost complete 
exoneration of defendants from plaintiff’s claims of unfair competition, 
and in the light of the stipulation and the Goldwyn agreement, we think 
there is no basis for prohibiting defendants from soliciting ‘‘any person 
or business entity, who were customers of plaintiff.’’ Enforcement in this 
industry of that decretal might well put defendants out of business. 


With respect to the injunction regarding the use of photographs, it 
was shown that in the regular course of this business, merchandise was sold 
by salesmen calling on the trade and exhibiting photographs of the silver- 
plated pieces or mailing them to prospective customers. When Krantz 
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severed his connection with plaintiff and engaged in the same business, he 
went to plaintiff’s photographer and from the negatives had photographs 
made for his corporation. Krantz then added to the photographs the 
corporate defendant’s name and at the outset used the same stock num- 
bers plaintiff used ; but, after protest, he added 1,300 to each stock number 
so that there would always be a stock number of four digits the last two of 
which were identical with plaintiff’s stock numbers. 


Defendant’s action in going to the plaintiff’s photographer and using 
plaintiff’s negatives to produce the photographs and the original use of 
plaintiff’s stock numbers, indicates that defendants were then at least 
attempting to compete unfairly. But defendants say they have com- 
pletely desisted from using plaintiff’s photographs and insist that they 
now use photographs made directly from their own plated silver products. 
The stipulation permitting the use of four digits would make it impossible 
to enjoin defendants from what they claim is their present practice. How- 
ever, defendants should be enjoined from the use of plaintiff’s photographs, 
or photographs from plaintiff’s own negatives, and from the use of photo- 
graphs of any products made only by plaintiff and not by defendants; 
but they should not be enjoined from the use of photographs made directly 
from products they themselves manufacture even though they are similar 
or substantially the same as plaintiff’s products. 


In December, 1950, plaintiff was permitted to amend its complaint 
by adding Goldwyn as a party defendant and adding a third cause of 
action against Goldwyn, Krantz and the corporate defendant ; and moved 
for a preliminary injunction which was denied. 


Plaintiff also in December, 1950, instituted an action against the 
intervener-defendant Fenton in the Cireuit Court of Cook County, Illinois, 
on substantially the same charges as the amended complaint herein. There- 
after in April, 1951, Fenton was permitted to intervene in this action; and 
in May, 1951, the Illinois action was stayed by an order of our Supreme 
Court which this court unanimously affirmed. At this trial, the court re- 
fused to include defendant-intervener Fenton in the injunctive portion of 
the interlocutory judgment but did not dismiss plaintiff’s reply asking for 
dismissal of Fenton’s answer and vacatur of the stay of the Illinois action. 
The trial court held that the stay of the Illinois action would necessarily 
end on determination of this action; and that, therefore, it was not called 
upon to make any ruling with respect to Fenton’s pleading or as to what 
plaintiff can do in the Illinois action after determination of this action. 


Defendant-intervener Fenton, while he filed an answer and was rep- 
resented by the same attorney as the other defendants, failed personally 
to be present at the trial to meet by his own testimony the charges made 
against him personally. But, as plaintiff takes no appeal from the judg- 
ment as entered, we have no issue on that aspect of the case presented to us 
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on plaintiff’s behalf. We think, however, the stay of the Illinois action 
should be expressly vacated, so that all issues between plaintiff and Fenton 
may be disposed of on the merits in that action. 


What is true of all actions, is especially true in a suit for unfair com- 
petition: disposition of each case peculiarly depends upon the precise state 
of facts disclosed. The state of facts in this record including the stipula- 
tion herein and the reservations in Goldwyn’s agreement were not present 
in the agreement covering the sale of partnership assets in Von Bremen v. 
MacMonnies, 200 N. Y. 41, relied on by the learned trial court and, accord- 
ingly, the rule in that case is not here controlling. 


The trial court expressly found and the record sustains the finding, 
that no article of any particular size, shape or design ever became identi- 
fied in the public mind as an article produced and sold only by plaintiff, 
and that plaintiff was not entitled to any relief merely because defendant 
Hampshire sells articles of like kind similar to plaintiff in size, design 
and decorative detail. We have stricken out the injunction regarding 
soliciting customers. For these reasons and because we think any effort 
to trace damages specifically to the restricted injunction regarding photo- 
graphs would probably be speculative, we think the reference for an 
accounting should be stricken from the decree. 

Accordingly, the judgment appealed from should be modified: (A) 
with regard to the injunctive provisions, (1) by striking out the injune- 
tion as to soliciting customers; (2) by modifying the provisions regarding 
photographs so as to enjoin defendants from the use only of (a) photo- 
graphs made from plaintiff’s negatives, or (b) photographs of plaintiff’s 
photographs, or (c) photographs of products made solely by plaintiff and 
not made by defendant Hampshire, Inc.; but not to enjoin defendants 
from using photographs made from products that are manufactured by 
defendant Hampshire, Inc., even though substantially similar to those 
made by plaintiff; (B) with regard to the Illinois action, by vacating the 
stay of plaintiff’s action against Fenton in Illinois; and (C) with regard 
to the accounting by striking out the decretal directing a reference before 
a private referee for an accounting and damages; and, as so modified, the 
judgment appealed from should be affirmed, with costs to plaintiff-respond- 
ent against defendants-appellants. 

Peck, Presiding Justice, and GLENNON, VAN VoorHis and BERGAN, 
Justices, concur. 


FOOD CENTER SUPERMARKETS, INC. v. ALTIERE 
N. Y. Sup. Ct., Westchester Cty.—May 15, 1953 


REMEDIES—UNFAIR COMPETITION—TRADE AND COMMERCIAL NAMES 
FOOD CENTER is generic and cannot be appropriated exclusively as the trade 
name of a chain of retail food stores. 
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Action for unfair competition by Food Center, Supermarkets, Inc. v. 
Altiere. Judgment for defendant. 


Jerome J. Hersch, of Peekskill, N. Y., for plaintiff. 
Sugarman, Kuttner & Fuss, of New York, for defendant. 


Baley, Justice. 


Plaintiff has instituted this action to enjoin defendant from using the 
name FOOD CENTER. 


The complaint alleges that plaintiff is a domestic corporation with an 
office for the transaction of business at Peekskill, New York; that defend- 
ant is doing business at Yorktown, New York, under the assumed name of 
Yorktown Food Center; that plaintiff is associated with a chain of retail 
food stores having nine independent operations in Westchester and ad- 
jacent counties; that it has expended large sums of money in advertising 
the name FOOD CENTER; and has conducted an effective retail business in 
the Cities of Peekskill, Ossining, Beacon, Newburgh and various other 
cities for upwards of ten years; that in furtherance of its business name, 
sums of money have been expended in advertising and in the interest of 
placing the name FooD CENTER before the public; that plaintiff has estab- 
lished a valuable right in their business name and their business is in large 
measure successful because of its operations and its name; that the public 
at large has accepted the name Foop CENTER as being the name of the plain- 
tiff and has become a respected name to the buying public in that it is con- 
sidered as a responsible retail extending values advantageous to the buying 
public, and that the buying public has relied upon Foop CENTER and that 
name has been synonymous with plaintiff’s entire operation. 


The complaint contains many other allegations including an allegation 
that defendant adopted the title yoRKTOWN FOOD CENTER for the express 
purpose of taking advantage of the long established good will of plaintiff 
and of the name which has become synonymous with plaintiff’s business; 
and with intent to deceive the public. Also that the public has been misled 
as well as credit institutions in the trade and that plaintiff has been dam- 
aged, injured and embarrassed thereby. 


The evidence adduced upon the trial was confined to the existence of 
the several stores maintained by plaintiff and the use of the word roop 
CENTER and the extensive advertising conducted in the furtherance of its 
business operations. No proof was offered to support the allegations that 
the name FooD CENTER has become widely identified with plaintiff’s opera- 
tions nor that the public had been deceived nor that any confusion existed 
in the minds of the public. Neither was there any proof that credit rating 
institutions had been deceived or misled and had extended credit upon the 
assumption that defendant was a part of plaintiff’s organization nor that 
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plaintiff had been damaged or injured in any way by defendant in the use 
of the name. 


The absence of proof upon the allegations specified is sufficient to 
justify a denial of the relief sought. Wholesale Service Supply Corp. v. 
Wholesale Bldg. Materials Corp., 280 App. Div. 189, aff’d. 304 N. Y. 854. 


The term Froop CENTER used to identify a retail grocery store is generic, 
generally descriptive and not susceptible of monopolization as a trade 
name. Words or phrases which are descriptive rather than fanciful and 
which are commonly and widely used are incapable of exclusive appropria- 
tion but are essentially in the public domain. Kellogg Co. v. Nat. Biscuit 
Co., 305 U. S. 111 [29 TMR 569]; Neva-Wet Corp. v. Never-Wet P. Cor- 
poration, 277 N. Y. 163, p. 179 [28 TMR 167]; Houston v. Berde, 211 
Minn. 528, 2 N.W.2d 9 [32 TMR 122]. When there is no greater similarity 
than necessarily results from the circumstances that both parties are en- 
gaged in the same business and descriptive words commonly in use indicate 
the nature of the business a court of equity is not justified in assuming as 
a matter of law that it has or is caleulated to deceive the public or that 
any confusion with reference to the identity of the two businesses exists to 
the prejudice of the plaintiff. Buffalo Typewriter Exchange, Inc. v. 
McBarl et al., 240 N. Y. 113; Maintenance Co., Inc. v. Colletti, 62 N. Y. S. 
2d 329, not otherwise reported. Courts should not interfere with the free- 
dom of conduct of trade and with general business competition. It may 
be assumed that the public will use the same reasonable intelligence and 
discrimination as to business or trade names as with individuals having 
similar names. The power to restrain should be reserved to prevent fraud 
and imposture, sufficiently established. The right to restrain may not be 
exercised by courts in the absence of proof of an attempt to deceive or 
confuse the publie or resort to fraud or misrepresentation. Buffalo Type- 
writer Exchange, Inc. v. McGarl et al., sapra; Munro v. Tousey, 129 N. Y. 
38. Judgment for defendant. Settle findings, conclusion and judgment 
accordingly. 


AMERICAN MERRI-LEI CORPORATION v. JET PARTY FAVORS, INC. 
N. Y. Sup. Ct. Spec. Term, Kings County—May 28, 1953 


REMEDIES—UNFAIR COMPETITION—IMITATION OF PRODUCT 
The general design and appearance of witch hats or Halloween hats is in the 
public domain and may be imitated by competitors. Scalloped edges and oval brim 
of such hats are functional features and may be imitated by competitors. 


Action for unfair competition by American Merri-Lei Corporation v. 
Jet Party Favors, Inc. Complaint dismissed. 


Jules Schlossberg, of New York, for plaintiff. 
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Tenzer, Greenblatt, Fallon & Kaplan, of New York, for defendant. 
Moss, Justice. 


This is an action to restrain an alleged act of unfair trade compe- 
tition. A trial was had at which the parties adduced their proofs. 


Plaintiff and defendant are both engaged in the business of manu- 
facturing party goods, party favors, paper novelties and kindred products, 
including paper and cardboard hats. As part of its products, plaintiff 
claims that it designed and manufactured a paper or cardboard hat known 
as a ‘‘witch hat’’ or ‘‘ Halloween hat’’ bearing certain distinctive features; 
that defendant, for the purpose of unfairly competing with plaintiff, du- 
plicated plaintiff’s hat; that defendant is now manufacturing and selling 
it in direct competition with plaintiff; that thereby defendant has mis- 
appropriated plaintiff’s alleged exclusive design and property and is 
unlawfully, illegally and unconscionably benefiting therefrom to plaintiff’s 
damage. An accounting of all the profits made by defendant in the sale 
of the ‘‘witch hats’’ or ‘‘ Halloween hats’’ is also demanded. 


The ‘‘witch hat’’ or ‘‘ Halloween hat’’ of the plaintiff is a cone shaped 
hat, with a serrated or scalloped edge, running the length or height of the 
cone and containing a brim which is oval in shape. Plaintiff claims that it 
placed this hat on the market in 1946 and that the characteristics of a 
serrated edge and an oval shape had never before appeared on a ‘‘witch 
hat’”’ or ‘‘Halloween hat.’’ 


Defendant admits that it markets a ‘‘witch hat’’ similar in most 
respects to but not entirely identical with the hat manufactured by plain- 
tiff. Defendant asserts that there is a difference in the shape of the serra- 
tions; that, in addition, on plaintiff’s hat there is pasted, stapled or other- 
wise affixed on the cone of the hat a cut of the usual witch on a broom, 
while on defendant’s hat, the outline of the witch on the broom and of a 
eat is die cut out of the original cone itself, and that a backing is inserted 
behind the aperture resulting from the cut out, of a color different from 
the color of the cone itself so that the cut out portion stands out con- 
spicuously and takes the shape of a witch on a broom and a eat. 


Defendant further claims among other things that plaintiff’s said 
product has not acquired a secondary meaning entitling the plaintiff to its 
exclusive manufacture and sale. 


At the outset, the court cannot close its eyes to the fact that the general 
design and appearance of ‘‘witch hats’’ or ‘‘Halloween hats’’ have been 
known to the public, children as well as grownups, from early childhood. 
There are few mothers and fathers who have not at one time or another seen 
them worn by their own children. There have been few, if any, Halloween 
holidays which have not seen them displayed conspicuously everywhere, 
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adorned by a witch riding on a broom. Equally, almost every school child 
is familiar with the boy standing on the corner wearing a ‘‘dunce hat”’ 
which, without the witch adornment is substantially similar to the ‘‘witch 
hat’’ or ‘‘ Halloween hat.’’ 


The hat which plaintiff claims cannot be manufactured by defendant 
or anyone else is the very basic hat known to the public over the years as a 
‘‘witch hat’’ or ‘‘Halloween hat.’’ Plaintiff however claims a monopoly 
over its manufacture, by reason of an alleged serration or scalloping on 
the cone of the hat and because its brim is oval in shape. 


Our grandmothers have engaged in scalloping which is recognized in 
Webster’s dictionary as a series of ‘‘circle segments, angular projections, 
or the like, forming a border.’’ They would apply these shapes to lace em- 
broidery, cloths or other materials. Scalloping was and is of common usage. 
Probably no student of the needle trades would ever think of claiming 
its originality. In other fields the situation is the same, as witness the 
common saws of the carpenter or the woodsman containing serrations in 
the teeth of the saws. 


Aside from serrations, originality is claimed on the oval shape of 
the brim. As we stop to look at our own hats, we discover that the brim 
and head opening are and have been during our lives oval in shape. Can 


this shape when combined with scalloping of part of the hat be the basis 
for a monopoly? The answer is obvious. There can be no monopoly of 
common forms, designs or shapes. They are dedicated to the publie and 
are deemed in the public domain. An article or design in the public 
domain may be copied, whether original or not. 


Plaintiff contends that the features of the hat which have been copied 
are non-functional in nature. As opposed to this, defendant’s witness on 
eross-examination admitted that the most economical and efficient way of 
combining the cone and brim was by the use of scallops, and that this saved 
time, labor and expense. Furthermore, the serrations prevented curling 
and bulging. As to the shape of the brim, the same witness testified that a 
different shape would require a string or rubber band to retain it on one’s 
head. Thus these features may well be in the category of functional uses, 
subject to being copied where no secondary meaning has been acquired. 
But even if the features were nonfunctional, the defendant could copy 
them so long as plaintiff’s product ‘‘did not become associated with the 
plaintiff as manufacturer or source. The essential question of fact at the 
outset always is whether the public is moved in any degree to buy the 
article because of its source and what are the features by which it dis- 
tinguishes that source. Unless the plaintiff can answer this question, he 
ean take no step forward. No degree of imitation is actionable in its ab- 
sence.’’ Crescent Tool Co. v. Kilborn & Bishop Co., 247 F. 299. 
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It is difficult to adduce a secondary meaning to a hat whose major 
premise is a cone shaped hat of long standing, embellished by shapes and 
forms of common usage. In the opinion of the court, plaintiff has not 
established that its hat has acquired a secondary meaning which identifies 
the source or that the public is moved to buy the hats on the basis of their 
source. Lucien Lelong, Inc. v. Lander, Inc., 164 F.2d 395 [38 TMR 57]; 
Kellogg Co. v. Nat. Biscuit Co., 305 U. S. 111 [28 TMR 569] ; Kaylon, Inc. 
v. Collegiate Mfg. Co., Inc., 255 App. Div. 209. Merely because the public 
may desire to buy an article of the same type and design as that manu- 
factured by plaintiff does not give plaintiff the exclusive right to manu- 
facture such a hat. Therefore the creation by plaintiff of a demand for 
witch hats by advertising, letters to the trade, exhibition at trade shows, 
or other means do not require it to be said that others engaged in the 
manufacture of such hats are guilty of unfair competition. Diamond Co. 
v. U. 8S. Co., 177 App. Div. 554-558. 


Plaintiff might have protected itself by obtaining a patent or copy- 
right. However, it appears from the testimony that although plaintiff 
applied for and received patents on some of its own products including 
certain of its hats, nevertheless for some reason or other it did not apply 
for a patent or copyright on its witch hats. Where no secondary meaning 
has been established and no protection has been secured by patent or 
copyright, a competitor may openly and deliberately imitate another com- 
petitor’s products, and may sell such competitive products on the open 
market in competition with the same article manufactured by his com- 
petitor. Competition should be encouraged in a free market and not stifled. 
Taking no steps to protect himself by patent or copyright, a manufacturer 
should not be heard to say that nevertheless he is entitled to a monopoly. 
In connection therewith, the following, quoted in part from the case of 
Fairbanks v. Jacobus, 3 B. & A. Patent Cases 108, is particularly appro- 
priate: ‘‘* * * anyone may make anything in any form and may copy with 
effectiveness that which another has produced, without inflicting any legal 
injury, unless he attributes to that which he has made a false origin by 
claiming it to be a manufacture of another person. Any other doctrine 
is impossible to be maintained; for otherwise all the colors, all the unes- 
sential forms, could be monopolized as trade-marks and exclusive rights 
would be created, not limited in time as patents are; founded upon no 
public utility and subject to no controls but the will of the adapter.’’ See 
also Miss Susan, Inc. v. Enterprise Undergarment Co., Inc., 270 App. Div. 
747 [36 TMR 210] ; Kaylon, Inc. v. Collegiate Mfg. Co., Inc., supra. 


The injunction prayed for by plaintiff is denied. Judgment is ren- 
dered for the defendant dismissing the complaint on the merits. Settle 
findings and judgment on notice. 


Lc 
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GRAYBAR ELECTRIC COMPANY, INC. v. GRAYBURNE 
CORPORATION 


N. Y. Sup. Ct., Spec. Term, N. Y. City—May 28, 1953 


CouRTS—PRELIMINARY INJUNCTION 


GRABURNE as a trade-mark for electrical products and as part of defendant’s 
trade name is an infringement of plaintiff’s registered trade-mark GRAYBAR for 
electrical products and is confusingly similar with plaintiff’s trade name Graybar 
Electric Company, Inc. 


Action for trade-mark infringement and unfair competition by Gray- 
bar Electric Company, Inc. v. Grayburne Corporation. Plaintiff’s motion 
for preliminary injunction granted. 


Breed, Abbott & Morgan, of New York, for plaintiff. 
Brenner, Hannan & Murphy, of New York, for defendant. 
McNALLY, Justice. 


This is a motion by plaintiff in this action for trade-mark infringe- 
ment and unfair competition, to enjoin and restrain defendant, its officers, 
agent and servants, during the pendency of this action, from using the 
corporate name GRAYBURNE CoRP., the assumed trade-mark GRAYBURNE, or 


any other name or trade-mark which colorably imitates plaintiff’s cor- 
porate name of plaintiff’s trade-mark GRAYBAR. 


The trade-mark GRAYBAR has been registered many times by plaintiff 
in the United States Patent Office under the Federal Trade-Mark Act of 
February 20, 1905, for various kinds of electrical apparatus, appliances, 
supplies and equipment. The defendant’s name was coined by defendant 
from the name of its two principals, Jacob Grand and Bruce Burlingame 
(its business was dealing in electrical products). The ‘‘y’’ was inserted 
for euphomious effect. The trade-mark GRAYBURNE has not been registered. 
There are seven letters in the word GRAYBAR and nine letters in the word 
GRAYBURNE. Each word contains two syllables; the first five letters and 
the seventh letter in each word are identical and the sixth letter in 
GRAYBAR and the sixth letter in GRAYBURNE have some similarity in appear- 
ance and sound. Thus, the first seven letters in each word are identical 
except for the sixth letter and the defendant has merely added the letters 
“‘ne’’ at the end of GRAYBURNE. 


It is well settled that trade-marks or trade names need not be identical 
in order for one to be an infringement of the other. There may be infringe- 
ment where the respective trade-marks or trade names are merely similar 
and not identical. The defendant had no right to adopt and use a cor- 
porate name and trade-mark which are colorable imitations of the cor- 
porate name and trade-mark of plaintiff. Plaintiff has a valuable asset in 
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the word GRAYBAR which is the essential word in its corporate name and 
which constitutes its registered trade-mark. Such word is the symbol of a 
valuable good will which plaintiff has built up by extensive sales and adver- 
tising over the years. In adopting for its corporate name and trade-mark 
the coined word GRAYBURNE, the defendant was required to take precau- 
tions to avoid simulating plaintiff’s well-known corporate name and trade- 
mark. To permit defendant to continue the use of the trade-mark GRAy- 
BURNE would impair the good will which the plaintiff has established 
through the long and extensive use of its corporate name and trade-mark. 


Motion for a temporary injunction is granted. Settle order on notice. 
Suggestions for the amount of the bond will be received at that time. 


AMERICAN CHICLE COMPANY v. TOPPS 
CHEWING GUM, INC., et al. 


No. 12870—D. C. E. D., N. Y.—June 4, 1953 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
CLORETS for chewing gum is not infringed by cuLor-alps for identical goods 
because CLOR (or CHLOR) is an abbreviation for ‘‘chlorophyll’’ and is in the public 
domain. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 
Intentional imitation of non-functional features of gum package enjoined. 


Action for trade-mark infringement and unfair competition by 
American Chicle Co. v. Topps Chewing Gum, Inc. and Bio-Gum Labora- 
tories, Inc. in which defendants counterclaimed for cancellation of plain- 
tiff’s trade-mark registration. Judgment for plaintiff. 


Nims, Martin, Halliday, Whitman & Williamson (W. Lee Helms and 
Stewart L. Whitman of counsel), of New York for plaintiff. 


Pennie, Edmonds, Morton, Barrows & Taylor (George E. Middleton and 
Hubert G. Moore of counsel), of New York for defendants. 


Gaston, District Judge. 


This action involves alleged trade mark infringement and unfair 
competition. 


There is also a counterclaim of the defendants, which seeks to have 
the trade mark registration of the plaintiff, covering its trade mark 
CLORETS, cancelled. 

The plaintiff is a manufacturer of chewing gum, and has been in 


that business for over fifty years. Some time in February, 1951, it marketed 
a chlorophyll chewing gum under the name cLorets. The volume of its 
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sales was very considerable, and had been aided by extensive advertising. 
The distribution of the product was nationwide. The advertising had 
been carried on in such magazines as Life, The Saturday Evening Post, 
Look and many others, and likewise in newspapers. Plaintiff alleges that 
its long continuous and extensive use and advertising of its trade mark 
CLORETS has identified that trade mark with the plaintiff and its product. 
It is likewise asserted by the plaintiff that the package of its chlorophyll 
gum is recognized and used by purchasers to identify plaintiff’s chewing 
gum and to distinguish it from other brands. It contends also that there 
has been created in the minds of dealers, as well as in the minds of buyers 
and consumers of chewing gum, a very close association between the name 
CLORETS and its product. 


The defendants manufacture and sell chlorophyll chewing gum under 
the name CLOR-AID, in packages having some resemblance to the CLORETS 
package. 


The retail price of the plaintiff’s package, cLoRETs, since that package 
was put on the market is 15¢, whereas the retail price of defendant’s 
package is but 10¢. 


It is contended that the acts of the defendants are caleulated to 
cause consumers to buy defendants’ product in the belief that it is the 
product of the plaintiff, and that many consumers have bought defendants’ 
product in such belief. Thus the defendants are charged with unfair 
competition. It is claimed too that the name cLOR-AID is commonly referred 
to by the trade as cLoR-alps, and thus infringes plaintiff’s trade mark 
rights. Specimens of the plaintiff’s package, and the challenged package 
of the defendants, are annexed to the complaint. 


First as to the common law trade mark, cLorets: I do not think the 
plaintiff has sustained its claim of infringement of the common law trade 
mark. Apparently this is a commercial period in which the term ‘‘chloro- 
phyll’’ is very much in the public mind, and its supposed beneficial medical 
value has led to the adoption by many manufacturers of terms suggesting 
the presence of chlorophyll. The proof leaves no doubt that chlorophyll 
chewing gum has been and is sold in the United States by those other than 
the parties in suit under varying names, as for example 


CHLOR-I-CHEW CLORODETS 
CHLOR O FRESH CLOROGUM 
CHLOROGUM CLORO MINT 
CLOR-AMO CLOROSIN 
CHLORO-LEAF CLOR-0-GEM 
CHLORO-MINTS CLORO-NIPS 
CHLOROPHYLLETS CIARONS 


Trade marks have been registered by parties other than those involved 
in this action of the following names: 
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CLORYL CLORO-BRETH 
CHLOROPHYLLETS CLOR-0-GEMS 
CHLORODEL-MINTS 






and registration has been sought of additional names: 










CLORO-GUM CLORACTIV 
CLOROSIN CLORIZED 
CHLORO-HINT 














In view of the foregoing, it is difficult to conclude that the trade mark 
CLORETS is infringed by the trade mark cuior-am. The syllable ‘‘clor’’ 
(or ‘‘chlor’’) seems very much in the public domain. ‘‘Ets’’, the second 
syllable of plaintiff’s mark, does not foreclose the defendants from the 
use of their second syllable, ‘‘aid’’, even though in certain French speaking 
sections of the country, plaintiff’s second syllable would be pronounced 
somewhat as is defendants’ second syllable. Nor is the situation changed 
unfavorably to the defendant by any use of the plural ‘‘aids’’ by purchasers 
of defendants’ gum. 












Incidentally we should consider here the use of the name CLORODETS. 
The Crawford Gum Co., Inc., plaintiff’s predecessor, in the use of the 
name CLORETs, brought an action in the United States District Court for 
the District of Columbia against Dorchester Products Co. et al. in which 
the plaintiff sought to enjoin the defendants from using the mark CLORODETS 
as an infringement of plaintiff’s trade mark cLorets. It appears that the 
action was dismissed with prejudice, the parties having on July 14, 1951 
entered into a settlement agreement wherein the defendant was released 
from all charge of infringement. In the settlement agreement it is recited 
that the Dorchester defendants had filed applications for registration of 
trade marks CLORODETS and CLORETS in the name of Dorchester Products 
Company, and this stipulation further provided that Dorchester should 
abandon the application for registration of cLoRETS, but not for the 
registration of cLORODETS. The agreement recited: 


















‘“‘The parties hereto agree to cooperate in such manner as re- 
quired to effect and expedite the use of registration to Dorchester 
Products Company of the trade mark cLoropeTs and the issue of 
registration to Crawford Gum Co., Inc. of the trade mark CLORETS.”’ 












Thus the latter registration was issued as No. 555,672 on March 4, 
1952. It is not particularly important to determine whether the settle- 
ment of that law suit arose out of an alleged earlier use of the term 
CLORODETS by the Dorchester Company. On the evidence in this suit, one 
cannot speculate as to that. However, what does stand out is, if plaintiff’s 
predecessor was willing to permit CLoRoDETS to be continued to be used 
by the Dorchester Company, an inference would lie that Crawford Com- 
pany did not believe that cLoropEts infringed CLORETS. 
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Added to the other more or less general use by other manufacturers 
of various combinations of derivatives of chlorophyll, it follows that the 
common law trade mark CLORETS was not infringed by the use of the term 
cLor-AlIp. See Parfumerie Roger & Gallet v. M.C.M. Co. 24 F.2d 698; 
Dizxi-Cola Laboratories v. Coca-Cola Co., 117 F.2d 352 [31 TMR 39]. 


The issue of unfair competition presents greater difficulty. Both 
sides sent out shoppers in order to make a survey in respect to confusion. 
The plaintiff, from the surveys made by its representatives, draws the 
inference that frequently when CLORETsS chewing gum was asked for, they 
were supplied with defendants’ packages. Contrawise, defendants’ 
shoppers encountered no such confusion. 


Neither of these surveys seems particularly convincing. At least 
this, however, must be considered, that in some instances, when the pur- 
chaser asked for one he got the other. Whether such confusion stemmed 
from similarity in packaging, or from the carelessness of the retail clerk, 
cannot be determined on the evidence. 


But that confusion can exist seems likely. The defendants, when they 
selected their term cLOR-AID, and when they determined on the design of 
their package, unquestionably knew of the prior use of the plaintiff’s name 
and packaging. Now if we compare plaintiff’s own 15¢ package with de- 
fendants’ 10¢ package, there are certain differences and there are certain 
similarities. But the use of ‘‘Now 10¢’’ on defendants’ package could 
mean only one thing, and that was to rivet the attention of the buyer on 
the thought that he was now getting something for 10¢ that had previously 
cost something more, i.e., the 15¢ package of the plaintiff. Though the 
sizes of the two package are not the same, the color combinations are; a 
combination of green and red predominates in both, as do also the win- 
dows showing the gum specimens. It is true that the red window of the 
plaintiff’s package is circular, and that some sort of cross is indicated, 
whereas the defendants’ package is an eliptical window with the red of the 
window being the continuation of the red on which the word ‘‘chlorophyll’’ 
appears. Both packages contain the phrase ‘‘ Active Ingredient Chloro- 
phyllin.’’ 


On the reverse side they have not much in common. The name of the 
plaintiff appears prominently on its package. There is no name on the 
reverse side to indicate the manufacturer of cLoR-aIp packages say ‘‘12,”’ 
indicating the contents, as do the plaintiff’s packages, the price 10¢ indi- 
cated on one side of the cLor-aip package, and a direction to open. The 
defendant follows the plaintiff in the instruction ‘‘Open here.’’ 


It may be said that the careful buyer would note the dissimilarities, 
and be guided by them, but the careless buyer would not. 


The conclusion is inescapable that with the combination of similarities 
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that have been pointed out, and the use of the selling dodge ‘‘Now 10¢,’’ 
the defendants unfairly sought to invade the plaintiff’s field, and thus 
tended to aid the dealers in passing off defendants’ goods as plaintiff’s. 
See Coca-Cola Co. v. Gay-Ola Co., 200 F. 720, cert. den’d 229 U.S. 613; 
Wolf Bros. & Co. v. Hamilton-Brown Shoe Co., 206 F. 611, aff’d 240 US. 
251; Federal Trade Commission v. Winsted Hosiery Company, 258, U.S. 
483; Reid, Murdoch & Co. v. H. P. Coffee Co., 48 F.2d 817 [21 TMR 172], 
cert. den’d 284 U.S. 621. 





There is no contention that the plaintiff’s product is any better than 
the defendants’ products, and so far as can be inferred from the proofs 
in this case there has been no loss of business. 





The plaintiff is entitled to a very limited injunction in respect to 
plaintiff’s packaging. Perhaps the elimination of the window, or a sub- 
stantial change there, with the name of the defendants appearing promi- 
nently on the package, and a different color combination, would meet all 
reasonable requirements. ‘‘Now 10¢’’ must be permanently abandoned. 
The defendant admits that it no longer uses the ‘‘Now’’ as part of the 
sales price sign. 





In respect to the defendants’ counterclaim, in which the defendants 
seeks the cancellation of the plaintiff’s registration of its trade mark, it 
may be said that that registration is not at issue in the case. The counter- 
claim will be dismissed without prejudice. Settle decree. 


Appropriate findings of fact and conclusions of law will be filed con- 
eurrently with this opinion. 


WESTGATE-SUN HARBOR COMPANY v. WATSON, 
Commissioner of Patents 


No. 11309—C. A., D. C.—June 18, 1953 





REGISTRATION PROCEDURE—APPEALS—R. 8S. 4915 


Where the Court of Customs and Patent Appeals over 20 years ago held that 
BREAST-O’-CHICKEN was confusingly similar to CHICKEN OF THE SEA and hence 
denied registration, said decision is res judicata in an application to register 
said mark under section 2(d) of the Act of 1946; the two intervening Circuit 
Court of Appeals decisions which held that CHICKEN OF THE SEA is descriptive 
and not infringed by use of BREAST-O’-CHICKEN are not relevant because said 
decisions determined the availability of the mark for use but not for registration. 


Registrability decisions based on likelihood of confusion under the Act of 
1905 are res judicata where registration of the same mark is sought under the Act 
of 1946. 


R. S. 4915 action by Westgate-Sun Harbor Company, application 
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serial no. 546,256 filed January 5, 1948. Plaintiff appeals from judgment 
for defendant. Affirmed. Cireuit Judge Fahy dissents with opinion. 


Case below reported at 19 TMR 189, 21 TMR 261, 23 TMR 370, 40 
TMR 266. 


William G. MacKay, of San Francisco, California, and Charles R. Allen, 
Jr., of Washington, D. C. (Charles R. Allen, of Washington, D. C. 
on the brief), for applicant-plaintiff-appellant. 


Joseph Schimmel (E. L. Reynolds on the brief) for Commissioner of 
Patents-defendant-appellee. 


Before CLARK, Proctor and Fany, Circuit Judges. 
CuarK, Circuit Judge. 


This is an appeal from a judgment of the District Court dismissing 
the complaint in an action instituted for the purpose of securing regis- 
tration of appellant’s trade mark BREAST-0’-CHICKEN for canned tuna fish. 


For a proper understanding of the issues, a brief recital of the facts 
and a chronological resume of past proceedings are necessary. 


In 1926, appellant’s predecessor in interest, the Westgate Sea Prod- 
ucts Co.,! filed an application for registration of the trade mark BREAST- 
0’-CHICKEN under the Trade Mark Act of 1905.2 That application was 
opposed by Van Camp Sea Food Co.* on the basis of prior registration of 
its mark CHICKEN OF THE SEA. In 1927, before the Patent Office had taken 
final action on Westgate’s application, Van Camp brought an infringe- 
ment suit against Westgate in the District Court but the Court of Appeals 
for the Ninth Circuit affirmed a dismissal of that action on the grounds 
that the two marks were ‘‘similar neither in appearance nor in sound’’ 
and that Van Camp’s mark was descriptive. The Patent Office thereupon 
dismissed the opposition proceedings and granted Westgate’s 1926 appli- 
cation for registration,> but the Court of Customs and Patent Appeals, 
upon concluding that descriptiveness of Van Camp’s mark was the 
primary holding of the Ninth Cireuit Court, determined that it had the 
power to rule anew on the issue of confusing similarity—at least in so 
far as it related to registration (as distinguished from infringement )— 
reversed the Patent Office, and held that Westgate was not entitled to 
registration because BREAST-O’-CHICKEN was so similar to CHICKEN OF 
THE SEA that ‘‘the use by [Westgate] of the trade mark concurrently with 


1. Since there is no material difference between the rights of appellant and those 
of its predecessor both will subsequently be referred to as Westgate. 

2. 33 Stat. 724 et seq. (1905), 15 U.S.C. §81 et seq. (1946). 

3. Hereinafter referred to as Van Camp. 

4. Van Camp Sea Food Co. v. Westgate Sea Products Co., 28 F.2d 957 (9th Cir. 
1928) cert denied, 279 U.S. 841, 49 S. Ct. 263 (1929). 

5. Van Camp Sea Food Co. v. Westgate Sea Products Co., 3 USPQ 205 [19 TMR 
189] (1929). 
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the use by [Van Camp] of its trade mark would cause confusion in the 
minds of the public * * *.’"6 Meanwhile, Van Camp had initiated a second 
infringement suit against Westgate in the Ninth Circuit and again judg- 
ment in favor of Westgate was affirmed by the Court of Appeals.? The de- 
cision was based squarely upon the proposition that Van Camp’s mark was 
descriptive and therefore not entitled to protection from infringement. 
Confusing similarity was not mentioned by the court. 

Finally, in 1948, after enactment of the Trade Mark Act of 1946,° 
commonly known as the Lanham Act, Westgate filed the present appli- 
cation for registration of BREAST-O’-CHICKEN under Section 2(d) of the 
1946 statute. The Patent Office ruled [40 TMR 266] that while technically 
it was perhaps not bound by the 1931 C.C.P.A. decision, the determination 
made then that the two marks were confusingly similar was at least per- 
suasive and it refused to register Westgate’s mark. The District Court 
held that res judicata actually precluded a redetermination of the issue 
of similarity on the merits, struck the evidence submitted on that point 
and dismissed the action. This appeal followed. 

Appellant urges that the Patent Office erred and that the District 
Court misapplied the doctrine of res judicata when it failed to follow the 
two Ninth Circuit decisions on confusing similarity and relied instead 
upon the C.C.P.A. adjudication of that issue. But confusing similarity— 
or lack thereof—was not even referred to in the second Ninth Cireuit de- 
cision, and it was neither the ratio decidendi of nor necessary to the first 
decision, for the principal holding there, too, was descriptiveness. The 
C.C.P.A. so interpreted the decision and that interpretation takes on added 
plausibility from the fact that the Court of Appeals for the Ninth Circuit 
entirely discards the similarity theory when it had another chance to 
pass upon the issues in 1932.9 

In any event, the Cireuit Court of Appeals never decided, never pur- 
ported to decide, and had no power or jurisdiction to decide, that Westgate 
was entitled to register its mark. Under the statute, the duties of the 
C.C.P.A. in reviewing decisions of the Commissioner of Patents are quite 
different from those of the District Court or Cireuit Court of Appeals in 
infringement actions. The jurisdiction of the former involves the question 
of the right to register, while the jurisdiction of the latter involves the 
right to use.!° Here, the Court of Appeals simply ruled in an interference 





6. Van Camp Sea Food Co. v. Westgate Sea Products Co., 48 F.2d 950, 952 
[21 TMR 261] (C.C.P.A. 1931). 

7. Van Camp Sea Food Co. v. Cohn-Hopkins, 56 F.2d 797 [23 TMR 370] (9th 
Cir. 1932). 

8. 60 Stat. 427 et seq. (1946), 15 U.S.C. §1051 et seq. (1946). 

9. And referring to its earlier decision, the Court of Appeals said that ‘‘[w]e 
there held that BREAST-O’-CHICKEN did not infringe the trade mark CHICKEN OF THE SEA 
for the reason that the word ‘chicken’ * * * was descriptive.’’ 56 F.2d at 797 [23 TMR 
370]. Derenberg, Trade Mark Protection, §61, p. 693 (1936 ed.) comes to the same 
conclusion. 

10. Van Camp Sea Food Co. v. A. B. Stewart Org., 50 F.2d 976 [21 TMR 414] 
(C.C.P.A. 1931); Alwmatone Corp. v. Vitavar Corp., 183 F.2d 612 (C.C.P.A. 1950). 
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proceeding that Van Camp could not compel Westgate to stop using its 
mark, and that ruling stands. Equally efficacious and binding is the 
C.C.P.A. decision that BREAST-O’-CHICKEN may not be registered. 


We realize that these decisions create a somewhat anomalous situation, 
in that Westgate’s mark is available for use but not for registration. But 
Congress provided for final adjudication of each of these issues by a 
different administrative and judicial process and the statutory scheme 
so prescribed may not be superseded by decisions in litigation over re- 
lated but dissimilar questions.14 Consequently, the Patent Appeals Court 
did not err in failing to follow the decisions rendered in the Ninth Circuit,” 
and neither did the District Court when it ruled in this proceeding that 
those decisions have no effect upon the issues before the Patent Office and 
the courts in the present phase of the case. 


The second principal issue raised by appellant relates to certain 
changes which are alleged to have intervened since the C.C.P.A. decision. 
We therefore must consider whether a change of such magnitude occurred 
in the law, in the applicable procedure, or in the facts and circumstances 
of the case during the period elapsed since the C.C.P.A. decision, as to 
make possible a readjudication on the merits of the issues adjudicated at 
that time. 


Section 5 (b) of the Trade Mark Act of 1905, as amended,!* which 


was in effect when the C.C.P.A. decided against Westgate, prohibited 
registration of marks ‘‘which so nearly resemble a registered or known 
trade mark * * * appropriated to merchandise of the same descriptive 
properties as to be likely to cause confusion or mistake in the mind of the 
publie or to deceive purchasers * * * .’’ Section 2 (d) of the Lanham 
Act,14 under which the present action was brought, provides that there 
shall be no registration of any mark ‘‘which so nearly resembles a mark 
registered in the Patent Office or a mark or trade name previously used 
in the United States * * * as to be likely, when applied to the goods of the 
applicant, to cause confusion or mistake or to deceive purchasers * * * .’’ 
The slight difference in wording does not change the test of confusing 
similarity with respect to marks on goods of the same descriptive proper- 
ties and no new right is created by §2(d) as to confusingly similar marks 
of such character. They are not registrable. Unless the intervening 
change in the law is material—and with respect to the sections here rele- 
vant it is not—it cannot prevent a final adjudication of an issue in an 
earlier proceeding from being conclusive upon the courts in any sub- 
sequent action. 


11. Compare Denver Bldg., & Const. Tr. C. v. N.L.R.B., 87 U.S.App.D.C, 293, 
298, 186 F.2d 326 (1950), reversed on other grounds, 341 U.S. 675, 71 S. Ct. 943 (1951). 

12. See Van Camp Sea Food Co. v. A.B. Stewart Org., supra note 10. 

13. 33 Stat. 725 (1905) as amended, 15 U.S.C. §85 (b) (1946). 

14. 60 Stat. 428 (1946), 15 U.S.C. §1052 (d) (1946). 
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Westgate urges to the contrary that procedures now in effect differ 
from those applicable when the earlier case was decided and suggests 
that res judicata should not be applied because of that difference. While 
there is a considerable variance between the 1905 and the 1946 registration 
procedures, that variance again is not of such substantial and material 
character as to preclude application of the doctrine. Under §9 of the Act 
of 1905,15 the dissatisfied party in a registration proceeding (Van Camp) 
had the right to appeal to the C.C.P.A.; but if any party, including the 
would-be registrant (Westgate), elected to proceed in the District Court 
by a bill in equity under Rev. Stat. §4915,?® then dismissal of the C.C.P.A. 
proceedings became mandatory!” and the issue of registrability was de- 
cided de novo by the District Court. Westgate failed to so elect and as 
a result the decision of the C.C.P.A. became a final adjudication of the 
issue. We held in Hemphill v. Coe,!® that ‘‘the remedies [provided by the 
equity action and the C.C.P.A. proceeding] are alternative and mutually 
exclusive’’ and that ‘‘[t]he remedy elected is conclusive of the issues 
raised and those which might have been raised.’’!9 Also, the finality and 
binding character of the earlier decision is not impaired merely because the 
1931 decision was made following an inter partes proceeding (interference 
action by Van Camp pursuant to §6 of the 1905 statute)?° whereas on the 
1948 application the Patent Office denied registration by the ex parte 
method authorized by §12 (b) of the Lanham Act.21 The issue in both 
cases was the same; all the parties required by the statute to be before 
the Patent Office or the particular court were, in fact, represented in each 
ease; and the method or procedure prescribed for final determination of 
the right to registration was pursued. The difference in procedure was 
purely nominal and cannot, therefore, prevent res judicata from being a 
bar to the second proceeding.?? 


As for any possible change in the facts or circumstances, we are not 
certain that the issue is properly before this court, for appellant failed 
to object when Judge Letts struck the evidence introduced for the purpose 
of proving that there had been no actual confusion between the two marks. 
But to dispel any doubt as to our view, we discuss this matter briefly. 


In 1931, when the C.C.P.A. reversed the Patent Office, BrEeast-o’- 
CHICKEN had already been in use for some five years concurrently with 


15. 33 Stat. 727 (1905), as amended by §2 (b) of the Act of March 2, 1929, 
45 Stat. 1476 (1929), 15 U.S.C. §89 (1946). 

16. As amended 35 U.S.C. §63 (1946). 

17. Rev. Stat. §4911 (1875), as amended, 35 U.S.C. §59a (1946). 

18. 74 App. D.C. 123, 124, 121 F.2d 897 (1941), and see cases there cited. 

19. The principles of Hemphill v. Coe, a patent case, are applicable to trade mark 
cases as well. 

20. 33 Stat. 726 (1905), as amended, 15 U.S.C. §86 (1946). 

21. 60 Stat. 432 (1946), 15 U.S.C. §1062 (b) (1946). 

22. Compare Sunshine Coal Co. v. Adkins, 310 U.S. 381, 402 60 S. Ct. 907 (1940). 
And compare, generally, Southern Pacific Railroad v. United States, 168 U.S. 1, 48, 
18 8. Ct. 18 (1897). 
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CHICKEN OF THE SEA. It is not probable that the Patent Appeals Court 
simply disregarded that factual experience or that it based its decision 
solely on a comparison of the marks themselves. No useful purpose would 
be served by permitting the reopening of a case after twenty-two years 
on the ground that there was no confusion during that period if a com- 
petent tribunal had previously determined—either because of the intrinsic 
similarity of the marks or based on the factor of five years’ actual ex- 
perience or both—that concurrent use of the marks was likely to cause 
confusion in the public mind. That is true particularly in view of the 
fact that the absence of actual confusion, even over long periods of time, 
has ‘‘very little probative force,’’** and ‘‘is not a controlling factor.’’*5 


The conclusive effect of a judicial determination of the ultimate fact 
of confusing similarity should not be disturbed simply because some evi- 
dentiary facts from which the ultimate facts might have been inferred had 
not been considered or had been unavailable in the former proceeding.?® 
Otherwise, cases of this type should be reopened again and again, when- 
ever a party collected some more evidence with which to attack and under- 
mine the earlier ruling. Here, as in other fields of law, there must some 
time be an end to litigation, not only in the interest of the adverse party 
who should not be vexed twice or thrice or even more times for the same 
cause, but also in the interest of the state in settled law and legal relations 
and that of courts and litigants in an orderly judicial process which would 
be seriously jeopardized by unnecessary overcrowding of already crowded 
dockets.?7 


We have considered the other points raised by appellant and we find 
no error. Our decision, however, is without prejudice to any application 
for concurrent registration under §2 (d) which appellant might wish to 
file in the Patent Office. 


Affirmed. 
Fany, Circuit Judge, dissenting. 


I agree with all the reasons stated by Judge Clark, except one, as to 
why the 1931 decision in Van Camp Sea Food Co., Inc. v. Westgate Sea 


23. The court said at p. 252 of 48 F.2d [21 TMR 261]: ‘‘* * * considering the 
similarity of the marks and other facts and circumstances of record, it would seem to 
be clear that the use by appellee of its trade mark concurrently with the use by 
yw 08 of its trade mark would cause confusion in the mind of the public * * *.’’ 
(Emphasis supplied). 

24. Hygenic Products Co. v. Huntington Laboratories, 139 F.2d 508, 512 [34 TMR 
50] (C.C.P.A. 1943). 

25. Celanese Corp. v. E. I. Du Pont, 154 F.2d 146, 147 [36 TMR130] (C.C.P.A. 
19443. See also In re American Fork & Hoe Co., 146 F.2d 510 [35 TMR 21] (C.C.P.A. 

26. Compare In re Barratt’s Appeal, 14 App. D.C. 255, sub nom Barratt v. 
Duell, 1899 C.D. 320 (1899); Taylor v. Marzall, 90 U.S. App. D.C. 350, 196 F.2d 592 
(1952); Hemphill v. Coe, supra. 

27. See Commissioner v. Sunnen, 333 U.S. 591, 596, 68 8S. Ct. 715 (1948). 
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Products Co., 18 C.C.P.A. 1311 48 F.2d 950 [21 TMR 261] (1931), is 
res judicata of the present case.1 The one disagreement leads me to con- 
clude res judicata does not apply. The 1931 decision was rendered on the 
basis of a comparison of the marks themselves and the opinion of several 
witnesses that the use of BREAST-OF-CHICKEN would cause confusion in 
the trade. The mark had not been long in use when the record was made 
on which the 1931 decision was based. The present application came before 
the court below more than twenty years later. Evidence was then offered 
of widespread use of the mark during the intervening years without con- 
fusion in the trade with the Van Camp mark. In a formal sense the issue 
in 1931 and now may be stated in like language, namely, whether the 
mark so resembled the one registered as to be likely to cause confusion 
or to deceive purchasers; but the issue thus stated, turning on the question 
of likelihood of confusion or deception, is not in 1951 the same as it was 
in 1931. The situation is analogous to that described in John Morrell & Co. 
v. Doyle, 97 F.2d 232, 234 (7th Cir.), cert. denied, 305 U.S. 643 (1938), 
a trade mark infringement case, where a prior decision of the Court of 
Customs and Patent Appeals as to the likelihood of confusion due to 
similarity of marks was described as 


‘«# * * nothing more than an opinion, the accuracy of which only 
the future might reveal. It was not a determination of an existing 
or passed fact or event, but was of a speculative nature as to what 
was likely to subsequently occur. The issue here is not what may 
occur, but what has actually taken place. * * * ’’ 


That case involved the right to use a mark, not to register it, as here, 
but the thinking of the court seems pertinent to the present problem. 
The purpose of res judicata, see Commissioner v. Sunnen, 333 U.S. 591, 
597 (1948), is rendered no disservice by holding the doctrine inapplicable 
in the unique circumstances here presented, and where the ‘‘significant 
facts’’ have changed. 333 U.S. at 599. Recurring litigation over the right 
to register the same mark, with no significant difference in the issues, must 
of course be avoided; and the mere availability at a later period of addi- 
tional evidence is not enough to reopen a question adjudicated. But 
something more is here present. The public policy of those principles of 
the trade mark law which are now before us is a continuing one requiring 
current administration. Current application of those principles calls 
for consideration of evidence of experience in the trade for the preceding 


1. I agree with the position taken by the Commissioner of Patents in this court 
that dismissal of the complaint below was on the ground of res judicata, notwith- 
standing some ambiguity due to the fact that the court found and concluded that 
the mark BREAST-O’-CHICKEN so nearly resembled the registered mark CHICKEN OF THE 
SEA as to be likely to cause confusion or to deceive purchasers. The court in the end 
struck cut the evidence tentatively received on these subjects, ruling such evidence 
immaterial because of res judicata. Accordingly, the finding and conclusion of con- 
fusion are to be construed as based on the court’s decision that the issue had been 
adjudicated. 
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twenty years, insofar as material to the question of confusion. I do not 
intimate how the question should be decided, only that it was open for 
decision notwithstanding the 1931 adjudication of the Court of Customs 
and Patent Appeals. If likelihood of confusion should now be found 
registration would not be authorized. On the other hand if such likelihood 
were not found no injury would be entailed by registration. The policy 
of the statute in either event would be furthered. 


The case is distinguishable on its controlling facts from Hemphill 
Co. v. Coe, 74 App. D.C. 123, 121 F.2d 897 (1941). Such cases as Chase 
v. Coe, 74 App. D.C. 152, 122 F.2d 198 (1941), and Taylor v. Marzall, 
90 U.S. App. D.C. 350, 196 F.2d 592 (1952), where a decision of the 
District Court was sought in the same case after resort to the Court of 
Customs and Patent Appeals, are not in point. Of closer application 
is the reasoning in Sprague v. Woll (122 F.2d 128 (7th Cir.), cert. denied, 
314 U.S. 669 (1941). There the Interstate Commerce Commission had held 
that a certain interurban railroad line was not part of a general railroad 
system, an important holding bearing on the railroad’s obligations under 
the Railway Labor Act. This decision was upheld by the Supreme Court. 
Thereafter the question was reopened by the Commission and decided 
differently. On review the Court of Appeals held that the Commission 
was not bound by the earlier decision of the Supreme Court. It followed 
that the reviewing court also was not bound. 


In my opinion the appellant, plaintiff below, was not barred from a 
hearing and decision on the merits, that is, on the question of likelihood 
of confusion, notwithstanding the 1931 decision of the Court of Customs 
and Patent Appeals in Van Camp Sea Food Co., Inc. v. Westgate Sea 
Products Co., supra. I would reverse and remand. 


THE AMERICAN AUTOMOBILE ASSOCIATION 
(INCORPORATED) et al. v. SPIEGEL 


No. 242—C. A. 2—June 25, 1953 


CouRTS—JURISDICTION 
TRADE-MarK Act oF 1946—CoNSTRUCTION—SECTION 44(b), (h), (i). 

Where the claim for trade-mark infringement is too unsubstantial to support 
dependent jurisdiction over the claim for unfair competition under 28 U.S.C. 
1338(b), Section 44(b), (h) and (i) does not confer jurisdiction on the federal 
courts over all instances of unfair competition in interstate commerce regardless 
of the amount involved or diversity of citizenship of the parties. 


Suit for trade-mark infringement and unfair competition by The 
American Automobile Association (Inc.) et al v. Spiegel. Defendant 
appeals from a summary judgment for plaintiff. Reversed. 
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Case below reported at 42 TMR 247. 
Noel Rubinton of Brooklyn, New York for defendant-appellant. 







Leo T. Kissam of New York, N. Y., for plaintiff-appellee. 






Before Swan, Chief Judge, and L. Hann and Frank, Circuit Judges. 


L. Hanp, Circuit Judge. 









The defendant appeals from a summary judgment, enjoining his use 
of the plaintiffs’ trade mark. The action was brought by the American 
Automobile Association and the Automobile Club of New York to protect 
the Association’s trade mark, AAA—enclosed in an oval—from infringe- 
ment by the defendant, who operates a small automobile filling station 
in Brooklyn. The defendant, a citizen of New York, does not dispute 
that he displays the mark in public view at his station, or that he does so 
in order to protect his business from the competition of filling stations 
that the plaintiffs allow to display it. He asserts, however, that the plain- 
tiffs are not entitled to enjoin him, because they themselves are using the 
mark: (1) in violation of Article 8, § B36-103 of the Administrative Code 
of the City of New York; and (2) as a means to effect an unlawful 
restraint of competition between filling stations. The facts, as disclosed by 
the pleadings and affidavits, are as follows. The Association is a Connecti- 
cut corporation, not organized for profit, but generally to promote favor- 
able conditions for private motoring: among its activities are advocating 
legislation, road-making, making and distributing road maps and lists of 
accredited service and repair stations, and other conveniences for the 
motoring public. It has a membership of 2,700,000. The Club is a New 
York corporation—one of a number of subsidiaries, all subject to the con- 
trol of the Association. It grants ‘‘affiliation’’ to filling stations like the 
defendant’s, when it is satisfied as to their dependability and general 
character; and it distributes gratuitously to them maps and a number 
of other articles that it buys from the Association, which the ‘‘affiliates’’ 
in turn distribute gratuitously to their customers. It gives leave to 
“‘affiliates’’ to display the trade mark, but it periodically inspects them, 
investigates complaints against them, corrects their mistakes, and supplies 
their inadequacies. The Association has registered fifteen trade marks 
that cover a great variety of articles, none of which, however, the defend- 
ant distributes except road maps, and possibly other prints or posters. 
































The two violations of law with which the defendant charges the 
plaintiffs are these. The first is that each ‘‘affiliate’’ enters into a written 
contract with the Club agreeing to pay to it ‘‘a dividend of 10% on the 
net amount of all purchases of merchandise or services’? made from the 
‘‘affiliate’’ ‘‘by members of the Club.’’ This is done by the ‘‘affiliate’s’’ 
buying coupons from the Club, and delivering to every member of the 
Association coupons for ten per cent. of any purchase he may make. If the 
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member presents the coupons to the Club, the Club will redeem them, so 
that the member finally receives a discount of ten per cent. upon the 
posted cost of gasoline, or upon any other purchases he may make from 
the “affiliate.” The defendant alleges that, as to gasoline, this is a viola- 
tion of the section of the Administrative Code, that we have cited, which 
provides that no one shall sell ‘‘gasoline unless the seller shall post * * * 
on the * * * pump * * * a sign or placard,’’ of prescribed dimensions, 
stating clearly * * * the selling price,’’ and which further provides that 
no other ‘‘sign or placard stating or referring directly or indirectly to 
the price or prices of gasoline’’ shall be displayed. The argument is that 
the trade mark publicly states, though ‘‘indirectly,’’ to all members of 
the Association that they can buy gasoline at a discount of ten per cent; 
and that this unlawful practice is so direct a consequence of the plaintiffs’ 
use of the trade mark as to prevent its protection by injunction under 
the well settled principle that equity will not intervene to prevent the 
invasion of a private right which the plaintiff is using for an unlawful 
purpose. The defendant goes further. He asserts that, although an 
‘‘affiliate’s’’ contract with the Club forbids him to give any discount to 
any of his customers in the sale of gasoline, in practice the ‘‘affiliates’’ 
do not so limit themselves; but, in order to avoid the odium of discrim- 
inating between their customers, they pay a cash discount to those who 
are not members of the Association. He says that this practice the plaintiffs 
know to exist, and have made no effort to repress; and in consequence the 
trade mark has come to mean to all passing motorists that the ‘‘affiliate’’ 
displaying it will in one way or another give them a discount from the 
published price of ten per cent. The second violation of law with which 
the defendant charges the plaintiffs is that, although the Club selects 
‘‘affiliates’’ in part because of their general reliability and competence, an 
applicant for ‘‘affiliation’’ must satisfy another condition. If within a 
quarter of a mile of his filling station there is already an ‘‘affiliate’’ who 
sells gasoline of any kind, or within a mile an ‘‘affiliate’’ who sells the same 
kind of gasoline as that which the applicant sells, the Club will refuse 
the application. This practice, the defendant argues, is a violation of the 
Anti-Trust Acts, and for that reason too a court of equity will not protect 
the mark. 


Finally, the defendant, not only denies that he infringes any of the 
plaintiffs’ trade marks, but insists, that their claim is not ‘‘substantial’’ 
enough to support any dependent jurisdiction of the court under the 
Judiciary Act.1 The only section of the Trade Mark Act that defines the 
infringement of a trade mark? declares that it consists of a use of the 
mark ‘‘in connection with the sale, offering for sale, or advertising of 
any goods or services on, or in connection with, which such use is likely 


1. Sec. 1338(b), Title 28, U. 8. C. 
2. Sec. 1114(1) (a), Title 15, U. 8. C. 
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to cause confusion or mistake or deceive purchasers as to the source 
of origin of such goods or services.’’ The plaintiffs had, therefore, to 
prove that in selling his goods the defendant used one or more of 
their marks ‘‘on’’ them, or ‘‘in connection with’’ their sale, in such a 
way that his use was likely to lead purchasers to suppose that the ‘‘source 
of origin’’ of the goods he sold was the plaintiffs. Since all the plaintiffs’ 
marks are for articles that the Club distributes gratis to its customers, the 
plaintiffs must point to some articles that the defendant sells which, 
because of his use of the mark, are likely to be taken by the buyer as the 
plaintiffs’. The nearest approach to any such goods is the maps that the 
defendant distributes to his customers when they buy gasoline; and it 
would indeed stretch the language to say that he ‘‘sells’’ maps to his 
customers at all, for they do not enter into the price of the gasoline that 
he does sell. However, even if we were to accept his distribution of them 
as a ‘‘sale,’’ by no possibility could we hold that the customers were 
‘‘likely’’ to suppose that they came from the plaintiffs. The only evidence 
is that the defendant received the maps he gave away from the Socony- 
Vacuum Company, and presumably they bore on their face that com- 
pany’s name. Be that as it may, it is quite untenable to suppose that, 
because he displayed the plaintiffs’ trade mark in front of his station, 
his customers were led to think that the plaintiffs were the source of the 
maps. Possibly upon a trial that may be made to appear, but this record 
does not give the slightest warrant for any such conclusion. Not only was 
there no support for a finding of infringement, but the claim was too 
‘‘unsubstantial’’ to support the dependent jurisdiction over the claim for 
‘‘unfair competition.’’ If the judgment is to stand, it must rest in some 
other section of the Act than § 1114 (1) (a). 


The Ninth Cireuit in two recent decisions has indeed held that § 1126 
gives jurisdiction to the district court over all claims by those engaged in 
interstate commerce, against unfair competition, even though the infringing 
acts are not themselves in interstate commerce.* The Court of Customs and 
Patent Appeals approved this doctrine obiter in In re Lyndale Farm, 186 
F.2d 723 [41 TMR 244] ; on the other hand, three district courts have held 
the contrary.* In Dad’s Root Beer Company v. Doc’s Beverages, 193 F.2d 
77 [42 TMR 37], a majority of this court expressly reserved expressing 
any opinion on the point, because it was not necessary; but we cannot 
avoid deciding it here, because, if the doctrine is right, the district court 
certainly had jurisdiction, even though the defendant’s business was 
altogether intrastate. The argument is that, although § 1114 (1) (a) may 
require the registration of a mark and its infringement by some act in 


3. Stauffer v. Exley, 187 F.2d 962 [40 TMR 960]; Pagliero v. Wallace China Co., 
198 F.2d 339 [42 TMR 839]. 

4. Ross Products, Inc. v. Newman, 94 F. Supp. 566 [41 TMR 161] (Ryan, J.) ; 
Old Reading Brewery v. Lebanon Valley Brewery, 102 F. Supp. 434 [42 TMR 109] 
(Follmer, J.) ; Ronson Art Metal Works v. Gibson Lighter Manufacturmng Co., 108 F. 
Supp. 755 [43 TMR 190] (Edelstein, J.). 
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interstate commerce, § 1126 gives the district court jurisdiction, whenever 
the plaintiff is engaged in interstate commerce with which the defendant 
unfairly competes. That this is the ‘‘intent” of the Act is to be gathered 
from the concluding paragraph of § 1127, which states that one of a num- 
ber of its purposes is ‘‘to protect persons engaged in such commerce against 
unfair competition.” Even if that language stood alone, and could not be 
reasonably referred to some more specific section, we should long hesitate 
to find it in warrant for so sweeping an assertion of Congressional power, 
adding to the jurisdiction of federal courts all instances of unfair com- 
petition with interstate commerce, regardless of the amount involved, or 
the citizenship of the infringer (§ 1121). However, when we do find, as we 
do, an express section that deals with ‘‘unfair competition” it seems to us 
that we should attribute the language quoted to that section, particularly 
when we remember that the infringement of a trade mark is in itself a form 
of “unfair competition.’’ Before yielding to the literal meaning of the 
words we should examine the Act to see whether it does not elsewhere 
define more specifically its intent on this subject. 


Subsection 1126(h) declares that “any person designated in subsection 
(b) as entitled to the benefits and subject to the provisions of this chapter 
shall be entitled to effective protection against unfair competition and 
the remedies * * * for infringement of marks shall be available, so far as 
they may be appropriate in repressing acts of unfair competition.’’ Since 
this subsection is limited to ‘‘persons designated in subsection (b),’’ we 
look to that subsection to learn its scope. It grants to aliens and to others, 
domiciled, or doing business, in a foreign country ‘‘the benefits * * * of 
this chapter to the extent and under the conditions essential to give effect 
to any such conventions and treaties’’; i.e., to those conventions and treaties 
that the subsection has just mentioned. The first two of these are specified 
conventions of 1883 and 1929, and the third is described as ‘‘any other 
convention or treaty relating to trade marks, trade or commercial names 
or the repression of unfair competition.’’ Since only persons so described 
are entitled to protection against ‘‘unfair competition,” no one may invoke 
the remedies otherwise available under the Act to whom some ‘“‘benefit’’ has 
not been granted by a “convention’’ or a ‘‘treaty.’’ Since subsection (b) 
is confined to aliens and non-residents, the plaintiffs must bring them- 
selves within subsection (i), upon which alone jurisdiction over this action 
must rest. It provides that United States citizens “shall have the same bene- 
fits as are granted by this section to persons described in subsection (b) 
of this section.’’ That means that citizens shall have whatever ‘‘benefits’’ 
subsection (b) gives to aliens; and, so far as concerns ‘‘unfair competi- 
tion,” those ‘‘benefits’’ are limited to such as may be found in some ‘‘con- 
vention or treaty relating to * * * the repression of unfair competition.” 
The purpose of this subsection, quite clearly, is no more than to extend 
to citizens and residents those ‘‘benefits’’ that any “convention or treaty’’ 
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gives to aliens, including the same remedies for ‘‘ protection against unfair 
competition”’ that subsection (h) gives to aliens. (The same purpose 
appears in subsection (g) as to ‘‘trade names.’’) Having implemented such 
‘‘eonventions and treaties” by subsections (g) and (h) in favor of aliens, 
Congress very naturally wished to put citizens on an equal footing. We 
are forced to the conclusion that the Act does not give jurisdiction to the 
district courts over an action brought by any plaintiff with whose inter- 
state commerce the defendant has unfairly competed. 


The judgment must therefore be reversed. However we will not 
dismiss the complaint, but will remand the cause to the district court for 
further proceedings in accordance with the foregoing opinion. Conceivably 
upon a trial the plaintiffs may be able to prove that the defendant has 
either infringed some one or more of the plaintiffs’ trade marks, or at 
least that they have sufficiently proved a ‘‘substantial * * * claim under 
the * * * trade mark laws’’ “related’’ to the plaintiffs’ “claim of unfair 
competition,’’ to bring the action within the Judiciary Act.5 We do not now 
decide anything about the defenses, except that if the court should con- 
clude that it has jurisdiction over the action, it should not attempt to 
dispose of the merits summarily, but only after a trial. We think that 
the defenses present issues that are by no means frivolous, and that may 
be decided only after the facts are fully developed. 


Judgment reversed; cause remanded. 


PRICE VACUUM STORES, INC. v. ADMIRAL CORPORATION 
No. 5858—Commissioner of Patents—June 4, 1953 


CANCELLATION—PLEADING AND PRACTICE 
Petition for cancellation fatally defective for failure to allege directly or by 
implication that the goods of petitioner and those goods specified in the registra- 
tion under attack are such that their sale under the notation in controversy would 
be likely to cause confusion or mistake or deception of purchasers in trade. 
Where petitioner relies on civil suit brought by respondent to prove that 
parties’ goods are of same descriptive properties, petitioner is also bound by final 
decision in that civil suit. 


Cancellation proceeding by Price Vacuum Stores, Inc. v. Admiral 
Corporation, Registration No. 409,912 issued October 31, 1944. Petitioner 
appeals from decision dismissing petitioner. 


Caesar & Rivise of Philadelphia for petitioner-appellant. 


Wilkinson, Huxley, Byron & Hume of Chicago, Illinois, and J. Darrell 
Douglass of Cleveland, Ohio for respondent-appellee. 


5. Sec. 1138(b), Title 28, U, 8. C. 
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McCann, Examiner in Chief. 


This is an appeal by Price Vacuum Stores, Inc., from the decision of 
the Examiner of Interferences granting respondent’s motion for dismissal 
of the petition as amended to cancel respondent’s registration No. 409,912 
for the trade-mark apmiRAL, for failure to state facts upon which relief can 
be granted. 


The examiner points out that this cancellation proceeding is one of ten 
eancellation proceedings brought by petitioner against Admiral Corpora- 
tion, respondent, and are in the nature of a counteraction, provoked by 
certain opposition proceedings heretofore brought by the respondent against 
applications for registration filed by the petitioner, and by a previously 
instituted civil action for infringement filed by the respondent against a 
wholly-owned subsidiary of the petitioner. All of the prior proceedings 
involved the question of the proprietary rights of the parties in the mark 
ADMIRAL and in all of which respondent herein has relied in part on the 
registration here under attack as evidence of its ownership of that mark. 
Proceedings in the other nine above mentioned cancellations have been 
suspended pending termination of this appeal. 


The examiner also points out that it appears to be petitioner’s theory 
that respondent’s action in bringing the said prior proceedings is in and of 
itself injurious to the petitioner and constitutes a ground for cancellation 
of respondent’s registration if it can be shown for any reason that the reg- 
istrations are invalid, regardless of whether or not it ultimately may appear 
in any of the several proceedings now pending between the parties that 
conflict exists between their purported rights. The Examiner of Inter- 
ferences held, however, it is well settled that in order to establish injury 
because of the registration of a trade-mark, it must be alleged and shown 
not only that the registration is invalid, but that the presence of the mark 
thereof on the register is inconsistent to some right to the use of a similar 
term, for the same goods which the petitioner for cancellation possesses 
under the Trade-Mark Act; and further, that the petition for cancellation 
must be sufficient in itself independently to state a proper cause of action, 
notwithstanding that the petitioner for cancellation may have been charged, 
correctly or incorrectly, with a violation of the trade-mark rights of the 
respondent. The Examiner of Interferences pointed out that the petitioner 
herein can have no proper interest in the question of respondent’s right to 
registration in the cancellation proceedings unless the goods of the party 
and those specified in the registration under attack are such that their sale 
under the notation in controversy would be likely to cause confusion in the 
trade. The examiner of Interferences held that the petition for cancellation 
was fatally defective because of the omission of an allegation which either 
directly or by implication raises such an issue and the examiner cited the 
following decisions as authority for his position: The Goheen Corporation 
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v. The White Co., 29 C. C. P. A., 926, 127 F.2d 481, 53 USPQ 52, [32 
TMR 241]; Brown & Bigelow v. The International Silver Company, 86 
USPQ 460, [40 TMR 469]; The Coca-Cola Company v. Rodriguez Flavor- 
ing Syrups, Inc., 89 USPQ 36, 645, [41 TMR 463]; O. G. 1072; Pepsi- 
Cola Company v. Vess Dry Company of Ohio, 636 O. G. 1089, 85 USPQ 
511, [40 TMR 595]; New England Glass Works, Inc. v. Untermeyer, Rob- 
bins & Co., 601 O. G. 533, 74 USPQ 137, [87 TMR 600] ; Leon v. McKesson 
& Robbins, Incorporated et al., 601 O. G. 535, 74 USPQ 139; The United 
States Time Corporation v. Medicated Products Company, 597 O. G. 609, 
72 USPQ 377, [87 TMR 275] ; Polaroid Corporation v. Sun Glass Indus- 
tries, Inc., 581 O. G. 522, 67 USPQ 239; The William Carter Company v. 
William B. Schwartz, 601 O. G. 536, 74 USPQ 191, [837 TMR 604] ; Brown 
Shoe Company, Inc. v. A. Werman & Sons, Inc., 608 O. G. 854, 76 USPQ 
356, [388 TMR 372] ; Juliana Underwear Company v. Drittel, 589 O. G. 502, 
70 USPQ 40. 


Petitioner contends inasmuch as respondent has sued petitioner’s 
wholly-owned subsidiary (Admiral Corporation v. Penco, Inc., Civil Ac- 
tion No. 5036, in the U. S. District Court for the Western District of New 
York), for infringement of its mark and has based said suit on respondent’s 
assertion that the goods of Penco, Inc., are of the same descriptive prop- 
erties as those of respondent, that respondent has tendered in this pro- 
ceeding the issue of likelihood of confusion based on goods of the same de- 
seriptive properties. 

In answer to this argument by the petitioner the examiner states that 
the most that can be said for it is that as presently worded the petition in 
this respect tendered issue merely as to whether or not the respondent has 
raised such question in the other proceedings referred to, and that a respon- 
sive answer thereto did not present the matter of likelihood of confusion 
as an issue for determination in this proceeding. 


It seems clear for a study of the decisions cited by the examiner that 
his decision dismissing the petition for cancellation on the ground that it 
was fatally defective because of the omission of an allegation that the goods 
of the petitioner and those specified in the registration sought to be can- 
celed are such that their sale under the notation apmMrRaL would be likely 
to cause confusion or mistake or deception of purchasers in trade was 
proper and is affirmed. 


On August 1, 1952 a decision was rendered by the District Court of 
the United States for the Western District of New York, 106 F. Supp. 
1015, 94 USPQ 228, [42 TMR 853], in the above-mentioned Civil Action 
5036, wherein judgment was rendered for plaintiff [Admiral Corporation 
here] and a permanent injunction issued against the defendant there 
[Penco]. In the above-mentioned Civil Action No. 5036 Penco, Inc., 
[wholly owned subsidiary of petitioner here] in its answer placed the 
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validity of respondent’s registration No. 409,912 in issue. [Paragraphs 3 
and 4 of item No. 4 and items 10 and 11 of Penco’s answer.] In items 2 
and 3 of the conclusions of law and in items 2 and 3 of the judgment, the 
court adjudged and decreed that the Admiral Corporation [respondent 
here] was the owner of the trade-mark here in issue and that the said 
registration was valid. 


The decision of the District Court was affirmed by the United States 
Court of Appeals for the Second Circuit in Admiral Corporation v. Penco, 
Inc., No. 173, decided April 1, 1953, 97 USPQ 24, [438 TMR 616]. 


In a memorandum filed April 17, 1953, the respondent calls attention 
to the fact that the issue in Admiral Corporation v. Penco, Inc., Civil 
Action No. 5036, had been finally determined by the decision of the 
Court of Appeals, supra, and respondent urges on the basis of these facts 
that the additional ground of res judicata be recognized in support of the 
examiner’s decision. 


In reply to respondent’s memorandum petitioner urges that res 
judicata does not apply because the petitioner herein, i. e., Price Vacuum 
Stores, Ine., and the defendant in the above-mentioned Civil Action 5036, 
i. e., Penco, Ine., are not the same although petitioner admits that Penco, 
Ine., is a wholly-owned subsidiary of petitioner. 


As noted above petitioner specifically argued that since the respondent 
(Admiral Corporation) had sued petitioner’s wholly-owned subsidiary, 
Penco, Inc., on the grounds that the goods of the parties were of the same 
descriptive properties, respondent had tendered the issue of likelihood of 
confusion in the instant case based on goods of the same descriptive prop- 
erties. In other words, petitioner’s sole basis for damage in this proceeding 
is its reliance on its ownership of Penco, Ine. Petitioner cannot rely upon 
the Admiral Corporation’s suit against Penco, Inc., as a basis for damage 
in this proceeding and at the same time not be subject here to the final de- 
cision in that suit. 


The decision of the Examiner of Interferences is affirmed. 


WINE CORPORATION OF AMERICA v. CRYSTAL WINE CO. 
Nos. 29899, 29900—Commissioner of Patents—June 4, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
AFFA pavit for kosher type wines is confusingly similar to composite mark 
MOGEN DAVID, pictorial and design matter for identical goods. 
There is neither legal nor moral ex:use for even an approximate simulation of 
a well-known mark applied to goods of the same descriptive properties. 


Opposition proceeding by Wine Corporation of America v. Crystal 
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Wine Co., Serial Nos. 586,913 and 568,914 filed October 27, 1949. Appli- 
cant appeals from decision sustaining oppositions. Affirmed. 


Wallenstein & Spangenberg of Chicago, Illinois for opposer-appellee. 
Dawson & Ooms of Chicago, Illinois for applicant-appellant. 
McCann, Examiner in Chief. 


These are appeals from the decision of the Examiner of Interferences 
sustaining the oppositions brought by Wine Corporation of America in 
opposition No. 29,899 and opposition No. 29,900, to the registration of arra 
DAVIT, written in Old English print, by Crystal Wine Co., as applied to 
wines. 


The opposer relies upon the allegation of prior use and ownership of 
a composite mark shown in registration No. 399,703, consisting of the trade- 
mark MOGEN DAVID associated with certain pictorial and design matter as 
applied to wine. The statutory basis for the oppositions is that clause of 
section 2(d) of the Trade-Mark Act of 1946 which relates to ‘‘confusion or 
mistake or deception of purchasers.’’ A joint stipulation of facts has been 
filed in lieu of testimony in the above identified oppositions. 


Both oppositions were considered on the same record and briefs, and 
a single decision rendered in both cases by the Examiner of Interferences. 
Both parties were represented at the hearing. 


In his decision the Examiner of Interferences states: 


**It is agreed in the stipulated evidence that the products of the 
parties are identical in kind, both thereof being wines of the ‘Kosher’ 
type; that the opposer through its predecessors in business has had use 
of the mark shown in its registration since February, 1934, long prior 
to February, 1949, the earliest date of use claimed by the applicant ; 
that sales of the goods with which the opposer’s mark has been used 
have amounted to over twenty-five million dollars in value from the 
date of its initial use thereof in 1934 until October, 1950; that its 
expenditures for advertising the product during that time in various 
media including magazines, newspapers, display material, and radio 
and television broadcasting have exceeded three and one-half million 
dollars, of which two and three-quarter million dollars applied to the 
period October 1, 1947 to October 15, 1950; and that the applicant, 
prior to the adoption of the marks disclosed in its applications ‘was 
fully familiar with the substantial advertising, substantial sales and 
the commercial success which opposer has achieved in the sale of its 
wine under the trade-mark MOGEN DAvip.’ It is further stated in the 
stipulated evidence that the ‘applicant made only a token sale and 
shipment of its wine under the trade-mark arra pAvir in February 
1949 and, since that date, has made no sales nor shipments of com- 
mercial amounts of wine’ thereunder, it being the applicant’s position, 
however, that it has properly complied with the statutory require- 
ments for its applications, and that because of personal friendship 
between officers of the corporate parties hereto, ‘it has voluntarily re- 
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frained from offering for sale in the channels of commerce its wines 
under the trade-mark arra DAvit until such time as disposition of the 
above-entitled oppositions has occurred.’ ’’ 


The Examiner of Interferences points out that the marks sought to be 
registered contain nothing resembling the design and pictorial matter ap- 
pearing in opposer’s registration. It is the examiner’s opinion that the 
goods with which these marks are used normally would be remembered and 
ordered by the respective literal designations AFFA DAVIT and MOGEN DAVID, 
and therefore the question to be decided is whether or not the use of such 
designations are likely to cause confusion. The examiner held that the 
words DAVID and Davir are practically indistinguishable in sound and would 
afford a plausible explanation for substitution of the goods, whether in- 
advertent or intentional, and it was the examiner’s opinion that, in any 
event, as applied to the identical item of Kosher wines, the similarities 
between the marks are such as to be reasonably likely to result in con- 
fusion or mistake or deception of purchasers. 


Applicant contends that opposer’s trade-mark is totally dissimilar in 
meaning, since the words MOGEN DAVID mean the sTAR OF DAVID in the 
Hebrew language, and the meaning of the word arrapavirt [sic] is an oath 
or sworn statement in writing. Strictly speaking arrapaviT has no mean- 
ing since it is not listed in the dictionary. However, the resemblance to 
‘‘affidavit’’ is obvious. It is agreed that MOGEN DAVID and AFFA DAVIT have 
nothing in common with respect to meaning. 


Applicant also contends that the respective marks are different in 
appearance, since opposer’s mark is a composite mark containing features 
other than the words MOGEN pAvip; whereas applicant’s marks in contrast 
consist of the word aFrra DAviT written in Old English lettering in one 
application and the word arra pavit in Old English lettering, printed on 
a scroll in the other application. 


Applicant also states that by calling its wine arra Davit it was trying 
to intimate to the purchasing public that this was applicant’s affidavit of 
a genuine product which had been aged to give the public a more quality 
product. This argument is not convincing and does not explain why affi- 
davit was not only misspelled but was also separated into two words each 
starting with a capital letter thereby establishing a distinct resemblance 
between the marks insofar as the words pavit and DAvip are concerned. 


Applicant also contends that the first part of each mark, that is the 
words AFFA and MOGEN, are wholly dissimilar in sound and that it is only 
in the last part of its marks and opposer’s mark, that is, in the words 
DAVID and pavitT, that there is any similarity. Applicant insists that the 
phonetic equivalents therebetween is largely dissipated when the meaning 
of the marks play such an important role, especially in view of the total 
dissimilarity of the marks when viewed as a whole. 
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As noted above, the stipulated facts set forth that opposer has spent 
more than $3,500,000.00 from 1934 until October, 1950, advertising its 
product under its trade-mark in various media including magazines, news- 
papers and radio and television broadcasts, of which $2,750,000.00 applies 
to the period October 1, 1947, to October 15, 1950. This, of course, means 
that MOGEN DAVID wine is advertised by the spoken word over the radio 
and television. When so advertised, it seems to me that there is a clear 
likelihood of confusion between applicant’s mark aFFa DAVIT and opposer’s 
mark MOGEN DAVID, since only the words MOGEN DAvip would be spoken. 
These marks have the same cadence, and since the second words of each are 
practically indistinguishable when spoken the marks as a whole could be 
readily confused by both purchasers and dealers when the goods were 
ealled for or identified by these names, as they normally would be. 


It has been repeatedly declared that there is neither legal nor moral 
excuse for even an approximate simulation of a well-known mark applied 
to goods of the same descriptive properties, and that, when an attempt to 
effect such simulation becomes apparent, the two marks should not be 
examined with a microscope to detect minute differences, but, on the con- 
trary, should be viewed as a whole, as the general public would view them; 
in other words, that the points of similarity are of greater importance 
than the points of difference. Guggenheim v. Cantrell & Cochrane, Lim- 
ited, 56 App. D. C. 100, 10 F.2d 895, 1926 C. D. 221; Kaut-Reith Shoe Co. 
v. International Shoe Co., 45 App. D. C. 545, 239 O. G. 939; O. &@ W. Thum 
Co. v. Dickinson, 46 App. D. C. 306, 240 O. G. 237. 


In the instant case the parts of the respective marks which are prac- 
tically identical in sound are neither generic nor descriptive of the goods, 
and it is my opinion that due to the manner in which applicant’s marks 
are presented as well as to the practical identity in sound of the last word 
of each mark that there would be a distinct likelihood of confusion if these 
marks were contemporaneously used on the goods. Van Pelt & Brown, Inc. 
v. John Wyeth & Brother, Inc., 34 C. C. P. A. 1033, 161 F.2d 244, 73 
USPQ 408; McKesson & Robbins, Incorporated v. Aaron Morse, 621 O. G. 
962, 80 USPQ 377, [39 TMR 248] ; Abbott Laboratories v. Ayerst, McKenna 
& Harrison, Limited, 600 O. G. 674, 73 USPQ 489; The Hygienic Products 
Company v. Lion Chemical Company, 91 USPQ 348, [42 TMR 139]; The 
Glidden Company v. Zac-Lac Paint & Lacquer Company, 91 USPQ 295; 
[42 TMR 71]; Ex parte Peerless of America, Inc., 631 O. G. 942, 84 
USPQ 99, [40 TMR 166}. 


The decision of the Examiner of Interferences is affirmed. 


Te 
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THE COCA-COLA COMPANY v. NATIONAL NUGRAPE COMPANY 
Nos. 28,629 and 30,571—Commissioner of Patents—June 8, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
TROPICOLA, COLA disclaimed, is not confusingly similar to coca-coLa for identi- 
cal goods. COLA is descriptive of soft drinks. 
REGISTRATION PROCEDURE—OPPOSITION—-PLEADING AND PRACTICE 
Where trade-marks of applicant and opposer are not confusingly similar, to 
prevail in an opposition proceeding, opposer must prove that confusion, mistake or 
deception of purchasers actually occurred as a result of the similarity of the marks. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Probative force of testimony relating to surveys is highly doubtful and is 
usually given very little, if any, weight in contested trade-mark proceedings. 


Opposition proceeding by The Coca-Cola Company v. National 
NuGrape Company, Serial nos. 534,914 filed September 18, 1947 and 
Serial no. 589,133 filed December 20, 1949. Opposer appeals from decision 
dismissing oppositions. No. 28,629 dismissed; no. 30,751 affirmed. 


Pope F. Brock, K. Wilson Corder, Julius R. Lunsford, Jr., and Daphne 
Robert of Atlanta, Georgia and Thomas L. Mead, Jr. and Francis C. 
Browne of Washington, D. C. for opposer-appellant. 


Mason, Fenwick & Lawrence of Washington, D. C. for applicant-appellee. 


McCann, Examiner in Chief. 


These are appeals from the decision of the Examiner of Interferences 
dismissing the opposition proceedings brought by The Coca-Cola Company 
to the registration by National NuGrape Company of Tropico.a, the word 
co.a being disclaimed apart from the mark as shown, on the Principal 
Register of the Act of 1946, as a trade mark for flavoring syrups and 
concentrates for use in maltless soft drinks. 


It is obvious from the stipulations of the parties that the second 
opposition was intended to replace the first. The second opposition involves 
a second application of the applicant which was filed for the purpose of 
replacing the first application. In the first opposition, the Examiner of 
Interferences made an ex parte rejection of the application there involved. 


This action was not appealed by the applicant and it is apparent 
from the record that the applicant does not question its correctness. Con- 
sequently, the appeal in the first Opposition No. 28,629 is dismissed, the 
dismissal being without prejudice to a consideration in the second Opposi- 
tion No. 30,751, of the issues raised on the appeal. Hence the only appeal 
considered is the appeal in Opposition No. 30,751 in which, by stipulation, 
the testimony, evidence and records of the parties in the first opposition 
are used. 
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The opposition is based upon prior use and ownership of prior regis- 
trations of the trade mark coca-coua for a soft drink and beverage. The 
statutory basis for the opposition is that clause of section 2(d) of the Act 
which relates to the likelihood of confusion, mistake or deception of pur- 
chasers. The examiner points out applicant has conceded that priority of 
use is in the opposer and that the goods of the parties are similar so that 
the only question that requires determination herein is whether or not 
applicant’s mark TRoPIcoLA bears such near resemblance to opposer’s 
mark coca-co.a as to be likely to cause confusion or mistake or to deceive 
purchasers when contemporaneously applied to the goods. 


It was the examiner’s opinion that applicant’s mark TROPICOLA is as 
dissimilar from coca-coLa, and no more likely to give rise to confusion in 
trade, than the mark sanra coLA which was held in Coca-Cola Company v. 
Santa Cola Company, 635 O.G. 1017, 85 USPQ 426, (40 TMR 461), to be 
sufficiently dissimilar from coca-coLa as to obviate any likelihood of con- 
fusion. 


The word coua has been held to be descriptive of a type of drink and 
eannot be appropriated exclusively by any user thereof. Dixi-Cola Labora- 
tories, Inc. v. The Coca-Cola Co. (CCA 4), 117 F.2d 352, 48 USPQ 164, 
(31 TMR 39). The word coca and TRopi are in themselves obviously dif- 
ferent in appearance, meaning and sound. It is well established that marks 
must be considered in their entireties, irrespective of whether a part 
thereof is descriptive. When TROPICOLA and COCA-COLA are so considered, 
it is my opinion that the marks as a whole are not confusingly similar 
either in meaning, appearance or sound. Therefore, in order to prevail 
opposer must establish that confusion, mistake, or deception of purchasers 
actually occurred as a result of the similarities between the marks. 


The examiner points out that in support of its contention that the 
marks are likely to be confused opposer has offered in evidence depositions 
of two investigators who together called upon a large number of dealers 
within the Washington area to ascertain whether the same or different 
products would be served to them when one of the investigators called for 
cocaA-coLA and the other investigator called for TrRopicoLa. The examiner 
held these depositions to be in the nature of a trade survey and testimony 
concerning them, while admissible, is generally given little if any pro- 
bative foree, and is usually disregarded in favor of the independent judg- 
ment of the tribunal whose duty it is to determine the question presented 
before it. 


In an attempt to show that confusion had actually occurred in the 
field opposer calls attention to the testimony of two of his investigators. 
These investigators testified that they visited one hundred business establish- 
ments in the Washington, D. C. area, fifty of which had soda fountain 
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operations and the other fifty of which were bars and taverns and that 
in each instance one investigator would ask for TROPICoLA and the other 
would ask for coca-coLa. The investigators testified that in twenty-seven 
of the soda fountains and thirty-four of the bars the attendant made no 
distinction between the two orders. Opposer states ‘‘in other words, sixty- 
one of the one hundred attendants either failed to distinguish between 
COCA-COLA and TROPICOLA or they acted dishonestly and in the absence of 
evidence pointing definitely the other way the presumption is in favor 
of honest conduct; and also the failure to distinguish between Ccoca-CoLA 
and TROPICOLA even in the face of dishonest conduct indicates a likelihood 
of confusion, mistake or deception of purchasers.”’ 


On cross-examination by Mr. Fenwick opposer’s witness Madison C. 
Wright was asked as follows: 


XQ31 You didn’t run any tests with respect to what came out 
of that to determine even whether it was a cola drink or not? 


A No, sir. The only thing we were interested in was determin- 
ing whether there was confusion between the orders and the very 
fact that we were served from separate sources indicated to us that 
the attendants made some kind of distinction between our orders. 


XQ37 Do you wish the Court to understand that exactly 100 
calls were made in Washington, or not? 


A No, sir. There were 100 calls where the attendant had an 
occasion to distinguish between orders for TROPICOLA or COCA-COLA that 
we could notice such a distinction by action or speaking. Three other 
calls were made in the City of Washington, one at what we thought 
was a soda fountain outlet and two at bars where the attendants— 
we did not notice whether the attendant could or could not, for some 
reason, distinguish between orders for coca-coLa and orders for TROPI- 
COLA. 


From the above questions and answers it is clear that unless the 
attendant by some action or word questioned the orders it was taken for 
granted that he was confused and had necessarily failed to distinguish 
between the order. This conclusion is on its face not justified since it makes 
no allowance for the possibility that the orders were clearly understood by 
the attendant and a deliberate substitution made, possibly because one 
of the drinks called for was not available. As stated by the examiner, 
testimony regarding polls and surveys, while admissible has been given 
little if any probative force. S. C. Johnson & Son, Inc. v. Gold Seal Com- 
pany, 651 O.G. 1273, 99 USPQ 373, (41 TMR 1024) ; Sunbeam Lighting 
Co. v. Sunbeam Corporation, 183 F.2d 969, 86 USPQ 240, (40 TMR 669) ; 
The Coca Cola Company v. Snow Crest Beverages, Inc., 162 F.2d 280, 73 
USPQ 518; Dizxi-Cola Laboratories, Inc. v. The Coca-Cola Company, supra; 
Lever Brothers Co. v. Butler Manufacturing Company, 27 C.C.P.A. 1215, 
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111 F.2d 910, 45 USPQ 580, (30 TMR 382); The Quaker Oats Company 
v. General Mills, Inc., 56 USPQ 400, 134 F.2d 429, (33 TMR 178). 


It is my opinion that opposer’s testimony does not establish either that 
the attendants or the public in general were actually confused by any 
similarity between TROPICOLA and COCA-COLA. 


The appeal in Opposition No. 28,629 is dismissed and the decision of 
the Examiner of Interferences in Opposition No. 30,751 is affirmed. 


THE COCA-COLA COMPANY v. VICTOR SYRUP CORPORATION 
Nos. 28817, 28818—Commissioner of Patents—June 8, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
NUTRI-COLA and NUTRI-COLA within a red and green rosette, for syrup, con- 
centrate and extracts for soft drinks is not confusingly similar to coca-coLa for a 
tonic, syrup or beverages because COLA is descriptive and NUTRI and coca are dif- 
ferent in sound, appearance and meaning. 


REGISTRATION PROCEDURE—Ex PARTE REJECTION 


Patent Office generally rejects applications for registration when applicant 
improperly used trade-mark registration notice, but Patent Office will accept ex- 
planations showing that the use was without intent to mislead the public. 


Opposition proceeding by The Coca-Cola Company v. Victor Syrup 
Corporation, Serial nos. 542,980 filed December 2, 1947 and Serial no. 
534,491 filed September 13, 1947. Opposer appeals from decision dis- 
missing opposition. Affirmed. 


Pope F. Brock, K. Wilson Corder, Julius R. Lunsford, Jr., and Daphne 
Robert of Atlanta, Georgia and Thomas L. Mead, Jr., of Washington, 
D. C. for opposer-appellant. 


Richard 8. Temko of New York, N. Y. for applicant-appellee. 
McCann, Examiner in Chief. 


These are appeals from the decision of the Examiner of Interferences 
dismissing the opposition proceedings brought by The Coca-Cola Company 
to the registration by Victor Syrup Corporation of NuTRI * coLA under 
section 2(f) and NuTRI * coLa displayed within a red and green rosette, 
both on the Principal Register under the Act of 1946, as trade marks for 
‘“syrup, concentrates and extracts for carbonated, nonalcoholic, non-cereal, 
maltless beverages, sold as soft drinks. 


Only the opposer has filed testimony. The parties stipulated that the 
testimony and records be consolidated into a single record for the purpose 
of consideration at final hearing and final determination of the oppositions. 
The examiner wrote one decision for both oppositions. 
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The opposer bases his oppositions on the prior use and ownership of 
registrations: 


No. 22,406, January 31, 1893, renewed December 5, 1922 and 
November 10, 1942; 


No. 47,189, October 31, 1905, renewed June 16, 1925 and July 
31, 1945; 


No. 238,145, January 31, 1928, renewed January 20, 1948, re- 
published under section 12(c), Act of 1946, December 14, 1948; and 


No. 238,146, January 31, 1928, renewed January 20, 1948, re- 
published under section 12(¢c), Act of 1946, December 14, 1948; 


for the trade mark coca-coLa, used on a tonic, syrup or beverages. The 
statutory basis for the opposition is that clause of section 2(d) of the Act 
of 1946 which relates to the likelihood of confusion or mistake or deception 
of purchasers. 


The examiner points out in his decision that inasmuch as the products 
of the parties are substantially identical and since the opposer is the prior 
user by some fifty years the question of likelihood of confusion is the only 
one in dispute. It was the examiner’s opinion that applicant’s mark NUTRI 
* COLA is more different from opposer’s mark coca-coLa than the mark 
SANTA COLA which was held not to be confusingly similar thereto in The 


Coca-Cola Company v. Santa Cola Company, 635 O. G. 1017, 85 USPQ 426, 
(40 TMR 461). 


The word coua has been held to be descriptive of a type of drink and 
hence cannot be appropriated exclusively by any user thereof. Dizie-Cola 
Laboratories, Inc. v. The Coca-Cola Company, 117 F.2d 352, 48 USPQ 
164, (31 TMR 39). The words NuTRI and coLa are in themselves obviously 
different in appearance, meaning and sound. It is well established that 
marks must be considered in their entireties, irrespective of whether a 
part thereof is descriptive. When they are so considered, it is my opinion 
that the marks as a whole are not confusingly similar either in meaning, 
appearance or sound. Therefore, in order to prevail opposer must establish 
that confusion, mistake or deception of purchasers actually occurred as a 
result of the similarities between the marks. The evidence in the record 
fails to establish this as a fact. As pointed out by the examiner the pro- 
bative force of the testimony relating to the surveys filed as evidence in this 
ease is at best highly doubtful and has usually been given very little, 
if any, weight in contested trade mark proceedings. The Coca-Cola Com- 
pany v. Snow Crest Beverages, Inc., 162 F.2d 280, 73 USPQ 518; Sunbeam 
Lighting Co. v. Sunbeam Corporation, 183 F.2d 969, 86 USPQ 240, (40 
TMR 669) ; Philco Corporation v. F. & B. Mfg. Co., 170 F.2d 958, 79 USPQ 
376, (39 TMR 23); 8. C. Johnson & Son, Inc. v. Gold Seal Company, 651 
0.G. 1273, 909 USPQ 373, (41 TMR 1024). 
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Opposer points out that its record discloses that two of its investi- 
gators visited two hundred establishments where drinks were sold, one 
hundred of which were soda fountain operations and the other hundred 
of which were bars and taverns and in forty-six of the soda fountains 
and forty-eight of the bars the attendants made no distinction between 
the two orders, when one investigator asked for NUTRI « CoLA and the other 
investigator asked for coca-co..a. Opposer says in other words, ninety-four 
of the two hundred attendants, or forty-seven per cent of the attendants 
failed to distinguish between coca-coLA and NUTRI « COLA. 


The actual testimony of the investigators does not bear out opposer’s 
contention. During the cross-examination of opposer’s investigator, Morris 
L. Shadburn, Jr., by Mr. Lokey, the following questions were asked: 


XQ4 Now, when you made your survey on the bars and the soda 
fountains, you used the words that there were 54 soda fountains that 
distinguished orders and 46 that failed to distinguish ; will you explain 
a little more what you mean by using the phrase ‘‘to distinguish the 
order’’? 


A When I would place an order for Coca-Cola and Mr. Dickin- 
son, an order for Nutri-Cola, just to use an example, if the attendant 
by any action or words showed that he understood us to order two 
different products, then we counted that as a distinguished call. In 
other words, they distinguished, or they indicated that they under- 
stood that one of us asked for one thing and the other fellow asked 
for another thing. 


XQ5 You said. there were 46 soda fountains that failed to dis- 
tinguish the order; did you keep any records as to what percentage 
of those 46 served coca-coLa when you asked for NUTRI-coLA or that 
served NUTRI-COLA when you asked for coca-coLa ? 


A There’s no way for us to distinguish that. These are soda 
fountains, I presume, you are talking about? 


XQ6 Yes. 


A On a soda fountain, the only way we had of telling whether 
or not the attendant distinguished was where the source of the bever- 
age came from. If they served both of us beverage prepared from the 
same spigot or the same dispenser, then we knew that they had failed 
to distinguish between the orders by their action. But we had no way 
of knowing exactly which product we were being served unless they 
had obtained the beverage for coca-coLa from one spigot or the beve- 
rage—or the syrup to prepare NUTRI-COLA from another spigot, then 
we would say that they distinguished between the orders. But Mr. 
Dickinson and I have no way whatsoever of knowing what product 
we were served. 


XQ7 You mean none of those places had dispensers where they 
might have given you either one of the two? 


A Well, a number of the places had dispensing equipment and 
some of them just used spigot syrup; but on each and every occasion 
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on the 100 calls—the 54 that distinguished and the 46 that failed to 
distinguish—on each one of those calls, we—well, on the 46 that 
failed to distinguish, on each one of those calls, we were served from 
the same source. At least, both beverages were prepared from syrup 
drawn from the same source. 


XQ8 You don’t know whether the failure to serve different 
drinks was that they didn’t have coca-cota and they served you 
NUTRI-COLA or they didn’t have NUTRI-COLA and served you COCA-COLA 
without telling you? 


A I don’t follow that question. 


XQ9 If you didn’t keep any record of what dispenser you got 
your drink from, if you asked for NuTRI-coLA and they served drinks 
from the same souree, they may have substituted coca-co.a for the 
NUTRI-COLA ; isn’t that correct? 


A They may have. 


XQ10 So you don’t know, as a matter of fact, whether the reason 
that they served you from a similar dispenser was whether they were 
misinterpreting what you asked for or were making a substitution? 


A We weren’t interested in determining at the time how many 
were substituting ; we were merely interested in placing the two orders 
to see what their reaction would be and if they would show any dis- 
tinction between the two orders. 


XQ11 But you don’t know from what you—from the reactions 
they made as to whether or not they misunderstood you verbally or 
whether they were making a substitution because they didn’t have 
one of the products you asked for? 


A That’s correct. 


From the above questions and answers it is clear that unless the at- 
tendant by some action or word questioned the orders it was taken for 
granted that he had necessarily failed to distinguish between them. This 
conclusion is on its face not justified, even though the two drinks were 
subsequently served from the same dispenser, since it makes no allowance 
for the possibility that the orders were clearly understood by the attendant 
and a deliberate substitution made. Opposer’s investigator, John F. Dick- 
inson, Jr., also testified on cross-examination by Mr. Lokey that he did not 
know whether the attendant misunderstood what was ordered or whether 
he served both drinks from the same source because he did not have the 
other drink that was asked for. This is also no real basis for the assump- 
tion that the attendant was necessarily confused and misunderstood what 
was asked for. 


After a careful consideration of opposer’s argument I am of the 
opinion that opposer’s testimony does not establish that actual confusion 
or mistake had occurred as a result of the similarities between the marks 
in question. 
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In his decision the examiner also pointed out opposer asserted, upon 
the basis of the testimony, that applicant had deliberately engaged in a 
course of conduct to encourage and facilitate passing off its products on 
orders for that of the opposer. The examiner held that the testimony fell 
far short of substantiating these allegations and, furthermore, since that 
question pertained exclusively to the law of unfair competition it had no 
bearing upon the statutory issues of this case. 


In his appeal brief opposer asserts that applicant, through its agents, 
knowingly filled orders for opposer’s products with its own products, in 
other words, applicant deliberately passed off its products on calls for 
opposer’s products and, in addition, applicant, through its agents, knew 
that about 70% of the dealers were selling NuTRI « coLA for COCA-COLA. 


A study of the testimony does not bear out opposer’s contention that 
applicant deliberately passed off its product for opposer’s. For example, 
opposer’s witness Federiksen testified that in his presence Mr. Lawson 
called Mr. Kaye of the Victor Syrup Company by telephone, and among 
other things, ordered four gallons of coke (O.R. p. 69). On ecross-exam- 
ination by Mr. Lokey (page 86, XQ 16), opposer’s witness Mr. Federiksen 
was asked: 


‘‘Now, didn’t you ask Mr. Kaye if he sold coca-coua and he said 
no, he only had NUTRI-COLA? 


and the witness answered 


‘‘Let me see; I believe you’re right.’’ 


Also at pages 91 and 92, the opposer’s witness Federiksen was asked at 
XQ 48: 


‘‘You testified at one time you asked Kaye if he had coca-coLa 
and he said no, that he only had NuTRI-coLA? 


A. That’s right, Mr. Lawson did; and Mr. Lawson at that told 
him he had been ordering coca-coLA—COoKE, from him and he didn’t 
know what he was getting because of the fact that he was ordering 
the stuff and the man in the place took it apart.’’ 


At XQ 49: 


‘*You said—did you correct yourself there when you said Lawson 
told Kaye he had been ordering coke when he ordered? He didn’t 
order coca-coLa, did he? 


A. No, he ordered coKeE.’’ 


and at XQ 52: 


‘*Isn’t it also true that you and Mr. Lawson knew that Victor 
Syrup Company—Corporation was not one of The Coca-Cola Com- 
pany’s distributors? 
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A. Yes, we knew that.”’ 


It seems clear from the answers of opposer’s witness Federiksen to the 
above quoted questions that applicant was not attempting to pass off its 
products for those of opposer’s since opposer’s witness admitted that the 
investigators were sold by Mr. Kaye that he did not have or sell coca-coLa 
but only NUTRI-COLA. 


Opposer also contends that applicant is not entitled to registration of 
its mark because of his inequitable conduct in making use of the trade mark 
registration notice on its labels, whereas, applicant’s trade mark has not 
in fact been registered. The examiner held that opposer lacks the right to 
be heard on this question, but noted that applicant is the owner of registra- 
tions consisting primarily of the notation NuTRI as applied to the same 
class of goods as here involved. 


The examiner held that even though it does not appear that applicant 
owns a registration for a mark containing the combination NuTRI with the 
descriptive word cou such as shown in the applications, it is not believed 
that applicant’s use of the registration notice has been sufficiently 
unfounded to warrant rejection of its applications ex parte. Applicant 
points out that if the registration notice had been disposed below the 
word NutTRI alone there could be no question as to the improper use of 


the registration notice, but that this would render the label asymetrical 
in appearance. Applicant submits that there has been no showing of bad 
faith on its part in the use or in the manner in which the registration was 
used. 


As pointed out in the decision of S. C. Johnson & Son, Inc. v. Gold 
Seal Company, 651 O.G. 1273, 90 USPQ 373, 380, (41 TMR 1024), the 
general practice of the Patent Office has been to reject applications for 
registration when the applicant has improperly used the trade mark 
registration notice, but to accept explanations showing that the use was 
without intent to mislead the public. 


In the instant case it would have been more proper if applicant had 
placed the registration notice under the word NuTRI as it was clearly 
entitled to do so. However, in view of applicant’s explanation, it is 
believed that the examiner arrived at the correct decision with respect 
thereto. 


The decision of the Examiner of Interferences is affirmed. 
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JAMES HUGGINS & SON, INC. v. AVENARIUS BROTHERS 
(ATTORNEY GENERAL OF THE UNITED STATES, substituted) 


No. 5436—Commissioner of Patents—June 8, 1953 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Whether a registered trade-mark has become generic is a question of fact; 
hence, third party’s cancellation proceeding 19 years prior to present cancellation 
proceeding is not binding on Patent Office. 
CANCELLATION PROCEDURE—EVIDENCE 


To prove that a registered trade-mark has become generic, petitioner must 
prove its allegation beyond a reasonable doubt. 


Cancellation proceeding by James Huggins & Son, Inc. v. Avenarius 
Brothers (Attorney General of the United States, substituted), Registra- 
tion No. 14,048 issued February 8, 1887. The Attorney General appeals 
from decision sustaining petition. Reversed. 


M. 8S. Meem of Washington, D. C. for petitioner-appellee. 

Louise O’Neil of Washington, D. C. for respondent-appellant. 

Morsell & Morsell of Milwaukee, Wisconsin for respondent-appellant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the petition brought by James Huggins & Son, Inc., to cancel 
registration No. 14,048 for cARBOLINEUM as applied to preservative liquids. 
Registration No. 14,048, issued February 8, 1887, under the Act of 1881, 
to Avenarius Brothers of Gaualgesheim, Germany, and has since been 
twice renewed, in the name of R. Avenarius & Co., a German firm, for 
whom the Attorney General, as record owner of said registration, has been 
substituted as respondent herein. 


This case has been prosecuted on behalf of the Attorney General by 
the Carbolineum Wood Preserving Company of Milwaukee, Wisconsin, 
which manufactures in this country, under an exclusive license agreement 
with R. Avenarius & Co., the liquid preservatives referred to in the reg- 
istration in question, and employs the notation CARBOLINEUM in connection 
with the sale thereof. The said liquid preservatives are intended for use 
as wood preservatives and insecticides. 


The petitioner is a competitor of the Carbolineum Wood Preserving 
Company in the sale of anthracene oil products and insecticides and wood 
preservatives and predicates its right of action upon allegations that for 
many years past it has employed the term CARBOLINEUM on its labels for, 
and in its advertising of, anthracene oil products of its manufacture, and 
that the petitioner is being injured and its business damaged and inter- 
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fered with by reason of letters from the Attorney General, and attorneys 
representing the Carbolineum Wood Preserving Co., demanding that the 
petitioner discontinue use of said term in connection with its goods. 


The statutory ground of attack upon respondent’s registration is, in 
effect, that the term CARBOLINEUM, whatever its origin, merit and meaning 
as a trade-mark, has become merely a common descriptive name for prod- 
ucts consisting essentially of anthracene oil, and hence is not subject to 
exclusive appropriation by the respondent as a trade-mark for such goods. 


Both sides have taken testimony and have filed briefs and were rep- 
resented at the hearing. 


The examiner pointed out that petitioner offered the testimony of a 
number of witnesses who have been intimately associated with the manu- 
facture and/or merchandising of anthracene oil products for many years; 
that these witnesses testified to the effect that the term CARBOLINEUM has 
long been used and recognized in the trade as a designation for high grade 
anthracene oil products meeting certain specifications, as recommended by 
various official publications of the United States Department of Agricul- 
ture, without regard to their personal source of origin; that their testimony 
in this regard is supported by documentary evidence of record herein 
consisting of labels, sales invoices and orders for anthracene oil products 
of the petitioner and third persons, etc. and the examiner stated it was 
his opinion, in view of the testimony and exhibits of petitioner, that the 
generic descriptiveness of the term CARBOLINEUM had been adequately 
established. 


Respondent contends that the decision of the Examiner of Inter- 
ferences holding that its trade-mark CARBOLINEUM has become generically 
descriptive is in error. Respondent also maintains the Examiner of Inter- 
ferences was in error in sustaining the cancellation proceeding because in 
a prior cancellation proceeding involving the same trade-mark and sub- 
stantially the same set of facts, the petition was dismissed (Rockland 
Chemical Co. v. Avenarius Brothers, Can. No. 2492, the decision of the 
Examiner of Interferences dated August 7, 1933), and it is the respond- 
ent’s position that the Examiner of Interferences failed to follow the 
prior decision which should be stare decisis. 


It is not seen wherein the decision in the above mentioned cancella- 
tion proceedings should be binding on the Examiner of Interferences in 
this case. The question of whether a trade-mark has become a common de- 
scriptive name for the goods is a question of fact. In 1933 when the above 
mentioned cancellation proceeding was dismissed the evidence may have 
been insufficient to support such a holding, whereas now, 19 years later, 
petitioner might be in a position to show facts that would lead to a dif- 
ferent conclusion from that reached in the 1933 proceedings. 
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Respondent also contends that this product is made under a secret 
formula and that the products of its competitors are imitations thereof 
and maintains that CARBOLINEUM cannot possibly become descriptive of a 
spurious imitation. As I understand the examiner’s position, it is that the 
words ‘‘carbolineum’’ and ‘‘anthracene oil’’ are more or less synonymous 
terms in the trade for a high boiling point coal tar wood preservative and 
insecticide meeting certain specifications of the wood preservers associa- 
tion and not that the product marketed by respondent’s competitors is 
the same product as that produced by respondent by means of his secret 
process. 


As pointed out above respondent’s registration is a very old one hav- 
ing issued in 1887. A petitioner for cancellation who petitions to cancel 
on the ground that a registration has become a common descriptive name 
for the goods named therein has the burden of proving, beyond a reason- 
able doubt, that such is the case and such proof should be conclusive when 
a registration as old as the one in issue is involved. I do not think that pe- 
titioner has sustained this burden. Respondent’s testimony disclosed order 
record of continuous sales to: 

A. C. Heitsechmidt, Michigan City, Ind., from 1894 to 1948 (Re- 
spondent’s Ex. 32) ; 


Glotzbach Bros., Paxico, Kans., from 1895 to June, 1950 (Re- 
spondent’s Ex. 33) ; 


H. Seifert Lumber Co., of Avoca, Iowa, from 1890 to July, 1949 
(Respondent’s Ex. 34) ; 


The Best Lumber & Fuel Co., Milwaukee, Wis., from 1925 to 1950 
(Respondent’s Ex. 31) ; and 


Wadhams Oil Corporation, later by change of name to Socony 
Vacuum Oil Co., Milwaukee, Wis., from 1930 to 1947 (Respondent’s 
Ex. 2 and 3). 


These orders and others in the record as well as the absence of any 
positive acts of abandonment clearly establish that respondent has not 
actively abandoned the word CARBOLINEUM as the trade-mark for his prod- 
uct. Respondent’s record also discloses that he was active in attempting 
to prevent would be infringers from using the trade-mark. The testimony 
of respondent’s witness Frederick Leypoldt, Jr., in this connection was in 
part as follows: 


129 Q. What would you say with respect to past attempts to 
encroach upon your trade-mark CARBOLINEUM, have there been such 
attempts and what have you done, if anything? 


A. There have from time to time been attempts by different 
concerns to encroach upon our trade-mark rights and whenever the 
matter was brought to our attention we immediately advised the par- 
ticular competitor of our rights and whenever such an infringer was 
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a respectable concern, they immediately desisted and respected our 
rights to the trade-mark, CARBOLINEUM. 


130 Q. Has your company been forced to bring any proceedings 
in any instances? 


A. We have brought a number of proceedings. 
131 Q. Can you list them and briefly tell what they were? 


A. R. Avenarius v. Kornely, 121 Northwestern 336, Wisconsin 
Supreme Court, who sustained the rights of R. Avenarius and Com- 
pany on the trade-mark CARBOLINEUM ; the registration for Creo-Car- 
bolin In re Barrett Manufacturing Company in 167 O. G. 513, Rock- 
land Chemical Company v. Avenarius Brothers, Cancellations number 
2492 and 2493, also Avenarius v. Rockland, Cancellation number 2284; 
in these proceedings the mark of ANTHO-LA-CARBOLINEUM was can- 
celled and in a cross-proceeding the mark CARBOLINEUM was sustained. 


132 Q. Did the Anthola people try to cancel the CARBOLINEUM 
registration according to your understanding? 


A. The Rockland Chemical Company filed proceedings to cancel 
the mark CARBOLINEUM. 


133 Q. And were these proceedings involving the Rockland 
Company fully contested to your knowledge? 


A. Yes, they were fully contested to the limit of the Patent 
Office procedure. 


134 Q. They were terminated by a decision rendered? 


A. By a decision rendered and no appeal was made; there is also 
a Carbolineum v. Ralston-Purina Company, Patent Office Opposition 
22201. 


135 Q. How far did this case go? 


A. This case was settled by stipulation after the opposer’s testi- 
mony had been taken. 


136 Q. I show you a copy of a paper headed ‘‘Stipulation 
terminating proceedings’’ and referring to Opposition 22201, Car- 
bolineum v. Ralston-Purina, and also a paper from the Department of 
Commerce dated November 20, 1943, in the same Opposition; is that 
the proceeding to which you refer? 


A. Yes, that is the Ralston-Purina Company proceedings to 
which I testified. 


137 Q. The copy of the stipulation in the Carbolineum versus 
Ralston is offered in evidence as Respondent’s Exhibit 35; the Patent 
Office paper dated November 20, 1943, in this same case is offered in 
evidence as Respondent’s Exhibit 36. Was testimony taken on behalf 
of Carbolineum in the Ralston case? 


A. Yes, it was. 


138 Q. And when did the settlement take place with respect 
to your taking testimony? 
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A. The settlement took place after the testimony was taken in 
our office. 


139 Q. Any further proceedings of this nature that you were 
involved in? 


A. Also a proceeding Carbolineum versus Hydrotex, Opposition 
23968, 1945; that proceeding was settled by agreement. 


140 Q. I show you a paper in Opposition 23968, Carbolineum 
v. Hydrotex, which is signed on behalf of Hydrotex Industries, and 
ask you if you know what that is? 


A. That is an order by the Patent Office dismissing the proceed- 
ings indicating the withdrawal of their mark D T and disclaiming to 
the use of the word CARBOLINEUM on future labels by the Hydrotex 
Industries. 


141 Q. Then it is not a paper from the Patent Office, it is a 
paper to the Patent Office? 


A. That is right, my error, it is a paper to the Patent Office. 


142 Q. I show you a paper from the Patent Office dated July 
3, 1945 in the same Opposition, is that the terminating paper in this 
Opposition ? 


A. Yes, that paper dismisses the proceedings. (Respondent’s 
record pages 36 to 39) 


The witness Leypoldt was also asked in question 143 whether there 
have been any voluntary discontinuances and by whom after being noti- 
fied. He answered that there were a number of concerns who had vol- 
untarily stopped the use of the mark CARBOLINEUM when called to their 
attention including such concerns as George Gordon Chemical Company 
(Respondent’s Ex. 39), Chicago Paint and Varnish Works (Respondent’s 
Ex. 40), the Fox Company (Respondent’s Ex. 41), Germo Manufacturing 
Company (Respondent’s Ex. 42), Public Service Company of Colorado 
(Respondent’s Ex. 43), C. W. Whitmoyer Laboratories (Respondent’s 
Ex. 44), Texas Phenothiazine Company (Respondent’s Ex. 45), George 
A. Lee (Respondent’s Ex. 46), Vulean Chemical Company (Respondent’s 
Ex. 47), Purdue University Agricultural Extension Department (Re- 
spondent’s Ex. 48), Sherwin-Williams Company (Respondent’s Ex. 49), 
Baird and McGuire Incorporated (Respondent’s Ex. 50), Bonide Company 
(Respondent’s Exhibit 52). Respondent’s witness also testified that the 
Alien Property Custodian was asked to block entry of a product bearing 
the trade mark CARBOLINEUM and this was accomplished in September of 
1946. (Respondent’s record, answer to question 178.) Respondent’s record 
also establishes that a protest was made to the Bureau of Customs against 
the illegal entry of a product labeled caRBOLINEUM through the port of 
Boston on April 3, 1950. (Respondent’s record, questions 180, 181, and 
182.) Respondent’s record also establishes that a protest was made to the 
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Department of Agriculture against the use of the word CARBOLINEUM by 
them in their bulletins. (Respondent’s record, questions 182, 193, 194 and 
185. 


There is also nothing in petitioner’s testimony which establishes that 
the sales of CARBOLINEUM said to have been made by the companies named 
in petitioner’s testimony were substantial either alone or in the aggregate 
and petitioner’s witness Todd on cross-examination refused to answer a 
question concerning the approximate yearly gallonage that was sold by 
his company. Testimony of Harold H. Todd, page 8, cross. Also peti- 
tioner’s witness Looney was very evasive when questioned as to the extent 
of sales of CARBOLINEUM. 


Respondent’s testimony, however, appears to indicate that the sales 
by these companies in a number of cases were so small as not to warrant 
the cost of legal action so that recourse was made by protest through cor- 
respondence as noted above. (Respondent’s Exhibit 56, questions 210-217, 
inclusive, XQ 1, respondent’s record. ) 


After a careful consideration of all of the testimony I am of the 
opinion that petitioner has failed to establish through sufficient evidence 
that respondent’s trade mark CARBOLINEUM has become generic. 


Respondent also urges that petitioner’s contention that respondent’s 
registration is in effect generic is not a proper statutory ground for can- 
eellation proceedings under section 14 of the Act of 1946. In view of the 
holding above respondent’s argument in this respect becomes secondary, 
and it is not thought necessary to make a ruling on this point. 


The decision of the Examiner of Interferences is reversed. 


BULLDOG ELECTRIC PRODUCTS CO. v. ANDERSON 
No. 29191—Commissioner of Patents—June 10, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


MANUMATIC for electric switches is not confusingly similar with PUSHMATIC 
for electrical circuit breakers. 


Opposition proceeding by Bulldog Electric Products Co. v. Anderson, 
application serial no. 571,398 filed December 31, 1948. Opposer appeals 
from decision dismissing the opposition. Affirmed. 


S. Eugene Bychinsky, of Detroit, Michigan for opposer-appellee. 


Mann & Brown, of Chicago, Illinois for applicant-appellant. 


Feperico, Examiner in Chief. 
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This is an appeal by the opposer from the decision of the Examiner 
of Interferences dismissing its opposition to the registration of a trade 
mark. 


The application involved seeks to register MANUMATIC, enclosed in a 
rectangular panel, as a trade mark for electric switches. 


The opposer relies upon prior use and ownership of the registered 
mark PUSHMATIC, as applied to electrical circuit breakers. 


The record shows, and it is not disputed by the applicant, that the op- 
poser is prior, and that the respective goods are closely related; hence the 
only question involved is whether or not the respective marks are con- 
fusingly similar. 


The examiner stated that the respective marks differ materially in 
every particular except in the terminal portion ‘‘matic,’’ and that this 
ending, substantially the only feature of similarity in the marks, has a 
descriptive connotation, and held that there was no reasonable likelihood 
of confusion. The examiner cited a number of decisions in which pairs of 
marks ending in ‘‘matic’’ were held not to be confusingly similar. While, 
as frequently stated, prior decisions on matters of this kind are not con- 
trolling, it seems to me that the recent and current trend is not to regard 
marks ending in ‘‘matic,’’ but which are otherwise substantially different, 
as confusingly similar. Appellant’s arguments have been carefully con- 
sidered but I am not convinced that the examiner was in error in holding 
that there would be no likelihood of confusion in the use of the two 
marks. 


The decision of the Examiner of Interferences is affirmed. 


THE FAIR v. TWIN CITY WHOLESALE GROCER CO. 
No. 4604—Commissioner of Patents—June 16, 1953 


REGISTRATION— PROCEDURE—INTERFEREN CE 

Where junior party in interference proceeding converts application to a con- 
current use application, junior party can no longer assert priority generally over 
senior party and is in same position as if it had lost the interference. Granting 
motion to convert application position was proper because it avoids several pro- 
ceedings; junior party could have filed a new application for concurrent use even 
if the interference proceeding were decided adversely to it. 

Where a registration has expired, said registration and the application on 
which it was based is properly ignored by the Examiner of Interferences. 

Where subsequent. application is made before expiration of prior registration 
of identical marks for identical goods, the subsequent application’s filing date 
should not be considered as the filing date of the prior registration’s application. 
Nothing is found in the Trade-Mark Act which gives to an application for regis- 
tration the filing date of a prior registration under any circumstances. 
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Interference proceeding between applicant, The Fair, Serial no. 
536,362, filed October Ist, 1947 and Twin City Wholesale Grocer Co., 
Registration no. 511,329 issued June 21, 1949. 


The senior party, Twin City Wholesale Grocer Co., appeals from an 
interlocutory decision of the Examiner of Interferences granting the 
junior party’s motion to amend the interference to a concurrent use 
proceeding. Affirmed. 


Wilkinson, Huxley, Byron & Hume, of Chicago, Illinois, for the junior 
party-appellee, The Fair. 


Whiteley & Caine, of Minneapolis, Minnesota for the senior party-appellant, 
Twin City Wholesale Grocer Co. 


Frperico, Examiner in Chief. 


This proceeding started as an interference between a registration of 
the senior party, Twin City Wholesale Grocer Co., and an application of 
the junior party, The Fair. 


The application of the junior party was filed October 1, 1947 and 
alleges use of the mark since June 1, 1937. The registration of the senior 
party issued on an application filed September 27, 1947, and alleges use 
of the mark since August 3, 1926. The mark disclosed is ramway, with an 
added picture in one case, and the goods recited are slacks and overalls, 
respectively, both for men and women. No question relating to the nature 
of the marks and the goods is involved. 


After the declaration of the interference the senior party moved to 
dissolve it on grounds based on an expired registration of the senior party. 
The junior party moved to amend its application to convert it to an appli- 
cation for concurrent registration and to institute a concurrent use pro- 
ceedings in place of the interference. Both motions were decided by the 
Examiner of Trade Marks; the first was denied on the merits and the 
second was denied because of a deficiency in the proposed amended 
application. After some intervening activity, the junior party again 
moved to amend the interference to a concurrent use proceeding, based 
upon a further proposed amendment to its application. This motion was 
considered by the Examiner of Interferences and was granted, thereby 
converting the interference to a concurrent use proceeding. 


The senior party filed an appeal from the decision of the Examiner 
of Interferences. The appeal was permitted, on petition to the Com- 
missioner, on the ground that “it appears that the circumstances of the 
case are such as to make it desirable that the decision of the Examiner 
of Interferences be reviewed at the interlocutory stage of the proceeding.”’ 


The motion granted by the Examiner of Interferences was in fact, 
though not so entitled, a motion under Trade Mark Rule 24.5. This rule 





1100 THE TRADE-MARK REPORTER Vol. 43 T. M. RB. 


provides that an application involved in a contested proceeding may not 
be amended except by consent of the other party and approval of the 
Examiner of Interferences, or upon motion duly brought and considered. 
The amendment to the application consists of a substitute statement and 
declaration, and a supplemental amendment to the statement. These are 
in the form for an application for concurrent registration. By virtue of 
the amendment the junior party is no longer seeking registration of its 
mark generally but is only asking for a registration limited in extent to 
certain territory. The application as amended names the senior party 
and its use as an exception to the junior party’s claim of exclusive use 
and the declaration under oath recognizes some right in the senior party 
to use the mark. The proceeding, although still bearing an interference 
number, is in fact now a concurrent use proceeding. The junior party’s 
application no longer challenges the right of the senior party to a regis- 
tration of some kind, and the question of priority generally between 
the two parties is no longer in issue. If the junior party established its 
case it would at most be entitled to a registration limited to those states 
(or restricted area) in which it had actually proved its rights, and as a 
consequence the registration of the senior party would be limited to ex- 
clude those states. If the interference had proceeded to conclusion with 
a judgment of priority in favor of the senior party, the decision would not 
have prevented the junior party from filing a new application seeking 
registration for a limited area, and would not have prevented the institu- 
tion of a second proceeding to determine this matter; consequently, the 
effect of the amendment and the granting of the motion by the examiner 
is the avoidance of several proceedings. Under the circumstances, the 
junior party having been involved in an interference with a party not 
only senior with respect to filing dates but also senior with respect to 
dates pleaded, and then having filed the motion and amended its appli- 
cation in the manner indicated, the junior party can no longer assert 
priority generally over the senior party and is in the same position as if 
it had lost the interference. 


The senior party’s contentions revolve around the effect to be given 
to a prior registration (issued in 1927) which it had and which is now 
expired. Looking solely at the registration involved, the institution of 
the concurrent proceeding is in order. The senior party contends, how- 
ever, that the filing date of the expired registration should be considered 
and, since the junior party makes no claim of any use before this filing 
date, the junior party has no standing to request a concurrent regis- 
tration. The senior party also argues that the examiner should have 
rejected the application of the junior party on the expired registration. 


The registration referred to expired about eleven months before the 
examiner acted upon the application of the junior party, and the examiner 
did not reject the application on this expired registration. Expired regis- 
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trations are not used as references by the examiners. Section 2(d) provides 
for the refusal of an application on the basis of a ‘‘mark registered in 
the Patent Office’’, and when a registration is expired there is no mark 
registered in the patent office. If a registration on which an application 
stands rejected expires during the prosecution of an application the 
reference is removed. The senior party points out that in the first action 
on the junior application the examiner rejected it on an expired registration 
of someone else, but did not reject it on the senior party’s expired regis- 
tration. However, this action of the examiner was taken only a few weeks 
after the date of expiration, during the time that the registration could 
still have been renewed, and when the examiner’s attention was called to 
the fact that the registration had expired it was specifically withdrawn 
as a reference. 


There was no error in ignoring the filing date of the senior party’s 
expired registration for the purpose of instituting the concurrent use 
proceeding. The proviso in Section 2(d) relating to concurrent registrations 
refers to the filing dates of the applications involved. The expired 
registration, and consequently the application on which it issued, is not 
involved in this proceeding. An expired registration has no standing 
for the conferring of any rights, even though it might or might not be 
proper evidence in certain situations, which matter is not decided here. 


The senior party’s position is that its two registrations are for the 
identical mark on the identical goods, that the application for the second 
registration was filed before the date of expiration of the first registration, 
and that therefore the application for the second registration should be 
considered as having been filed on the date that the application for the 
first registration was filed. However, nothing is found in the Trade Mark 
Act which gives to an application for registration the filing date of a 
prior registration under any circumstances. 


No error is found in the decision of the Examiner of Interferences, 
which is affirmed, and the case is remanded to the Examiner of Inter- 
ferences for further proceedings. 


THE MASTER, WARDENS, SEARCHERS, ASSISTANTS AND 
COMMONALTY OF THE COMPANY OF CUTLERS IN 
HALLAMSHIRE IN THE COUNTY OF YORK v. 
SHEFFIELD STEEL CORPORATION 


Nos. 28690 and 28732—Commissioner of Patents—June 23, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


SHEFFIELD for wire fence, bale ties, etc., is confusingly similar with SHEFFIELD 
for machinery, cutlery and tools. 
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The prior registration of a collective mark on related goods bars registration 
of a trade-mark where the public likely would be confused. 


Errect oF REGISTRATION—REGISTRATION OF FOREIGN NATIONALS 


Where opposer’s registration is based on foreign registration which does not 
require use, opposer need not prove use because statutory exclusive right to use the 
registered mark supports the opposition if the public likely will be confused. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Motion to suspend opposition proceeding in view of cancellation proceeding 
properly denied; decision in opposition proceeding cannot in any way adversely 
affect cancellation proceeding. 
REGISTRATION PROCEDURE—APPEALS—TO COMMISSIONER 


Motion to remand opposition to Examiner of Interferences to consider addi- 
tional evidence known to applicant after decision of Court of Customs and Patent 
Appeals in an opposition brought by same opposer against a different applicant 
properly denied; validity of opposer’s registration cannot be attacked in an oppo- 
sition proceeding. 


Opposition proceedings by The Master, Wardens, Searchers, Assist- 
ants and Commonalty of the Company of Cutlers in Hallamshire in the 
County of York against Sheffield Steel Corporation, application Serial 
nos. 539,088 and 539,090 filed October 25, 1947. 


Applicant appeals from decision sustaining oppositions. Affirmed. 


Chauncey P. Carter of Washington, D. C., for The Master, Wardens, 
Searchers, Assistants and Commonalty of the Company of Cutlers in 
Hallamshire in the County of York for opposer-appellee. 


Alfred R. Fuchs, of Kansas City, Missouri, for Sheffield Steel Corporation, 
for applicant-appellant. 


Feperico, Examiner in Chief. 


These are two appeals by the applicant from the decision of the 
Examiner of Interferences sustaining the above entitled oppositions. The 
testimony (which is stipulated) is the same in both cases, and the examiner 
treated them in one opinion. 


The two applications involved were filed on the same day, October 25, 
1947 and each seeks to register the word SHEFFIELD as a trade mark. The 
goods recited in one application are ‘‘bale ties, wire fence, barb wire, fence 
wire, bolts, spikes, rivets, nails, tacks and brads”’, and in the other appli- 
cation are ‘‘wire fence’’ only; thus duplication of applications presumably 
being due to the fact that the typography of the mark is different in the 
two applications. Use of the mark since 1915 in connection with some of 
the goods, and since 1925 and 1928 in connection with other of the goods, 


is alleged. 
The word SHEFFIELD being primarily geographical, it would be un- 
registrable in view of section 2(e) of the Trade Mark Act, but applicant 





Vol. 43 T. M. R. CUTLERS OF YORK vy. SHEFFIELD STEEL 1108 


is seeking the registrations under section 2(f) which provides that a mark 
not registrable by reason of section 2(e) may nevertheless be registered 
if it has become distinctive of the applicant’s goods in commerce. Section 
2(f) further provides that “‘The Commissioner may accept as prima facie 
evidence that the mark has become distinctive, as applied to the applicant’s 
goods in commerce, proof of substantially exclusive and continuous use 
thereof as a mark by the applicant in commerce for the five years next 
preceding the date of the filing of the application for its registration’, 
and an affidavit alleging such substantially exclusive and continuous use 
has been filed in each application. 


The opposer is the owner of trade mark registration No. 369,861, 
issued August 8, 1939, for the name SHEFFIELD applied to a long list of 
items of machinery, cutlery and tools. Among the tools recited are shears, 
tinsnips, bradawls, pincers, pliers, wrenches, hammers, punches, etc. 


The registration refers to the mark as a ‘‘community trade mark’’ 
which is considered as meaning a “collective trade mark”. The Act of 
June 10, 1938, amended the Trade Mark Act of 1905 to provide that 
“any natural or juristic person, including nations, states, municipalities, 
and the like, which exercise legitimate control over the use of a collective 
mark, may apply for and obtain registration of such mark’’. In the Trade 
Mark Act of 1946, the provision relating to collective marks is section 4, 
which reads in part as follows: 


‘*Subject to the provisions relating to the registration of trade 
marks, so far as they are applicable, collective and certification marks, 
including indications of regional origin used in commerce, shall be 
registrable under this Act, in the same manner and with the same 
effect as are trade marks, by persons, and nations, States, munici- 
palities, and the like, exercising legitimate control over the use of 
the marks sought to be registered, even though not possessing an 
industrial or commercial establishment, and when registered they 
shall be entitled to the protection provided herein in the case of 
trade marks, * * * .” 


By section 46(b) of the Act of 1946 a registration issued under the Act 
of 1905 ‘‘shall be subject to the benefits of the provisions of this Act to 
the same extent and with the same force and effect as though registered on 
the principal register established by this Act’’ (with certain exceptions 
not here relevant). Opposer’s registration is a registration of a collective 
mark, and by section 4 the registration has the same effect as a regis- 
tration of any other trade mark and the mark is entitled to the same 
protection provided by the Act in the case of other trade marks. 


In considering opposer’s registration as a bar to the issuance of the 
registrations sought by applicant, it must first be determined whether the 
goods recited in the applications are such that the use of the mark thereon 
would be likely, in the language of section 2(d), ‘‘to cause confusion or 
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mistake or to deceive purchasers’’ in view or the registered mark and 
the goods recited in the registration. Products recited in the registration 
such as bradawls, pincers, pliers, wrenches, hammers and punches, are 
closely related to the products recited in the applications and are in fact 
tools which would normally be used in working with the products recited 
in the applications. I agree with the examiner that the use of the same 
mark on the respective goods would clearly be likely to cause purchasers or 
the public to believe that they all emanated from a common source or origin. 


The examiner held, after finding that the respective goods are related, 
that applicant’s mark was not in substantially exclusive use during the 
five year period preceding the filing of the applications, as alleged in 
the applications, and that hence the applicant is not entitled to the regis- 
trations sought under section 2(f) of the Trade Mark Act. 


Applicant asserts that the examiner erred in considering opposer’s 
registration as evidence of use of the registered mark, particularly of use 
during the five year period involved, and that the examiner also erred 
in failing to consider the additional evidence of distinctiveness of the mark 
with respect to its goods, which it has submitted in these proceedings. 


With respect to opposer’s registration establishing use, applicant 
states that a document can at most only prove what is contained therein, 
that the registrant did not assert in the application that resulted in the 
registration that the mark was then in use in commerce with the United 
States or in commerce among the several states (the registration was based 
upon a prior registration in Great Britain and such use was not required), 
and that hence the registration cannot be any evidence of such use at the 
time of the registration or at any later time; there can be no prima facie 
use established by a paper in which such use was not alleged. I agree with 
applicant that the registration cannot be taken as prima facie evidence 
of use in commerce in or with the United States at or during any particular 
time after its date, but this does not change the result. I do not believe 
that a registered trade mark serves as a basis for refusing registration 
to another because the registration is evidence of use of the registered 
mark, but that it does so by reason of the status and protection given to 
the registration by statute. By section 7(b) of the Trade Mark Act, the 
registration of a mark on the principal register, as well as under the 
Act of 1905, is prima facie valid, and is prima facie evidence of the 
registrant’s ownership of the mark and of the registrant’s exclusive right 
to use the mark in commerce in connection with the goods specified therein 
(note that nothing is said about prima facie evidence of use); under 
section 2(d) the registrant can prevent the registration to another of 
the same or a similar mark used on any goods if there would be likelihood 
of confusion or mistake or deception of purchasers; and under section 
32 the registrant can prevent the use of the same or a similar mark on 
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any goods if such use is likely to cause confusion or mistake or to deceive 
purehasers. An application to register the same mark for the same or 
related goods is asserting rights inconsistent with the prima facie rights 
established by statute in the registration, and for this reason the appli- 
cation is refused. It is not necessary to indulge in any presumption of 
use, the prima facie validity of the registration is sufficient. 


With respect to the other evidence of distinctiveness submitted by 
the applicant, this goes only to distinctiveness in a particular section of 
the country, and, in any event, the subsisting conflicting registration of 
the opposer is inconsistent with any claim of distinctiveness in the appli- 
cant, no matter in what manner attempted to be proven. 


The evidence introduced by the opposer, other than its registration, 
is considered insufficient by itself to sustain the oppositions on other 
grounds, bearing in mind that statements made in the notices of opposition 
and in the briefs are not evidence and do not stand proven merely because 
they have been asserted. 


The decision of the Examiner of Interferences is affirmed on the 
basis of opposer’s United States registration. 


Consideration has been given to whether ex parte rejections of the 
applications on grounds not mentioned herein, using material not of 
record, should be made, since it is not believed that the examination of 
the applications has been adequate. However, it has been decided not 
to make such ex parte rejections herein, but if the applications should 
come before the Examiner of Trade Marks again, they should be re- 
examined. 


Several motions remain to be mentioned. Before the date of the 
hearing, the opposer moved that the briefs of the applicant-appellant 
on the appeals be stricken as violating rule 24.1 which provides that briefs 
shall be submitted in printed form except that where not in excess of 30 
typewritten pages they may be submitted in typewritten form. The 
motion was denied pro forma without prejudice to its renewal at the 
hearing and at the hearing opposer renewed this motion and specifically 
requested that a ruling be made thereon. Opposer’s point seems to be 
that since there was but one opinion by the Examiner of Interferences, 
only one typewritten brief of not to exceed 30 pages is in order, and that 
the two briefs of the appellant, each one of which is 30 pages, are im- 
proper. However, appellant filed an appeal in each opposition and, while 
the filing of two briefs which are mainly duplicates has been inconvenient, 
no violation of the rule can be found. The rule also provides that a type- 
written brief of over 30 pages may be submitted when satisfactory reason 
therefor is shown; the treatment of these two separate appeals in one 
brief would have been considered a satisfactory reason for exceeding the 
limit. 
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Before the date of the hearing the appellant moved that proceedings 
be suspended in view of a pending proceeding it has brought to cancel 
the registration of the opposer. This motion was likewise denied, and was 
renewed, and at the hearing appellant was advised that the motion would 
not be considered unless it were felt that the decision in the appeals would 
adversely affect applicant’s case in the cancellation proceeding. This 
motion is denied; it is not seen that the decision made herein can in any 
way adversely affect applicant in its cancellation proceeding. 


After the decision of the Court of Customs and Patent Appeals in 
the case of The Master, Wardens, Searchers, etc. v. Cribben & Sexten Co., 
97 USPQ 153 (43 TMR 634), applicant moved to suspend the proceedings 
and remand the cases to the Examiner of Interferences for the consideration 
of additional evidence discovered by the applicant after the appeal was 
taken, which evidence was known to the opposer but was not submitted by 
it. Applicant’s position is that the Court in the above mentioned case, 
which was an opposition by the same opposer herein against a different 
applicant, was misled by the absence of certain evidence, and that the 
Patent Office herein has also been misled by the absence of this evidence. 
However, since this decision on the appeals is based solely upon op- 
poser’s registration, which is prima facie valid and the validity of which 
cannot be attacked herein, there is no reason for remanding the case for 
the particular additional evidence referred to. This motion is denied. 


LEKAS & DRIVAS, INC. v. L. D. SCHREIBER & CO., INC. 
No. 30183—Commissioner of Patents—June 24, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Composite mark consisting of a shield, stripes and ‘‘L.D.S.Co.’’ where ‘‘8’’ 
dominates the mark is not confusingly similar to ‘‘L & D’’ for identical goods. 


Opposition proceeding by Lekas & Drivas, Inc. against L. D. Schreiber 
& Co., Inc., application, Serial no. 549,670 filed February 13, 1948. Opposer 
appeals from decision dismissing opposition. Affirmed. 


Theodore W. Miller of Chicago, Illinois, for opposer-appellant. 
Chauncey P. Carter of Washington, D. C., for applicant-appellee. 
Frperico, Examiner in Chief. 


This is an appeal by the opposer from the decision of the Examiner 
of Interferences dismissing the opposition. 


The applicant, L. D. Schreiber & Co., Inc., seeks to register as a trade 
mark for use on cheese, a composite mark consisting of a shield, the upper 
third of which is composed of chevron-like stripes, and the lower major 
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portion of which contains L. D. 8 co arranged in a peculiar monogram. 
The letter s is relatively large and formed of a series of straight line 
elements. If the letter s is described as consisting of a central line, an 
upper loop open toward the right and a lower loop open toward the left, 
the central line of the s in the monogram is formed of a central horizontal 
straight bar, the upper loop of two joined straight bars at 45 degree 
angles to the horizontal bar, the one on the right being shorter, and the 
lower loop of two similar joined straight bars, with the one on the left 
shorter; the outline of the whole being diamond shaped. Immediately 
above the central bar and within the upper loop are the letters L. p. in 
small block type, and below the central bar and within the lower loop are 
the letters co. As to size, the letters L and p are about one tenth the 
height and one tenth the width of the s. 


The opposer, Lekas & Drivas, Inc., has, for many years prior to the 
applicant, been using marks containing the letters L and p on cheese and 
various other food products. The simplest form used, and the one which 
ean be considered closest to the applicant’s mark, consists of the two 
letters connected by an ampersand, namely L & pb, used both with and 
without periods. 

The opposer’s priority is not disputed, and is established by the 
record, and the only question involved is whether the mark which the 
applicant seeks to register bears such near resemblances to the mark of 


the opposer as to be likely to cause confusion or mistake, or deception 
of purchasers, when applied to the goods involved. 


The opposer contends that the average purchaser would take cog- 
nizance primarily of the letters L and p in applicant’s mark, and since the 
same letters are used by the opposer, confusion or deception of purchasers 
would be likely to arise. This contention is considered to be without merit. 
The letters L and p obviously are derived from the names of each of the 
parties; in the case of the opposer they constitute the initial letters of the 
names Lekas and Drivas, comprising the opposer’s corporate name, and 
are always used connected by an ampersand; in the case of the applicant, 
the letters L. p. are the initials attached to the surname Schreiber, and are 
used in the abbreviation L.p. s co of applicant’s corporate name. As 
represented on the drawing of the application, the letters L. p. are sub- 
ordinated to the very much larger letter s, which is also quite fancifully 
represented. The letters L. p. as contained in applicant’s mark form only 
a minor part of the mark as a whole, and although these same letters are 
also contained in the mark of the opposer, it is not believed that there are 
such near similarities between the marks considered in their entireties, 
as to be likely to cause confusion, or mistake, or deception of purchasers 
in their use on the goods involved. 


The decision of the Examiner of Interferences is affirmed. 
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LIST OF OTHER TRADE-MARK ARTICLES AND LEGAL NOTES 


Articles 


Gowling, E. Gordon, The New Canadian Trade Marks Act. (Canadian Bar Review, 
v. 31, no. 6, June-July 1953, pp. 664-677). 


Hale, Rosemary D. and G. E. Hale, Monopoly abroad: The Antitrust Laws and 
Commerce in Foreign Areas. (Texas Law Review, v. 31, May 1953, pp. 493-548). 


BOOK NOTES 
Roubier, Paul 


Le Droit de la Propriete Industrielle. Paris (5e), Librairie du Recueil Sirey, 1952. 
Pp. XVI, 612. 
Vol. I. Partie Generale. (In French). 


This is Volume 1 of what promises to be the most outstanding treatise on the law 
of Industrial Property in recent years. Professor Roubier does not deal with copyright 
law, but all aspects of patent and trade-mark law and their theoretical bases. The Paris 
Convention as well as the Madrid Arrangement are fully discussed as are the current 
problems of what treatment should be given to trade-marks in the peace treaties, and 
the problem of so-called sterilization of enemy-owned trade-marks. We consider it 
important enough to bring this work to the attention of our readers. 


STATEMENT REQUIRED BY THE ACT OF AUGUST 24, 1912, AS AMENDED BY 
THE ACTS OF MARCH 3, 1933, AND JULY 2, 1946 (Title 39, United States 
Code, Section 233) SHOWING THE OWNERSHIP, MANAGEMENT, 

AND CIRCULATION OF 

The Trade-Mark Reporter and The Bulletin of The United States Trade-Mark Asso- 
ciation. Published Monthly—11 times a year at Chicago, Ill—October 1, 1953. 

1. The names and addresses of the publisher, editor, managing editor, and business 
managers are: 

Publisher—The United States Trade-Mark Association, 522 Fifth Avenue, New York 
36, N. Y. 

Editor—Doris K. Meyerhoff, 522 Fifth Avenue, New York 36, N. Y. 

Managing editor—Walter J. Halliday, 60 East 42nd Street, New York 17, N. Y. 
Business manager—Dorothy Fey, 522 Fifth Avenue, New York 36. 

2. The owner is: (If owned by a corporation, its name and address must be stated 
and also immediately thereunder the names and addresses of stockholders owning or 
holding 1 percent or more of total amount of stock. If not owned by a corporation, 
the names and addresses of the individual owners must be given. If owned by a partner- 
ship or other unincorporated firm, its name and address, as well as that of each 
individual member, must be given.) 

The United States Trade-Mark Association, 522 Fifth Avenue, New York 36. 


3. The known bondholders, mortgagees, and other security holders owning or 
holding 1 percent or more of total amount of bonds, mortgages, or other securities are: 
(If there are none, so state.) None. 

4. Paragraphs 2 and 3 include, in cases where the stockholder or security holder 
appears upon the books of the company as trustee or in any other fiduciary relation, the 
name of the person or corporation for whom such trustee is acting; also the statements 
in the two paragraph show the affiant’s full knowledge and belief as to the cireum- 
stances and conditions under which stockholders and security holders who do not appear 
upon the books of the company as trustees, hold stock and securities in a capacity other 
than that of a bona fide owner. 

5. The average number of copies of each issue of this publication sold or dis- 
tributed, through the mails or otherwise, to paid subscribers during the 12 months 
preceding thé date shown above was: (This information is required from daily, semi 
weekly, and tri-weekly newspapers only.) 

DOROTHY FEY 


Business Manager-Exec. Secy. 
Sworn to and subscribed before me this 17th day of September, 1953. 
HUBERT C. WILLIAMS 
(My commission expires March 30, 1955) 
(SEAL) 
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SE i, Ms eabs cacdesncecvetocscecess Munn, Liddy, Nathanson & March 
GOED EAM, Ticccccccccccccscccccccncecsceccesoseeseses McKercher & Link 
I in 56.5064 600'0906-0060 0000600 —4n604 The Coca-Cola Company 
i Ee EE patdvoedcedbescvecsoccedevesceneeesesay The Borden Company 
Sh, Wy MLS » 2.6 4 00:604646606 09406000000 8000000000086 United States Steel Co. 
ES bob a Gh 60044000600 40000000066066000600006000600 00 Mock & Blum 
Es PE nck a0s ceenenebotsandcensedsesesnesseos ses Naylor & Lassagne 
Mls Mc ces o6en ceded ee ceee ce sctéoneseseeeces Rogers and Woodson 
Ph Ms ob badsedk ete denvevasebesedscngeeesbnceeunes Koenig & Pope 
EE UE, IIR 60k ccecdoscceoas Beer, Richards, Lane, Haller & Buttenwieser 
ce sacecdantstéanbactieeteseobeuseesone Johnson and Johnson 
ao Sig: erdiw' doth oa Ree ie ew annie b 4A Bates, Teare &@ McBean 
Stewart L.. Whitman......cccccces Nims, Martin, Halliday, Whitman & Williamson 
Pe Ch CR. ccnccccndsbubenesunececestens Fish, Richardson & Neave 
Percy E. Williamson.............. Nims, Martin, Halliday, Whitman & Williamson 
Membership Duncan C. Taylor, Chairman...........+++++++5 Eberhard Faber Pencil Company 
Joe E. Daniels, Co-Chairman........... Alexander, Maltitz, Derenberg & Daniels 
Committee 
Mrs. Lenore B. Stoughton, Chairman............0eeeeeeee0s Rogers, Hoge @ Hills 
State CNR GE, DOMME cccccesccccesceseesese Automobile Manufacturers Association 
Trade-Mark Charles P. Bauer.............eeeeceececeeeees Union Bag & Paper Corporation 
. BPE ENED. 6 ocr ccccccctoccsvesddessecvenedeeneceenes The Texas Company 
Committee cen scedechwhad cand baned Seekeunses National Biscuit Company 
Pramblin BM. Depew... .ccccsccccccccvcccccccseces Standard Brands Incorporated 
EE Eh, MBs cc cc ence cececseecesseanseocsdsesecs cesses Sterling Drug, Inc. 
BOE Be, MOTE: oo so ccccscneccccccccesscscasagessccocesus Philco Corporation 
Me EDS oven soccedbgncscesiesaddeoesacesnveckus Koppers Company, Inc. 
EET Pe ee Per re ste or Tae Wilkinson, Huxley, Byron & Hume 
ns. ccgeskenes ecedeccheeeeeneteenetacausaas Sherwin-Williams Co. 
BD  SPPPEPTELETISISELILIELE LETT Lee eee Procter @ Gamble Compan 
Debvaster FT. TAGE. 2. cc ccccccccccccescsscgecs Munn, Liddy, Nathanson @ Marc 
N.S ie a ane.5 bea aheie ek mee Munn, Liddy, Nathanson & March 
GONG Te, PER: occ cccccccccsecescesocccecessecese Bristol-Myers Company 
Dielvim TE. MemsoF. 22sec cccccccccccccccccccccccs California Packing Corporation 
DORI TBI sao ccc cccccccccsscccccsscccceccessescese Wise, Corlett @ Canfield 
SD Ws NO, TE cc ccccccsecvevecvsesccccecccecees American Oil Company 





Ee ae gists ins e's oss as seb da 008 a Oe Lorentz & Stamler 
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rade-Mark ‘Stewart W. Richards, Chairman....... Beer, Richards, Lane, Haller @ Buttenwieser 
=— De, Ss co caew dewiees 66nd ace 64600 6oeresedecvoeoesg Philco Corporation 

inagement NINE TO, BANE, oc be ccccsccncecccceccccesessesqeoee Johnson and Johnson 
Manual Jack Ti. ReGwWime. 0. .cccccccccccccvcccccccccccccces The Quaker Oats Company 
sn tdi inaweenevelsdeseneee E. I. du Pont de Nemours & Co., Inc. 






Committee Edgar S. Bayol..............0eceeeceeeces eececeeseeed he Coca-Cola Company 






